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I. Introduction 

The federal courts recently have renewed the debate concern¬ 
ing whether a person can sue a state government or its instrumen¬ 
talities for copyright infringement. The question presents a clash 
of fundamental constitutional principles between the copyright 
and patent clause, 1 whose purpose is to promote the free flow of 
ideas by rewarding creativity,* and the eleventh amendment,* 
whose primary purpose is to protect the federal form of govern¬ 
ment by insulating states from suit in federal court. 4 The Copy¬ 
right Act of 1976 (the 1976 Act) 8 and its predecessor, the Copy- 


1. The copyright and patent clause provides: "The Congress shall have Power . , . |t]o 
promote the Progress of Science and useful Arts, by securing for limited Times to Authors 
and Inventors the exclusive Right to their respective Writings and Discoveries," U S. Const, 
art. I, § 8, cl. 8. 

2. See, eg,, Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 539, 546 0985) 
(recognizing that "(tjhe monopoly created by copyright . , , rewards the individual author 
in order to benefit the public") (quoting Sony Corp. v. Universal City Studios, Inc., 464 U.S. 
417, 429 0984) (Blackmon, J., dissenting}). 

3. The eleventh amendment provides: "The Judicial power of the United States shall 
not be construed to extend to any suit in law or equity, commenced or prosecuted against 
one of the United States by Citizens of another State, or by Citizens or Subjects of any 
Foreign State." U S Const amend. XI. 

4 See, eg., Atascadero State Hosp. v. Scanlon, 105 S. Ct 3142, 3145-46 & n.2 (1985) 
(noting that "the Eleventh Amendment implicates the fundamental constitutional balance 
between the Federal Government and the States”); Note, Pennhurst State School & Hospi¬ 
tal v, Halderman: Federal Equity Jurisdiction Restricted by Eleventh Amendment Immu¬ 
nity, 16 Loy. U Chi L.J 149, 158-60 (1984) (asserting that the states, in ratifying the elev¬ 
enth amendment, guaranteed federalism by "prevent|ingj the federal government, through 
its courts, from interfering in state governmental functions"). But see Atascadero , TO S. Ct. 
at 3150-78 (Brennan, J., dissenting) (holding eleventh amendment doctrine not based on 
principles fundamental to federalism); Gibbons, The Eleventh Amendment and State Sov¬ 
ereign Immunity: A Reinterpretation, 83 Colum. L Rp.v 1889, 1894 (1983) (arguing that the 
eleventh amendment is merely a "narrow and technical redefinition of the two jurisdictional 
clauses of article 111 ... . The amendment did nothing more than amend article III, section 
2 of the Constitution to eliminate the power of federal courts to hear suits against states in 
which the sole basis for jurisdiction" was the presence of a diverse party); Fletcher, A His¬ 
torical Interpretation of the Eleventh Amendment A Narrow Construction of an Affirma¬ 
tive Grant of Jurisdiction Rather Than a Prohibition Against Jurisdiction, 35 Stan. L 
Rev 1033 (1983). See generally Baker, Federalism and the Eleventh Amendment, 48 U. 
Colo L Rev 139 (1977). 

5. 17 U.S.C. §§ 101-914 (1982 & Supp. Ill 1985). 
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right Act of 1909 (the 1909 Act)," grant copyright proprietors 
“exclusive” rights in their works. 7 While 28 U.S.C. § 1338(a) grants 
federal courts exclusive subject matter jurisdiction to entertain ac¬ 
tions concerning copyright infringement, 8 the eleventh amendment 
generally prohibits suits in federal court against state govern¬ 
ments, 8 Thus, absent a waiver or other abrogation of eleventh 
amendment immunity, 10 a proprietor’s rights in a work apparently 
are not always exclusive; in effect, the owner is required to share 
his copyright if the infringer is a state government or its 
instrumentality. 

The resolution of this question necessarily requires an exami¬ 
nation of two constitutional issues. The first issue is the extent to 
which a state impliedly waives its eleventh amendment immunity 
from suit in federal court by engaging in a federally regulated ac¬ 
tivity. 11 The United States Supreme Court first enunciated the im¬ 
plied waiver doctrine in Parden v , Terminal Railway, 1 * Federal 
courts traditionally have interpreted Parden to mean that Con¬ 
gress may condition a state s participation in certain federally reg¬ 
ulated activities, such as the operation of an interstate railroad, 1 * 
upon the state s waiver of immunity to potential private suits in 
federal court. In a copyright infringement suit, however, it is un- 


6. €h. 320, 35 Stat 1075, revised by Copyright Act of 1976, 17 U.S.C. §§ 101 914 (1982 
& Supp. Ill 1985). The 1909 Act continue* to govern work* created before passage of the 
1976 Act. For purpose* of thi* Recent Development, citation* to 17 U.S.C. §§ 1 216 will 
refer to the 1909 Act, and citation* to 17 U.S.C. §§ 101-914 will refer to the 1976 Act. 

7. See 17 U.S.C. | 106 (1982 & Supp. Ill 1985); 17 U.S.C. § 1 (1976). 

8 28 U.S.C. $ 1338(a) (1982) (stating that "(t)he district court* shall have original 

jurisdiction of any civil action arising under any Act of Congress relating to patents, . . 
(orj copyright* .... Such jurisdiction shall be exclusive of the courta of the states”). 

9. U S Const amend. XI; see, e g , Pennhuret State School & Hosp. v. Ilalderman, 
466 U S 89, 100 (1984) (holding that “an unconsenting State is immune from suits brought 
in federal courts by her own citixena as well as by citixens of another state”) (quoting Em 
pbyees v. Department of Pub. Health and Welfare, 411 U S. 279, 280 (1973)). A state 
agency may be adjudged an “alter ego” of the state and, thus, receive eleventh amendment 
immunity. See King v. Caesar Rodney School Diet., 396 F. Supp. 423, 425 (D. Del. 1975). 

10. A state may waive its eleventh amendment immunity either expressly, see Clark v. 
Barnard, 108 U.S. 436, 447-48 (1883) (express waiver by appearance in court), or by implica¬ 
tion. sec Parden v. Terminal Ry., 377 U.S. 184 (1964) (implied waiver by participation in 
federally regulated activity). See generally Note, Express Waiver of Eleventh Amendment 
Immunity , 17 Ga. L. Rev. 513 (1983); Comment, Implied Waiver of a State’s Eleventh 
Amendment Immunity, 1974 Duke L.J 925. 

It. See generally Comment, supra note 10. 

12. 377 U.S. 184 (1964); see infra notes 49-65 and accompanying text. 

13. See id.; see also Briggs v. Sagers, 424 F.2d 130 (10th Cir), cert, denied , 400 U.S. 
829 (1970) (state operation of mental institution); Chesapeake Bay Bridge & Tunnel Dist v 
Uuritzen, 404 F.2d 1001 (4th Cir. 1968) (state operation of bridge) 
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clear whether the state’s use of copyrighted material constitutes 
consent to suit in federal court. Thus, the question of whether the 
implied waiver doctrine articulated in Parden applies in a copy¬ 
right infringement suit against a state remains unanswered. 14 

The second issue is the continued vitality of the eleventh 
amendment in light of recent Supreme Court and lower federal 
court decisions. In Fitzpatrick v . Bitzer 16 the Supreme Court dis¬ 
carded, for the first time, the requirement of state immunity 
waiver and held that in certain instances Congress has the power 
to unilaterally abrogate eleventh amendment protection. 1 * While 
Fitzpatrick concerned a state’s violation of a federal statute passed 
pursuant to section 5 of the fourteenth amendment, 17 later federal 
court decisions have implied this broad congressional power in 
other areas. 1 * Two federal courts have extended the Fitzpatrick 
holding beyond the context of fourteenth amendment legislation to 
find that the copyright and patent clause empowers Congress to 
nullify the eleventh amendment in copyright infringement cases. 1 * 
Under this interpretation, a private party could sue an allegedly 
infringing state in federal court without the state’s express or im¬ 
plied consent. If adopted by the Supreme Court, this broad read- 


14. See infra notes 281-92 and accompanying text. 

The federal government has expressly consented to federal court suit for copyright in¬ 
fringement. Money damages are the sole remedy for violations by the federal government; 
injunctive relief is not available. 28 U.S.C. | 1498(b) (1982); see S Rise No 1877, 86th 
Cong., 2d Sees, reprinted in 1960 US Code Cong & Admin News 3444; H R Rep No 624, 
86th Cong.. 1st Seas, (1959). See generally W Patry, Latman's The Copyright Law 270-71 
(1986). 

15. 427 US. 445 (1976). 

16. Id at 456; see infra notes 80-88 and accompanying text. 

17. Fitzpatrick , 427 US. at 456. Section 1 of the fourteenth amendment provides: 
No state shall make or enforce any law which shall abridge the privileges or immunities 
of citizens of the United States; nor shall any state deprive any person of life, liberty, 
or property, without due process of law; nor deny any person within its jurisdiction the 
equal protection of the laws. 

US. Const amend. XIV, § 1. 

Section 5 of the fourteenth amendment further provides: “The Congress shall have 
power to enforce, by appropriate legislation, the provisions of this article.” US. Const 
amend. XIV, § 5. 

18. See, eg County of Monroe v. Florida, 678 F.2d 1124 (2d Cir. 1982), cert, denied , 
459 US. 1104 (1983) (congressional extradition power); Peel v, Florida Dep’t of Tranap., 600 
F 2d 1070 (5th Cir. 1979) (congressional war powers); Jennings v. Illinois Office of Educ., 589 
F.2d 935 (7th Cir.), cert, denied, 441 U.S. 967 (1979) (congressional war powers); Oneida 
Indian Nation v. New York, 520 F. Supp. 1278 (NT). NY. 1981) (congressional power to 
regulate commerce with Indian tribes); see also infra notes 95-109 and accompanying text. 

19. See Mills Music Inc. v. Arizona, 591 F.2d 1278, 1285 (9th Cir. 1979); Johnson v. 
University of Va., 606 F. Supp. 321 (W.D. Va. 1985); infra notes 133-48, 162-78 and accom¬ 
panying text. 
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ing of Congress' power under the copyright and patent clause 
would not only establish the amenability of nonconsenting states 
to copyright infringement suits, but also would contract greatly the 
boundaries of eleventh amendment immunity. 10 

Copyright proprietors have a great economic stake in the reso¬ 
lution of this issue.*' State institutions and their local instrumen¬ 
talities are prodigious users of copyrighted works.’* One obvious 
example is the use of copyrighted textbooks by state schools and 
universities. In addition, sound recordings, sheet music, textbooks, 
plays, photographs, computer software, and motion pictures play 
an integral role in the state’s performance of its educational, health 
care, recreational, and law enforcement functions.” A textbook 
publisher would have little economic incentive to continue produc¬ 
ing books if the publisher knew that a state could misappropriate 
the works by purchasing one copy for unlicensed reproduction. 
One commentator has suggested that this situation would cause 
purchases of copyrighted works to cease, resulting in a loss of reve- 
nue to creators, 14 


20. See Gibbons, supra not* 4. st 2004. Without deciding the issue, the Supreme 
l ourt recently noted this broadening interpretation by lower courts of Congress’ power to 
nullify a state's constitutional immunity from suit in federal court without the state's con 
sent. See County of Oneida v. Oneida Indian Nation, 470 IJ.S. 226, 252 (1985) 

21 Goldberg, Copyright Law: Sovereign Immunity, N Y U., Sept. 20. 1985 at 1 col 
1; see e g., Wihtol v. Crow, 309 F.2d 777, 778 (1962) (recognising that the plaintiff "depends 
upon the income from the [infringed) song for hie support”). 

22. Goldberg, supra note 21, at 1, col. 1, 

23. Id In certain circumstances, such as teaching, scholarship, or research, a state 
agency s use of portions of copyrighted works may be exempt from copyright restriction* 
under the fair use” limitation on a proprietor's exclusive rights. See 17 U.S.C. § 107 (1982) 
('Limitations on exclusive rights: Fair use"). In determining whether a state's use of a copy 
righted work is exempt, courts should consider four factors: (1) the purpose and character of 
the use; (2) the nature of the work; (3) the substantiality of the portion used; and (4) the 
effect of the u« on the work's value. Id $ 107(l)-(4). For a general discussion of the (air use 
doctrine see Walker, Fair the. The Adju, table Tool /or Maintammg Copyright Equilib¬ 
rium, 43 La L. Rev 736 (1983). See generally 17 U.S.C. §$ 107-18 (1982) (listing limitations 
on copyright owner’s exclusive rights). 

24. Goldberg, supra note 21, at 2, col, 4. As one party has argued: 

States and state agencies, including schools, colleges, and libraries, make vast use of 
copyrighted works. They buy counties* textbooks, and works of science, biography his 
tary, mathematics, fiction, poetry, philosophy, and other subject*. These state institu- 
tions also are a primary medium for the performance of copyrighted plays and musicals 
Only the threat of damages awards, and injunctive relief, against States has pre 
vented widespread infringement of them. 

Motion on Appeal of the Authors league of Am., Inc. at 2 3, Mihalek Corp, v Michigan, *595 
K Supp. 903 (E.D. Mich. 1984), appeal docketed. No. 85-1593 (6th Ctr. duly 23 1985)* see 
ateo Motion on Appeal of the National Music Publisher*’ Ass’n, Inc. at 3, Mihalek , No! 85 
1593 (urging that “ftjhe potential injury . cannot be understated .... {SJtates could 
supply thousands of photocopied reproductions of copyrighted music to members of univer- 
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A related concern is the form of relief available against an in¬ 
fringing state. While the Supreme Court in Ex parte Young™ held 
that a person could obtain injunctive relief against a state official 
to prohibit future unconstitutional actions, 2 * the eleventh amend¬ 
ment generally protects a state from a damages award.* 7 In the 
case of certain copyrighted works, such as popular songs that often 
have only a brief period of economic productivity, injunctive relief 
could come too late to vindicate completely the copyright proprie¬ 
tor s rights. 28 Thus, the issue of state immunity from copyright in¬ 
fringement suits not only has constitutional implications, but also 
has immediate economic significance to copyright proprietors. 

I his Recent Development examines the federal court decisions 
that concern alleged copyright infringement by a state or its in¬ 
strumentalities. Part II discusses two areas of legal background: (1) 
the history of eleventh amendment immunity as developed by the 
Supreme Court; and (2) the federal court of appeals split on the 
subject of state immunity from copyright infringement suits. Part 
HI examines five recent federal district court cases that analyze, 
with differing results, copyright owners’ attempts to sue states in 
federal court for alleged infringement. Part IV discusses these in¬ 
fringement cases using the analytical frameworks employed by the 
Supreme Court in Parden and Fitzpatrick . Finally, Part V pro¬ 
poses a resolution to the apparent conflict between copyright pro¬ 
tection and the states’ eleventh amendment immunity. This propo¬ 
sal accommodates several competing interests: copyright owners’ 

sity bands, orchestras and glee clubs, who could perform this music without payment of any 
royalties to its composers and publishers and without fear of monetary sanction”). 

In addition, federal court immunity for states “could affect not only the rights of copy, 
right owners, but also the rights of owners of other forms of intellectual property, including 
patents nnd trademarks, which are widely used by State governmental bodies.” Motion on 
Appeal of the intellectual Property Law Ass’n at 2, Mihalek, No 85-1593 

25. 209 U.S. 123 (1908). 

26. Id at 155 56; see infra notes 45 46 and accompanying text. 

27. See, eg., Bdelman v. Jordan, 415 U.S. 661, 668-71 (1974); see infra notes 74-79 
and accompanying text. 

28. Goldberg, supra note 21, at 2, col. 4. One party has argued: 

(State immunity from federal court suit would relegate copyright owners) to the sole 
remedy of prospective injunctive relief against individual state officials—if they can he 
identified and sued before substantial damage is done. Totally unavailable as the de- 
terrent intended by Congress to protect the value of copyrights would be the remedies 
of recovery of the infringer’s profits in addition to the owner’s damages, the alternative 
of statutory damages . ... as well as recovery of costs and attorney’s fees in appropri¬ 
ate cases. 17 U.S.C, §§ 504 and 505. 

Motion on Appeal of National Music Publishers’ Ass’n, Inc. at 6, Mihalek , No. 85-1593 
(emphasis in original). 
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interest in the protection of exclusive rights; states’ interest in irn 

mumty from federal court suits; and society’s interest in responsi 
ole govern me nt. 2 * 


II Legal Background 

A. State Immunity Under the Eleventh Amendment 
1. Early Developments 

The doctrine of sovereign immunity provides that a claimant 
cannot sue the sovereign without the sovereign’s consent. 30 The 
doctrine arose under the common law of England 91 and quickly 

Amprf d °f, S, b V he ,nde P e "dent states of postrevolutionary 
America. 1 hue, the states were immune from nonconsensual suits 
in their own courts." Adoption of the United States Constitution 
however, created confusion about the states’ immunity from suits 
brought by private parties in the recently formed federal courts. 99 
Specifically, artide III, section 2 of the Constitution provides that 
[tjhe judicial Power shall extend ... to Controversies ... be¬ 
tween a State and Citizens of another State.” 99 A literal reading of 
this language presented the possibility that federal courts would 
ave jurisdiction over suits between a private party from one state 
and another independent state. 

Five years after ratification of the Constitution, the Supreme 
Court faced this issue in Chisholm v. Georgia .” In Chisholm two 
South Carolina creditors sued the State of Georgia in federal court 
for a Revolutionary War debt that the state allegedly owed. Inter¬ 
preting article III literally, the Court held that the states were not 
immune from private suits in federal court by citizens of another 


the area ofTn^T 0 “*! ' 0 ’ “ 537 F ° r * di9CT,Mi "" " f »vereig„ immunity in 

V* TT,f property, see generally Morris, Sovereign Immunity The Exception 

T ” ° r lp dutlnal Property, 19 Vand. J Thansnatl L 83 (1986) 

(A *'?**"’ m m - «• *> <'890» (noting The Federalist No 81 

Hamilton)), see also Note, supra note 4, at 15L 

« l/cmo? Rsffl’ 'ZZT and A " oun,am( y Poritwe Governmental 
ilMr J \ #• f L R 1 ’ 2 5 (,972); see aho Not «, rnpm note 10, at 617-18 (discuss 
ng evolution of sovereign immunity in societal hierarchy of feudal England) 

(1973) (Malalf’ , ” v ' 1 Depertment of Pub. Health and Welfare. 411 U S. 279, 288 

\ 1916) (Marshall, J., concurring); Note, supra note 10, at 618 

Q t , 33 • ’ Wolcher - Sovereign Immunity and the Supremacy Clause Damage, Against 

14 o Z C0 Z S /0r Constitutmnal Violations, 69 Came I. Rev 189 195^981) 

Sch«d & Hosd *v' H°ld Dee> ZiV h : An ° maly °< ‘—<y Pennhurst State 

« , ” P ; H * ld<,rm * n - 59 Sr. John s L Rev 141, 146 47 (1984) 

3a6. US Const art III, | 2, cl. 1, 

36, 2 U.S. (2 Dali.) 419 (1793). 
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I he reaction of the states was “loud, angry, and unanimous/’ 3 " 
Apparently fearing a flood of similar suits seeking repayment of 
war debts, 3 * Congress and the states ratified the eleventh amend¬ 
ment in 1798. 40 While the amendment essentially adopts the 
states’ common law sovereign immunity, 41 the scope of the amend¬ 
ment’s immunity provision is limited to the federal courts. 43 

Over the next century and a half, the Supreme Court refined 
its interpretation of the eleventh amendment. In Hans v. Louisi¬ 
ana 4 * the Court held that a state’s constitutional immunity ex¬ 
tends to federal court suits prosecuted by its own citizens. 44 Later, 
the Court restricted the amendment’s purview in Ex parte 
Young, 4 * a case in which the Court held that a state official acting 
under color of state law could be sued in federal court for constitu- 


37. Id at 465-66. 

38. Comment, supra note 10, at 926-27 n.6; see Edelman v. Jordan, 415 U.S. 651. 662 
(1974) (stating that “(tjhe decision in [Chisholm] literally shocked the Nation. Sentiment 
for passage of a constitutional amendment to override the decision rapidly gained 
momentum*’). 

39. Comment, supra note 10, at 926 27 n.6. 

40. See, eg , Employees, 411 U.S. at 280. 

41. U S Const, amend. XI. Contra Employees , 411 U.S. at 290-94 (Marshall; J. t con¬ 
curring) (stating that the eleventh amendment is merely an interpretation of article III); id 
at 315-22 (Brennan, J„ dissenting) (stating that the eleventh amendment merely withdraws 
a portion of diversity jurisdiction from the federal courts). For the text of the amendment, 
see supra note 3. 

42. U.S. Const amend, XI; see Fitzpatrick v. Bitzer, 427 U.S. 445, 456 (1976)* Note 
supra note 10, at 515-16. 

Despite the eleventh amendment’s roots in common law sovereign immunity, the dis¬ 
tinction between the two doctrines remains critical. While the eleventh amendment gener 
ally prohibits suits against states in federal court, the doctrine of sovereign immunity pro- 
lints states from being “sued in (their) own courts without jtheirj consent, regardless of 
the nature of the claim.’’ Wolcher, supra note 33, at 195; see also Note, supra note 10 at 
519-20; Comment, supra note 10, at 947-49, 955. See generally The Federalist No. 81, at 
416 (A Hamilton) (J. Cooke ed. 1961) (declaring that "fi)t is inherent in the nature’ of 
sovereignty not to he amenable to the suit of an individual without its consent”) (emphasis 
in original). 

43. 134 U.S. 1 (1890). 

44 Id at 21. In Hans the plaintiff argued that the eleventh amendment should he 
read literally to allow suit in federal court against a state by its own citizens. The Court 
called this “an attempt to strain the Constitution and the law to a construction never 
imagined or dreamed of.” Id at 15. 

45. 209 U.S. 123 (1908). Young concerned state railroad rate and tariff restrictions 
that were allegedly confiscatory and, therefore, in violation of the due process clause of the 
fourteenth amendment. Id at 127-29. In Young the plaintiff sought injunctive relief against 
the Attorney General of Minnesota to prevent the enforcement of an allegedly unconstitu¬ 
tional state statute. Id 



1987) 


COPYRIGHT INFRINGEMENT 2M.1 

tional violations. 4 * Despite these modifications, the law remained 

clear that a state was not amenable to private suit in federal court 

™ V consented. For example, in Murray v Wihon 

nZ Tf C °' • th r C ° Urt he ' d th8t only ex » ,ress language or an 

constitut!” 10 *' “S 1 '^ fr ° m the W0rdil ^ ■ state statute or 
constitution would suffice to show a waiver of immunity.*" 

2. Parden v. Terminal Railway and Progeny-Implied Waiver 
of Eleventh Amendment Immunity 

ture / f>om"tL r r mi>Ia/ ^Presents an important depar¬ 

ture from the Supreme Court’s historical analysis of eleventh 
amendment immunity. For the first time, the Court found a waiver 

federaT i 1“' imp,ied by 8 9tate ’ s «*iona under a 

sued*^the ^tate nf Al U ° f 8 8tate owned railroad 

ed the State of Alabama in federal court under the Federal Em- 

cause^jf action'" ^ / PEL f ) " The FELA specifically created a 
related L . aga,n - t et ^ o y ers for images suffered from job- 

Itltl 1 P . m u nJUne8 - THe railroad em P'oyees claimed that the 
state was liable because, under the FELA, the railroad was a com- 

!" inter8tate commerce and, thus, was ame- 

tha b t th^ 8U ' m federa C0Urt The State moved t0 d «mi8S, arguing 
that the railway was a state agency” and that the state had not 

eun.lt" an ZoT.tilut'fnn.To fTf ^ *** fiCti0 " th "‘ # 8U "* official who aria 
character" and thu. ia nol nro^ hv .S ? tr L PPed ° f hi * ofcial «pre»anUtiv e 
Kentucky v. Graham. 105 S , ' 59 6 ° ; 

declaratory action grounded on federal law IH ' l ^ Mholdlr 'S that “|ijn an injunctive or 
ing state officials as defendant i u • ^ ****** * ,mrnunity Can overcome bv nam 
2940 n 11 (1986) (holdin. thZ"! ' n>ph “" ,n on * inal) ; Papaaan v. Allain, 106 S. Ct. 2932, 

lc.p.Lly evendl.1 mif “ 9ued 9 " d *«*>«- his mdWrf.’ 

Rhodes, 416 U.S. 232, 237-38 (1974)). * W '" 6 < ™P h ** 18 ln oogmal) (citing Scheuer v. 

47. 213 U S. 151 (1909). 

.Utelvlnt1 7 L" A fed *”! C ° Urt m * y also rely on lhe decisional law of a elate" or a 

49. 377 U.S. 184 (1964). 

50. Id at 192 93. 

51. 45 U.S.C. §| 51-60 0982). 

track?. £*"• U S - lfl5 ' Th * "“way conaialed "of about .50 m „e s „f r , ilro . d 
track* in the area adjacent to the State Docks at Mnhil* i* , 7? 

profit under statutory authority i* , ,, \ * perform fed) services for 

commerce.” Id conducted} substantial operations in interstate 
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waived its sovereign immunity. 93 

As part of its three-step analysis, the Court first discussed 
whether Congress, by creating a cause of action under the FELA, 
intended to subject the states to suit. 94 Reading the language of 
the statute literally, the Court determined that the phrase “every 
common carrier by railroad engaged in [interstate] commerce” 99 
was broad enough to include state owned railroads as potential de¬ 
fendants. The Court reasoned that absent express language to the 
contrary, a statutory exception for sovereign immunity should not 
be presumed." This exception, the Court concluded, would lead to 
the pointless and frustrating result” of giving state employees a 
right without a remedy, 97 Thus, the Court concluded that Con¬ 
gress, by enacting the FELA, intended to subject the states to suits 
in federal court. 

Next, the Court considered whether Congress had the power 
to subject a state to federal suit notwithstanding the eleventh 
amendment. 98 The Court determined that in granting Congress the 
power to regulate interstate commerce, the states had surrendered 
any part of their sovereign immunity that would impede that regu¬ 
lation. 98 Thus, in exercising its commerce power Congress could 
override the states’ sovereign immunity and render the states ame¬ 
nable to suit under the FELA. 80 

Finally, the Court held that in view of this abrogation of sov¬ 
ereign immunity, 81 the state’s subsequent operation of the railroad 
in interstate commerce implied that Alabama had consented to 


53. Id 

54. Id at 187. The Court stated that “(h)ere, for the first time in this Court, a State’s 
claim of immunity against suit by an individual meets a suit brought upon a cause of action 
expressly created by Congress.” Id, 

55. 45 U.S.C. | 51 (1982). The FELA provides that “(e)very common carrier by rail¬ 

road while engaging in commerce between any of the several States . . . shall be liable in 
damages to any person suffering injury while he is employed by such carrier in such com¬ 
merce ” Id The statute further provides that “(ujnder this Chapter an action may be 
brought in a district court of the United States Id § 56. 

56. Parden, 377 U.S. at 190. The Court also looked to the legislative history of the 
f ELA, which stated that the statute was “intended ... to cover all commerce to which the 
regulative power of Congress extends.” Id at 187-88 n.5 (quoting H R Rep No 1386, 60th 
Cong., 1st Sess. 1 (1908)). 

57. Parden, 377 U.S. at 190. “It would he . . . surprising to learn that the FELA does 
make the (railway) liable to petitioners, hut, unfortunately, provides no means by which 
that liability may be enforced.” Id at 197. 

58. Id at 190. 

59. Id ; see Comment, supra note 10, at 929 30. 

60. Parden , 377 U.S. at 191-92. 

61. Id at 192. 
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suit in federal court under the PEL A.** Congress, the Court de¬ 
clared, conditioned the states right to operate the railroad upon 
subjection to the commerce power and consent to suits in federal 
court.' 1 * The Court concluded that “when a State leaves the sphere 
that is exclusively its own and enters into activities subject to con¬ 
gressional regulation, it subjects itself to that regulation as fully as 
if it were a private person or corporation.While the state argued 
that its constitution and decisional law did not evidence consent to 
suit in this case, the Court held that the implied waiver issue was a 
question of federal, not state, law."* Accordingly, the Court held 
that Congress could condition entry into a federally regulated ac¬ 
tivity upon a state’s amenability to suit in federal court. 

Later Supreme Court cases have limited the Parden implied 
waiver doctrine. In Employees v. Department of Public Health 
and Welfare '• state health facility employees sued the State of 
Missouri for overtime pay and damages under the Fair Labor 
Standards Act of 1938 (FLSA).* 7 Although the Court concluded 
that the class of potential defendants, defined in the FLSA as “any 
employer,includes states and their agencies," the Court found 
no congressional intent to subject states to suit in federal court. 70 
he Court reasoned that the FLSA authorized suit only in courts 


62 • | T1 H C0Urt ’ Uted ' " A,ab * m “' wh * n '• began operation of an interstate railroad 
.pproitmately 20 years after enactment of the FEI.A, necessarily consented to such suit as 
was authorized by that Act." Id. 

63. Id The State of Alabama argued that because Congress could not directly remove 
he states sovereign immunity, it would be unconstitutional for Congress to impose a condi- 
on of amenability to federal suit on the states' entry into interstate commerce Id at 193 

17"' d " t,n «‘ , " hed Pardtn fr,,m tlw «*** <**• by the State of Ala. 
bama in its unconstitutional condition" argument, noting that, unlike those cases. Pardon 
involved a legitimate exercise of legislative power. Id 

64. Id. at 196 While not ezpressly mentioning the distinction between “proprietary" 

enter«o| ,Vernn,e,, ^ a * c b v,ti “ ** th « ot *te. the Court, in dictum, noted that "|s|tates have 
*" t * r * d . forma of activity which, if carried on by a private person or corpora 

t on would be subject to federal regulation." Id a, ,96-97. The governmental-proprilrv 
distinction implied by this language ha, since been abandoned by the Court See Garcia v 
San Antonio Metropolitan Transit Auth , 469 U.S. 628. 537 47 (19851 (overruling National 
League of Cities v. Usery, 426 U.S. 833 (1976),. 


65. 

66 

67 

68 
69 


Parden, 377 U.S. lit 196. 

411 U.S. 279 (1973), 

52 Stat. 1069 (codified as amended at 29 U.S.C. 88 201-19 (1982)) 

29 U.S.C § 216(b) (1982). 

I ., t BmP !°r.u 411 U S ? ? 2 m AlthoU * h th * FI ~ SA finally had defined “em- 
P y r to exclude the states and their political subdivisions, Congress in 1966 expanded the 
statute to cover employees of a .State, or a political subdivision thereof, employed ... in a 
,n8t,tut,on M Fair Labor Standards Amendment of 1966, Pub, L No. 89-601, § 
102(b), 80 Stat. 830, 831 (codified ax amended at 29 U.S.C, § 203(d) (1982)) 

70. Employees, 411 U S. at 285. 
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of competent jurisdiction; the eleventh amendment, however, ren¬ 
dered federal courts incompetent to deliver a judgment against 
nonconsenting states. 71 Thus, while reaffirming its Parden decision, 
which held that Congress has the power to subject arguably non¬ 
consenting states to suit in federal court, the Employees Court dis¬ 
tinguished Parden , indicating that the “exercise of such power 
would not be presumed without clear evidence” of congressional 
intent. 72 Absent clear congressional intent, federal suit by the pri¬ 
vate parties in Employees was barred. 7 * 

The Supreme Court continued to limit the doctrine of implied 
waiver of eleventh amendment immunity in Edelman v. Jordan. 14 
In Edelman Illinois state officials allegedly withheld benefits under 
Aid to the Aged, Blind, or Disabled (AABD), 75 a public aid pro¬ 
gram authorized under the Social Security Act and funded by the 
state and federal governments. The Edelman Court first noted 
that, unlike the statutes in Parden and Employees , the AABD had 
not created a private cause of action for aggrieved beneficiaries. 
Absent a statutory cause of action evidencing congressional intent, 
the Court held that the doctrine of implied waiver would not be 
available against a state. Furthermore, the Court held that a 
waiver of eleventh amendment immunity would be found only 
when a state indicated consent to a suit in federal court “ *by the 
most express language or by such overwhelming implications . . . 
as [will] leave no room for any other reasonable construction.’ ” 7i 
Reasoning that a state’s mere operation of a federally assisted aid 
program was not a “clear declaration” of consent to federal court 
suit, 77 the Court concluded that Congress had not intended to ab- 


71. Id at 283 84; see 29 U.S.C. § 216(b) (1982). 

72. L Tribe, American Constitutional Law | 3-36, at 135 (1978). The Court addi¬ 
tionally noted that the FLSA allowed successful plaintiffs double recovery, Employees, 411 
US. at 286. and stated that “we are reluctant to believe that Congress in pursuit of • har¬ 
monious federalism desired to treat the States so harshly,” Id 

73. The Court’s holding, however, did not leave the employees a right without a rem¬ 
edy. The Court noted that the FLSA authorized the Secretary of Labor to sue, on behalf of 
employees, states violating the statute, Employees , 411 US. at 285-86. In addition, the 
( our? suggested that “(ajrguably, (the FLSA} permits suit in the (state] courts.” Id at 287 

74. 415 US. 651 (1974). 

75. 42 U.S.C. §§ 1381 83 (1982 & Supp. 1 1983). While the plaintiff-applicants sought 
only declaratory and injunctive relief, the federal district court, in addition to granting their 
request, ordered the State of Illinois to “ ‘release and remit AABD benefits wrongfully with¬ 
held to all applicants.” Edelman, 415 U.S. at 656. 

76 Edelman, 415 U.S. at 673 (quoting Murray v. Wilson Distilling Co., 213 U.S, 161, 
171 (1909)). The Edelman Court used the term “constructive.” instead of implied, consent! 

77. Id The Court noted that “the mere fact that a State participates in a program 
through which the Federal Government provides assistance for the operation by the State of 
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rugate the state's constitutional immunity.’" Under Edclman, 
therefore, without an express federal cause of action, a slate will 
not be found to have impliedly waived its eleventh amendment im 
munity. The Court, however, held that while the eleventh amend 
ment prohibits “retroactive" monetary relief against state officials, 
as ordered by the federal district court, the amendment does not 
preclude “prospective" relief in the form of an injunction against 
state officials to bar future unconstitutional conduct.’" 

3. Fitzpatrick v. Bitzer and Later Cases—Congressional 
Abrogation of Eleventh Amendment Immunity 

Twelve years after Parden the Supreme Court again substan¬ 
tially reduced the states’ eleventh amendment protection. In Fitz¬ 
patrick v. Bitzer* 0 the Court ruled for the first time that state 
waiver is not always required to abrogate eleventh amendment im¬ 
munity. In Fitzpatrick Connecticut state employees sued the state 
in federal court, claiming sexual discrimination in violation of Title 
VII of the Civil Rights Act of 1964 (Title VII)," which authorizes 
the award of damages and attorney’s fees to private parties." Be¬ 
cause Title VII specifies governments, governmental agencies, and 


a system of public aid is not sufficient to establish consent on the part of the State to be 
sued in the federal courts/' Id. 

78. Id at 672 74. 

79. Id at 664-71. Thus* the Court limited the Young doctrine to private suits seeking 
injunctive, but not monetary, relief against state officials. See supra notes 45 46 and accom¬ 
panying text. The Court reasoned that restitution would not come from the defendant offi 
cials but rather from state funds-a result prohibited by the eleventh amendment. Id at 
677 (citing Ford Motor Co. v. Department of Treasury, 323 U.S. 459 (1945)). The eleventh 
amendment generally continues to bar suit against a state or it* agencies regardless of the 
type of relief sought. See, Alabama v. Pugh, 438 U.8. 781, 782 (1978) (per curiam) The 
Edelman Court* in dictum, stated that 42 U.S.C. § 1983 (1982), which authorizes suit 
against state officials for deprivation of civil rights, does not evince a congressional intent to 
abrogate a state’s eleventh amendment immunity. Thus, under this reading even in a suit 
brought under § 1983, the claimant cannot seek retroactive relief against a state official if 
damages would be paid from public funds. Edelman , 415 U.S. at 674 77; see also Quern v. 
Jordan, 440 U.S. 332, 338 (1979); c/. Monell v. Department of Social Serve., 436 U.S. 658 
(1978) (holding that the class of potential | 1983 defendants includes municipalities); Ala 
bama v. Pugh, 438 U.S. 781, 781-82 (1978) (per curiam). But see Hutto v. Finney 437 U S 
at 678 703 (1978) (Brennan, J. concurring) (stating that it is “surely at least an open ques¬ 
tion whether f 1983 ... does not make the States liable for relief of ail kinds, notwith 
standing the Eleventh Amendment”). 

80. 427 U.S. 445 (1976). 

81. 78 Stat, 253 (codified as amended at 42 U.S.C. §§ 2000e to 20000e 17 (1982)). Title 
VII provides that employers are liable for damages to employees subjected to discriminatory 
hiring practices based on race, color, or national origin. 42 U.S.C. S 2000e 2(a) (1982) 

82. 42 U.S.C. 1 2000e-5(g), (k) (1982). 
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political subdivisions as possible defendants, 83 the Court found 
that Congress clearly intended to authorize federal courts to award 
damages in private suits against the states. 8 * Significantly, the 
Court did not examine whether the state had waived its eleventh 
amendment immunity. 88 Noting that Congress had passed Title 
VII under section 5 of the fourteenth amendment, the Court 
stated: 

When Congress acts pursuant to § 5 |of the Fourteenth Amendment] it is 
exercising that authority under one section of a constitutional Amendment 
whose other sections by their own terms embody limitations on state author- 
ity. We think that Congress may, in determining what is “appropriate legisla¬ 
tion for the purpose of enforcing the provisions of the Fourteenth Amend¬ 
ment, provide for private suits against States or State officials which are 
constitutionally impermissible in other contexts.®* 

\ hus, the Court effectively held that Congress could, if it clearly so 
intended, unilaterally nullify eleventh amendment immunity with¬ 
out a state s consent, express or implied, 87 While condoning the ef¬ 
fective nullification of a constitutional amendment’s protection by 
congressional compulsion, the Court restricted the application of 
its holding to legislation passed pursuant to the “limited author¬ 
ity” of the fourteenth amendment. 88 

In Hutto v. Finney** which concerned a different statute 
passed under Congress’ fourteenth amendment power, the Su¬ 
preme Court reaffirmed and expanded its Fitzpatrick holding. In 
Hutto Arkansas prison inmates brought an action against state of¬ 
ficials to correct unconstitutional conditions in the Arkansas prison 
system. A federal circuit court of appeals, in affirming the district 
court’s remedial orders, assessed attorney’s fees under the Civil 
Rights Attorney’s Fees Awards Act of 1976 (Attorney’s Fees Act) M 
to cover the cost of services on appeal. The Supreme Court held 
that a plaintiff could recover attorney’s fees in a civil rights case 
against the state even though the Attorney’s Fees Act did not ex- 


83. The Equal Employment Opportunity Act of 1972, 86 Slat. 103, amended Title VII 
to include states and their governmental subdivisions. See 42 U.S.C. § 2000e~2(a) (1982). 

84. Fitzpatrick, 427 U.S. at 448 49. 

85. Note, mpra note 10, at 524. 

86. Fitzpatrick , 427 U.S, at 456. 

87. See Atascadero State Hosp. v. Scanlon, 105 S. Ct 3142, 3145 (1985). 

88 Fitzpatrick, 427 U.S. at 455 (quoting Ex parte Virginia, 100 U S 339 346-48 
(1880)). 

89. 437 U.S. 678 (1978). 

90. Id at 685; see 42 U.S.C. § 1988 (1982). The Attorney’s Fees Act “declares that in 
suits under 42 U.S.C. § 1983 and certain other statutes, federal courts may award prevailing 
parties reasonable attorney’s fees ‘as part of the costs.’ “ Hutto, 437 IJ.S. at 693. 
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pressly include states in the defendant class. W1 The Court found 
that the legislative history of the statute clearly indicated Con 
gress' intention to subject the states to suit under the Attorney's 
Fees Act. 93 In addition, the Court noted that the Attorney's Fees 
Act allowed the award of attorney's fees as “costs,” which are not 
subject to eleventh amendment immunity, 93 The Hutto court, 
therefore, extended Fitzpatrick by finding clear evidence of con¬ 
gressional intent, not in the statute's language but in its legislative 
history, to nullify eleventh amendment immunity. 94 

Significantly, lower federal courts 95 have cited Fitzpatrick in 
various nonfourteenth amendment cases to find clear congressional 
intent to abrogate eleventh amendment immunity, 96 For example, 
in Peel Florida Department of Transportation 97 the United 
States Court of Appeals for the Fifth Circuit held that Congress, 
acting under its article I war power, 96 statutorily could nullify elev- 


91. Hutto, 437 U,S. at 696-97. 

92 Id at 700; see S Rep No 1011* 94th Cong.. 2d Seas. 5 (1976) (stating that “it is 
intended that attorney’s fees will he collected either . . . from funds of (the official s! 
agency ... or from the state or local government”), H R Rep No 1558, 94th Cong 2d Seas 
7 (1976). 

Citing Fitzpatrick, the Court reaffirmed that “Congress has plenary power to set aside 
the States’ immunity from retroactive relief in order to enforce the Fourteenth Amendment 
When it passed the (Attorney’s Fees) Act, Congress undoubtedly intended . to authorize 
fee awards payable by the States when their officials are sued in their official capacities “ 
Hutto, 437 US. at 693-94. 

93. Hutto , 437 US. at 695. 

94. However, the Court s willingness to find congressional intent to abrogate a state’s 
constitutional immunity in a statute’s legislative history may be limited to the facts of 
Hutto. In Atascadero the Court reiterated that the “statutory language” in question must 
express an unmistakable intent” to support a finding of abrogation of eleventh amendment 
immunity pursuant to Congress’ fourteenth amendment power. Atascadero , 105 S. Ct> at 
3142, 3148; see infra notes 110-21 and accompanying text. 

95. See supra note 18 and accompanying text. 

96. See, e g., Oneida Indian Nation v. New York, 520 F. Supp, 1278, 1308 (N.D.N.Y. 
1981) (holding that “consent of the State is not required when Congress acts pursuant to its 
Article I powers”). 

97. 600 F.2d 1070 (5th Or. 1979). 

98 US. Const art. I, § 8 provides, in part: 

3 he Congress shall have Power 3 o . . . provide for the common Defense and general 
Welfare of the United States; ... 

To declare War, . . . 

To raise and support Armies, . . , 

3’o provide and maintain a Navy; 

To make Rules for the Government and Regulation of the land and naval Forces; 


To provide for organizing, arming, and disciplining the Militia, and for governing 
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enth amendment protection without the state’s consent.** The 
court reasoned that, in theory, a state consents to private suit in 
federal court whenever Congress sufficiently shows an intent to 
nullify immunity. 1 '' 0 The court concluded that “(t]his rationale 
removes the eleventh amendment as a bar whenever Congress val¬ 
idly has exercised its powers.” 101 Thus, the court affirmed the dis¬ 
trict court order reinstating the employee and compensating him 
for lost wages and benefits. 101 

The dramatic expansion of the Supreme Court’s Fitzpatrick 
holding 101 has been characterized by the Peel court as the "sub 
silentio merging of the separate state consent requirement into the 
single inquiry of whether Congress has statutorily waived the 
state’s immunity.” 104 In County of Oneida v. Oneida Indian Na¬ 
tion'’"' the Supreme Court noted that the only argument offered to 
enforce the state’s amenability to federal suit was that “the States 
necessarily consented to suit in federal court with respect to enact¬ 
ments under [the Commerce) Clause.” 100 Thus, the counties argued 
that the state waived its immunity to suit in federal court merely 


such Part of them as may be employed in the Service of the United States, . . . 

To make all Laws which shall be necessary and proper for carrying into Execution 
the foregoing Powers . . . , 

US Const art, I, § 8. 

99 In Peel a Florida state employee, discharged because he was absent from work 
during National Guard training, sued the agency for which he had worked, seeking reem¬ 
ployment and lost wages and benefits. The plaintiff sued under the Veterans’ Reemploy¬ 
ment Rights Act, 38 U.S.C. §§ 2021-26 (1982), which was passed pursuant to the war powers 
of Congress and which authorized federal court suits to enforce reemployment rights. Peel 
600 F 2d at 1072-73. 

100. Peel , 600 F.2d at 1080. “(NJothing in the history of the eleventh amendment. . . 
indicates that Congress, when acting under an article I, section 8 delegated power, lacks the 
authority to provide for federal court enforcement of private damage actions against the 
states.” id 

101. id The court stated that under this rationale the eleventh amendment remains 
effective merely as a ’‘check on the judicial power to imply private damage remedies against 
the states” when congressional intent is not evidenced sufficiently, id at 1081 

102. Id at 1073. 

103. See, e g.. County of Oneida v. Oneida Indian Nation, 470 U S, 226 (1985) (citing 
County of Monroe v. Florida, 678 F.2d 1124 (2d Cir. 1982), cert denied, 459 U.S. 1104 
(1983) and Mills Music, Inc. v, Arizona, 591 F.2d 1278 (9th Cir. 1979)) 

104. Peel . 600 F.2d at 1080. 

105. County of Oneida , 470 U.S. 226 (1985). In County of Oneida Indian tribes sued 
New York counties under the Nonintercourse Act of 1793 (codified as amended at 25 U.S.C. 
I 177 (1982)), which provided that no person or entity could buy Indian land without ap¬ 
proval by the federal government. The counties, held liable for damages in connection with 
illegal land purchases, were granted indemnification from the State of New York by the 
federal district court. County of Oneida , 105 S. Ct. at 1249. 

106. County of Oneida, 105 S. Ct. at 252. 
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by violating a statute passed pursuant to the commerce power of 
Congress. 107 Although in Fitzpatrick the Court limited its holding 
to fourteenth amendment enactments,"’* in County of Oneida the 
Court chose not to decide whether the lower courts’ expanded 
readings had gone too far. 100 

The Supreme Court, however, recently clarified its position on 
eleventh amendment immunity in Atascadero State Hospital v. 
Scanlon.' 19 In Atascadero the disabled respondent,*" seeking dam¬ 
ages for alleged employment discrimination, sued a state hospital 
in federal court under the Rehabilitation Act of 1973."’ The Court 
held that the eleventh amendment barred recovery from the 
state"’ even though the statute, passed pursuant to section 5 of 
the fourteenth amendment, provided for remedies against “ any re¬ 
cipient of Federal assistance,”" 4 a class that arguably includes the 
state."’ The Court ruled that a “general authorization for suit in 
federal court is not the kind of unequivocal statutory language suf¬ 
ficient to abrogate the Eleventh Amendment.”"* The Court noted 
that Congress must specifically include the states within the de¬ 
fendant class when intending to subject the states to suit in federal 
court." 7 The Court also held that the state’s mere participation in 
a federally funded program under the statute did not demonstrate 
implicit consent to federal jurisdiction. Instead, the Court required 
“an unequivocal indication” that the state consented to federal 
jurisdiction."* 


107. Id 

108. See supra text accompanying note 86, 

109. “(The counties] contend {that] Congress can abrogate the States’ Eleventh 
Amendment immunity and hat done so by enacting the Nonintercourse Acta .... Assum 
ing without deciding that this reasoning is correct, it does not address the Eleventh Amend¬ 
ment problem here,” County of Oneida, 470 U.8. at 252. 

110. 105 S, Ct. 3142 (1985). 

111. Respondent also sought injunctive and declaratory relief. Atascadero, 105 S. Ct. 
at 3144. 

112. 87 Stat. 394 (codified as amended at 29 U.S.C. §§ 701 796i (1982)). The Rehabtli 
tation Act provides that "[n)o otherwise qualified handicapped individual . . shall, solely 
by reason of his handicap,... be subjected to discrimination under any program or activity 
receiving Federal financial assistance." 29 U.S.C. § 794 (1982). 

113. Atascadero , 105 S. Ct. at 3150, 

114. Id at 3149 (emphasis added by Court) (quoting 29 IJ.S.C. § 794a (1982)). 

115. Atascadero, 105 S. Ct at 3149. 

116. Id at 3149. In support of this ruling, the Court noted that ‘given their constitu 
tional role, the States are not like any other class of recipients of federal aid." Id 

117. Id The Court stated that congressional intent to abrogate eleventh amendment 
immunity pursuant to § 5 of the fourteenth amendment must be "unmistakably clear in the 
language of the statute." Id at 3147. 

118. Id. at 3145 n,l (emphasis added). "The court (of appeals] erred ... in concluding 
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In Atascadero the Supreme Court restricted its Fitzpatrick 
holding* 19 in two important ways. First, the Court reiterated that 
hitzpatrtck held that Congress’ augmented power to unilaterally 
abrogate eleventh amendment immunity without the states' con¬ 
sent was limited to statutes passed pursuant to section 5 of the 
fourteenth amendment. 1 * 0 Second, the Court held that a congres¬ 
sional intent to limit eleventh amendment protection was not evi¬ 
dent when Congress generally authorized federal suit against “any 
recipient of Federal assistance*’ 121 instead of specifically including 
states as potential defendants. Thus, absent clear congressional in¬ 
tent, a state’s constitutional immunity cannot be abrogated. These 
statements are the Supreme Court’s most current stance on the 
doctrine of implied waiver of eleventh amendment immunity, 

B. Copyright Protection and the Eleventh Amendment — 

The Circuit Court Split 

I he circuit court split over the proper relationship between 
copyright protection and the eleventh amendment developed be¬ 
cause of different interpretations of the 1909 Copyright Act (the 
1909 Act). 122 Pursuant to the copyright and patent clause, section 1 
of the 1909 Act grants copyright proprietors the “exclusive right,” 
among other things, to “print, reprint, publish, copy, and v&nd the 
copyrighted work and to “perform the copyrighted work publicly 
for profit if it be a musical composition.” 13 ® The 1909 Act further 
provides that “any person” who infringes the copyright in “any 
work” is subject to injunction and liable for damages, illegally 


that a State necessarily consents to suit in federal court by participating in programs 
funded under the {Rehabilitation Act].” Id at 3150, 

In his dissent, Justice Brennan stated that the purpose of the eleventh amendment is to 
preserve the states’ immunity from federal court jurisdiction only in diversity suits and not 
to bar suits based on a federal question. Atascadero, 105 S. Ct, at 3177 (Brennan, J., dis¬ 
senting). Justice Brennan’s dissent included an extensive historical review of eleventh 
amendment jurisprudence. See id. at 3150-78, This narrow reading of the eleventh amend¬ 
ment, which would allow copyright suits against states in federal court, has not been ac¬ 
cepted by a majority of the Supreme Court. 

119. See supra notes 80-88 and accompanying text. 

120. Atascadero , 105 S. Ct. at 3145. 

121 Id at 3149. Significantly, the Atascadero Court changed the focus of its inquiry 
from a determination of whether the statutory defendant claas was broad enough to include 
states, see, e g, Harden v. Terminal Ry„ 377 U S. 184, 187-90 (1964); see aim supra notes 
49 65 and accompanying test, to a determination of whether the state had been included 
specifically in the defendant class. 

122. 17 U.S.C. §§ 1-218 (1976); see supra note 6. 

123. 17 U.S.C. § 1 (1976). 
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earned profits, court costs, and attorney's fees.' 14 

1. Wihtol v. Crow 

In Wihtol v . Crow 118 the United States Court of Appeals for 
the Eighth Circuit became the first circuit court to consider 
whether a state instrumentality could be subjected to federal juris¬ 
diction for alleged copyright infringement The appellant, a com¬ 
poser who alleged that the choral director of an Iowa junior college 
and high school copied and rearranged his copyrighted song with¬ 
out permission, sued the director and his employer, the local school 
district. 1 ** On appeal from the district court’s dismissal of the com- 
plaint, 1 * 7 the school district argued that it could not be held liable 
for the actions of an agent acting in a governmental capacity, 11 * 

The Eighth Circuit held that the eleventh amendment’s bar to 
federal court suits against the states deprived the district court of 
jurisdiction to hear the case against the school district. 119 The 
court reasoned that the school district, as part of the state’s educa¬ 
tional system, was a state instrumentality engaged in performing a 
state governmental function under state law and at state ex¬ 
pense. 110 Because any potential damage judgment would be paya¬ 
ble out of state funds, the federal court could not exercise jurisdic¬ 
tion without the state’s consent. 111 Thus, while the court found 
that the choir director infringed the composer’s rights in the song, 
the court held that the school district was entitled to dismissal of 
the action for lack of jurisdiction. 181 


124. Id §§ 101, 116. 

125. 309 F.2d 111 (8th Cir. 1962). 

126. The unauthorized arrangement of the song was performed once by the school 
choir. Id at 778 79. 

127. See Wihtol v. Crow, 199 F. Supp. 682 (1961). The federal district court held that 
the choir director’s use of the song was a noninfringing “fair use.” Wihtol , 309 F.2d at 780. 
See generally supra note 23. The district court, however, further held that regardless of 
whether the use was “fair,” the school district could not be held liable for copyright in 
fringement. Wihtol , 309 F.2d at 780. 

128. Wihtol, 309 F.2d at 778-79. 

129. Id at 781-82. “Whether the School District can be subjected to liability for the 

copyright infringement is a debatable question. A suit against the State of Iowa, for the 
infringement of a copyright, clearly could not be maintained, because of the Eleventh 
Amendment. "Id at 781. 

130. Id at 782. But see infra note 207. 

131. See Wihtol, 309 F.2d at 781-82. 

132. In addition, a church at which the choir director also worked and whose choir 
performed the unauthorized song was found liable under the doctrine of respondeat supe 
rior. Id at 783. 

Because the Wihtol opinion was rendered prior to Parden v. Terminal Ry., 377 U.S. 184 
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2. Mills Music, Inc, v. Arizona 

Seventeen years after the Wihtol decision the United States 
Court of Appeals for the Ninth Circuit reconsidered the issue of 
eleventh amendment immunity in copyright suits. In Mills Music, 
Inc. v. Arizona'** a music publisher sued the State of Arizona in 
federal court for the willful infringement of a copyrighted musical 
composition, which the state allegedly used as the theme song for a 
state fair promotion." 4 Appealing from the district court’s judg¬ 
ment for the publisher, the state argued that the eleventh amend¬ 
ment did not allow the award of damages or attorney’s fees. 1 *' The 
publisher, however, claimed that the state waived its eleventh 
amendment immunity through its voluntary participation in a fed¬ 
erally regulated activity and through “constitutional subordination 
of sovereignty.” 1 *' 

The Ninth Circuit, citing Parden v. Terminal Railway,'* 1 Em¬ 
ployees v. Department of Public Health and Welfare,'** and 
Edelman v. Jordan,'** enunciated a test for determining whether a 
state had consented to suit. The court found that a state waives its 
eleventh amendment immunity “when Congress has authorized 
suit against a class of defendants that includes states, and the state 
enters into the activity regulated by federal law.” 14 " The court first 
determined that Congress had intended that the states be amena¬ 
ble to suit in the federal courts for copyright infringement. Noting 
that the 1909 Act defined the class of potential defendants as “any 
person” who infringes a copyright, the court reasoned that this 
broad language, "sweeping and without apparent limitation, sug¬ 
gest^] that Congress intended to include states.”' 41 Second, the 


(1964), the decision did not discuss the issue of the school district's possible implied consent 
and did not consider the availability of injunctive relief. 

133. 591 F.2d 1278 (9th Cir. 1979). 

134. The plaintiff, who sued the State of Arizona and the Arizona Coliseum and Expo¬ 
sition Center Board, a state agency, also alleged unfair competition. Id. at 1280-81. 

135. Id at 1280. The district court found that the defendanta made 64 tapes and 
broadcast 3,928 radio and television performances of an unauthorized arrangement of the 
composition. The district court rejected the defendants’ argument that, under § Me) of the 
1909 Act, their use was not for profit and, thus, did not constitute infringement. Id. at 1281. 

136 Id at 1283. The court initially determined that the defendants had not consented 
to federal court suit merely because they admitted the district court’s jurisdiction and failed 
to interpose their eleventh amendment defense until after trial. Id at 1282. 

137. 377 U.S. 184 (1964); see supra notes 49-65 and accompanying text. 

138. 411 U.S. 279 (1973); see supra notes 66-73 and accompanying text. 

139. 415 U.S. 661 (1974); see supra notes 74-79 and accompanying text, 

140. Mitts Music , 591 F 2d at 1283. 

141 Id at 1284 85 The court noted that “(ejven the United States is liable for the 
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court held that the state voluntarily engaged in the federally regu 
lated commercial activity of copyright use, 1,2 thus fulfilling the sec¬ 
ond requirement for waiver of eleventh amendment sovereign 
immunity. 

The court next explored the issue of whether the eleventh 
amendment was subordinate constitutionally to the copyright and 
patent clause. Citing Fitzpatrick v. Bitzer ,' 4S the court held that 
the copyright and patent clause empowered Congress to subject in¬ 
fringing states to suits in federal court despite the eleventh amend¬ 
ment. 144 The court decided that the abrogation of a state's elev¬ 
enth amendment immunity clearly is inherent in the copyright and 
patent clause and the 1909 Act. 14 * The court reasoned that when 
“Congress grants an exclusive right or monopoly, its effects are 
pervasive; no citizen or State may escape its reach.”'** Finding 
the state amenable to suit in federal court, the Mills Music court 
affirmed the district court’s award of damages and attorney’s fees. 
The court acknowledged that its decision was contrary to the 
Eighth Circuit’s holding in Wiktol,'* 1 but nevertheless concluded 
that a “state may not, consistent with the Constitution, infringe 
the federally protected rights of the copyright holder, and thereaf¬ 
ter avoid the federal system of statutory protections.”' 4 * 


infringement of a copyright . to hold that Congress did not intend to include states 
within the class of defendants would lead to an anomalous construction of the statute at 
best." The court reasoned further that “the Copyright and Patent Clause is a specific grant 
of constitutional power that contains inherent limitations on state sovereignty.” Id at 1285. 

142. Id at 1286. 

143. 42? U S. 445 0976); see supra notes 80-88 and accompanying text. 

144. Mills Music , 591 E.2d at 1283, 1285-86. 

145. Id at 1285. 

146. Id (quoting Goldstein v. California, 412 U.S. 546, 560 (1973) (emphasis added)). 
Significantly, Goldstein, on which the court’s subordination analysts relied heavily, did not 
concern copyright infringement but, instead, concerned federal preemption in the copyright 
field. In Goldstein the Supreme Court upheld a state criminal statute despite a preemption 
objection. 

147. Mills Music , 591 F.2d at 1286. 

148. Id 1 he court noted: “|T|he Eleventh Amendment’s sovereign immunity does not 
permit a state to nullify fcopyrighisj,” Id 

Additionally, the United States Court of Appeals for the Eleventh Circuit recently af 
firmed a federal district court’s finding of eleventh amendment immunity from a copyright 
infringement suit. See Cardinal Indus., Inc. v. Anderson Parrish Assocs., Inc,, No. 83-1038- 
Civ.-T-13, slip op. (Mi). Fla. Sept. 6, 1985), aff'd, No. 86 3354 (Itth Cir, Jan. 27, 1987) (per 
curiam); infra notes 196-205 and accompanying text. 
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III Recent Developments 

Following Mills Music the conflict in the federal courts be¬ 
tween the protection of copyright proprietors and the states’ con¬ 
stitutional immunity did not reemerge for five years. 14 ® Recently, 
however, a federal circuit court of appeals and five federal district 
courts have rekindled the controversy with decisions on both sides 
of the issue. 


A, Mihalek Corp. v. Michigan 

In Mihalek Corp . v . Michigan 180 the plaintiff sued the state 
for copyright infringement under the 1909 Act, seeking damages 
and injunctive relief. 1 ® 1 The plaintiff claimed that the state’s 
agents misappropriated his copyrighted materials and used them 
for a promotional campaign to encourage travel and investment in 
Michigan, 182 The state claimed immunity under the eleventh 


149. A similar split has developed between federal district courts concerning patent 
infringement by the states. Compare Lemelson v. Ampe* Corp., 372 F Supp, 70S (N IV III. 
1974) (holding that the eleventh amendment does not bar an award of money damages 
against a state agency in federal court for patent infringement) with Hercules, Inc. v. Min¬ 
nesota State Highway Dep’t, 337 F. Supp. 795 (D. Minn. 1972) (holding that a state agency, 
although subject to injunction, is immune, under the eleventh amendment, from federal 
court suit seeking money damages for patent infringement). 

In Association of Am. Medical Colleges v. Carey, 482 F. Supp. 1358 (N.D.N.Y. 1980), 
the court, citing Ex parte Young, 209 U.S. 123 (1908), held that the eleventh amendment 
did not bar a preliminary injunction against copyright infringement by state officials. See 
supra notes 45-46 and accompanying text. Following Milts Music at least three state attor¬ 
neys general opined that states can be held liable for copyright infringement See W Patry, 
supra note 14, at 272 n.70. 

150. 595 F. Supp. 903 (E D. Mich. 1984), appeal docketed , No. 85-1593 (6th Cir, July 
23, 1985). 

1 he United States Circuit Court of Appeals for the Sixth Circuit faced the issue of 
copyright infringement by state officials almost ninety years ago in Howell v. Miller, 91 F. 
129 (6th Cir. 1898). Although the court refused on other grounds to grant an injunction, it 
ruled that the eleventh amendment does not bar a federal court suit seeking injunctive relief 
to prevent infringement by officers and agents of a state. The Howell plaintiff did not seek 
money damages. 

151. The defendants were the State of Michigan, the Michigan Department of Com¬ 
merce and its director, and the governor. In addition to copyright infringement, the plaintiff 
also brought pendant state claims for unfair competition and misappropriation of work 
product, as well as claims for violation of trademark and 42 U.S.C. § 1983 (1982) (allowing 
private damages suit for civil rights deprivations “under color of law”). Mihalek, 595 F. 
Supp. at 904 In Quern v. Jordan, 440 U.S. 332, 342 (1979), the Supreme Court held that 42 
U.S.C. § 1983 does not abrogate eleventh amendment immunity. 

152. "Plaintiff alleges that he entered into agreements with agents of the state of 
Michigan for creation of [the promotional campaign]. He showed the materials to these peo 
pie while the work was in progress, and the agents allegedly appropriated the designs for 
their own use ...” Mihalek, 595 F. Supp. at 904. 
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amendment. ,l ' s 

Noting the earlier circuit court split, the United States Dis¬ 
trict Court for the Eastern District of Michigan rejected the Mills 
Music'* 4 rationale, which concluded that the 1909 Act had abro¬ 
gated the states’ eleventh amendment immunity, and held that the 
state was immune from suit in federal court. 185 Relying on 
Edelman v. Jordan™* the court first noted that although the copy¬ 
right and patent clause exhibits a clear federal interest in the area 
of copyright, the 1909 Act, not the Copyright and patent clause, 
afforded specific protection against infringement. 167 The court con¬ 
cluded that a right against infringement, although guaranteed by 
federal law, “is deserving of no more protection than is the right to 
benefits for the aged, blind, and disabled,” for which the Supreme 
Court denied “retroactive” monetary relief in Edelman ™* 

The Mihaleh court held that despite federal statutory copy¬ 
right protection, the eleventh amendment bars federal jurisdiction 
to award damages that would be paid out of state funds. 159 Thus, 
the defendants were immune from the plaintiff’s request for mone¬ 
tary damages. Although the state was totally immune from suit, 
the court acknowledged that under Ex parte Young 160 the plaintiff 
could seek an injunction against future infringement by state 
agents. 161 


B. Johnson v. University of Virginia 

Johnson v . University of Virginia™ 1 was the first eleventh 
amendment case decided under the revised Copyright Act of 1976 


153. The defendants moved to dismiss, arguing that although individual state officials 
were named in the suit, the action was against the state. Id. at 904 05. In addition, the 
defendants moved for a change of venue, which the court dented. Id at 906 07. 

154 See supra notes 133-48 and accompanying text The plaintiffs responded to the 
defendants* motion to dismiss by arguing that, under Mills Music , the eleventh amendment 
did not bar federal copyright suits against states or state officials. Mihaleh , 595 F Sunp at 
905 

155. Mihalek, 595 F. Supp. at 905 06. 

156 415 U.S. 651 (1974); see supra notes 74-79 and accompanying text. 

157 Mihaleh , 595 F. Supp. at 906. 

158. Id.; see Edelman, 418 U.S. at 669. 

159 Mihalek, 595 F. Supp. at 906. Citing Pennhurat State School & Hosp. v. Haider 
man, 465 U.S. 89 (1984), the court ruled that the eleventh amendment also bars injunctive 
relief against state officials in federal court for claims based on state law Mihalek , 595 F 
Supp at 906. 

160. 209 U.S. 123 (1908); see supra notes 48 46 and accompanying text. 

161. Mihalek, 595 F. Supp. at 906. 

162. 606 F. Supp. 321 (W.D. Va. 1985). 
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(the 1976 Act). 163 The 1976 Act provides that “anyone who violates 
any of the exclusive rights of the copyright owner ... is an in¬ 
fringer of the copyright;” 1 * 4 liable for damages, profits, costs, and 
attorney's fees; and subject to injunction. 166 Under the 1976 Act, 
the copyright proprietor has the exclusive right to reproduce, dis¬ 
tribute, perform, display publicly, and prepare derivations of the 
protected work. 166 One important purpose for this revision of the 
1909 Act was to allow Congress to exercise more fully its powers 
under the copyright and patent clause. 167 Thus, for example, the 
1976 Act expressly preempts state law copyright protection for fed¬ 
erally protected subject matter 166 and extends protection to all 
“original works of authorship fixed in any tangible medium of 
expression.” 166 

In Johnson the plaintiff alleged that the state university and 
two employees infringed his copyright in photographs taken at the 
school’s sporting events. The plaintiff sought statutory damages 
and attorney’s fees. The defendants, however, argued that the elev¬ 
enth amendment barred any claim payable out of the state’s trea¬ 
sury. 170 Citing Mills Music , 171 the United States District for the 
Western District of Virginia held that the 1909 and 1976 Acts ab¬ 
rogated the state’s constitutional immunity under the eleventh 
amendment. 17 * 

The court reasoned that under the Mills Music court’s reading 
of Edelman 178 a federal statute effectively could nullify a state’s 
eleventh amendment protection if Congress’ intent was explicit or 


163. 17 U.S.C. §§ 101*914 (1982 & Supp. Ill 1985); see supra notes 5-6 and accompa¬ 
nying text. 

164. 17 U.S.C. § 501 (1982 & Supp. II 1984). 

165. Id §§ 502. 504, 505. 

166. Id | 106. 

167. See id. § 301 (1982). 

168 Id § 301 (a), 

169. Id § 102(a); see 17 U.S.C. § 4 (1976) (stating that “ftjhe works for which copy¬ 
right may be secured under this title shall include all the writings of an author M ) (emphasis 
added). 

170. Johnson, 606 F. Supp, at 322. The plaintiff also brought a pendant state claim for 
the alleged loss of photographic slides. The defendants moved for dismissal or summary 
judgment, arguing that the infringement claim against the university, and ita employees 
derivatively, actually was against the Commonwealth of Virginia. In addition to this elev¬ 
enth amendment argument, the defendants also alleged that the plaintiff had "not made the 
requisite showing for . . . damages and fees.’* Id. at 322. 

171. 591 F.2d 1278 (9th Cir. 1979); see supra notes 133-48 and accompanying text. 

172. Johnson , 606 F. Supp. at 324. 

173. 415 U.S. 651 (1974); see supra notes 74 79 and accompanying text. 
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overwhelmingly apparent.'” The court first noted Mills Music's 
holding that the class of potential defendants, defined in the 1909 
Act as “any person [who infringes],” was broad enough to evidence 
an intent to include the states. 17 " Turning next to the language of 
the 1976 Act, the court found that the defendant class, defined as 
“anyone [who infringes],” 17 * was “at least as sweeping, and proba¬ 
bly more sweeping” than that of the 1909 Act. 177 Based on the 
Mills Music rationale and the revised statutory text, the court con¬ 
cluded that the 1976 Act nullified the state’s eleventh amendment 
protection against money damages and injunctive relief. 17 * Accord¬ 
ingly, the Johnson court denied the defendants’ motion for dismis¬ 
sal or summary judgment. Having found sufficient congressional 
intent in the 1976 Act to abrogate the state’s eleventh amendment 
immunity, the court did not consider whether the state had con¬ 
sented to suit in federal court. 

C. Woelffer v. Happy States of America, Inc. 

In Woelffer v. Happy States of America, Inc."• an Illinois 
state agency 1 * 0 sought a judicial declaration that the eleventh 
amendment barred the defendant’s potential copyright claim con¬ 
cerning the state’s use of a slogan in a tourism campaign. 1 ’ 1 The 
defendant counterclaimed, alleging copyright infringement and 


174. Johnson, 606 F. Supp. at 323-24. “Wihtol provides little more than a conclusory 
statement that the Eleventh Amendment bars suits against the states, their instrumental! 
ties, and their agents .... By contrast, Milts Music includes a thoughtful examination of 
the 1909 Act and the recent Supreme Court opinions concerning the Eleventh Amendment 

. . . " Id at 323. 

175. Id at 323 (citing Mills Music, 59! F,2d at 1285 ); see 17 U.S.C. § 1 (1976). 

176. 17 U.S.C. | 501(a) (1962 & Supp. U 1984). 

177. Johnson , 606 F, Supp. at 324. 

178. Id The court, however, granted the defendants’ motion requesting dismissal of 
the pendant state law claim for the lost photographic slides, reasoning that an insufficient 
nexus existed between that claim and the plaintiffs federal claim Id See generally UMW 
v, Gibbs, 383 U S. 715 (1966). 

Additionally, the court granted the defendants’ request for denial of the plaintiffs stat 
utory damages and attorney’s fees claims under the 1976 Act See 17 U.S.C. § 504(c) (1982) 
(statutory damages); 17 U.S.C, | 505 (1982) (costa and attorney’s fees). The court reasoned 
that the works were not registered in a timely manner, a prerequisite for such awards under 
17 U.S.C. § 412 (1982) (requiring registration as “prerequisite to certain remedies for in¬ 
fringement”). Johnson, 606 F. Supp. at 324 25. 

179. 626 F. Supp. 499 (N.D. III. 1985). 

180. The plaintiffs included the Illinois Department of Commerce and Community Af 
fairs, its director, and a private advertising agency whose work product was subject to re 
view by the agency. Id at 501 & n.l. 

181. Additionally, the plaintiffs sought a declaration that the state’s use of the slogan 
in question was not a violation of the defendant’s federal and state law rights. Id at 501 
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seeking declaratory and injunctive relief, costs, and attorney’s 
fees. 182 The United States District Court for the Northern District 
of Illinois held that the eleventh amendment bars suit against the 
state agency. 18 * 

Citing Mills Music , 184 the defendant first argued that Congress 
intended the 1976 Act to abrogate the states’ constitutional immu¬ 
nity. The court, however, determined that the Supreme Court’s re¬ 
cent decision in Atascadero State Hospital v. Scanlon 188 raised 
questions about Mills Music's continued validity. 186 While the 
Mills Music court found that the language “any person [who in¬ 
fringes]’’ showed statutory intent to include the states among pos¬ 
sible defendants, 187 the Woelffer court noted that Atascadero re¬ 
quired the states’ specific inclusion in the defendant class. 188 The 
court concluded that the general designation of the 1976 Act, 
“(a)nyone” who infringes a copyright, 188 is not sufficient to show 
congressional intent to abrogate eleventh amendment immunity. 180 

Again citing Mills Music , the defendant argued that regardless 


182. Under the Lanham Act, 15 U.S.C. §§ 1051 1127 <1982 & Supp. II 1984), the de¬ 
fendant also alleged false designation of origin or false description, see id § 1125<a), and 
presented various pendant state law claims. The plaintiff's counterclaim did not seek money 
damages. Woelffer , 626 F. Supp. at 501 n.l. 

183. Woelffer , 626 F. Supp. at 505. 

Before discussing the issue of abrogation of eleventh amendment immunity, the court 
first addressed the question of whether the state had voluntarily consented to a countersuit 
against it by seeking declaratory relief in federal court Citing Pennhurst State School & 
Hosp. v. Halderman, 465 U.S. 89, 102 <1984), the court concluded that the eleventh amend¬ 
ment barred suit against the agency director because the state was the real, substantial 
party in interest. Woelffer, 626 F. Supp. at 501. The court ruled that while the state’s re¬ 
quest for declaratory relief constituted consent to federal suit for similar relief, the state’s 
suit did not mean that it waived it* immunity regarding the injunction or the attorney’s fees 
and costs sought by the plaintiff. Id. at 503. 

184. 591 F.2d 1278 <9th Cir. 1979); see supra notes 133-48 and accompanying text. 
The defendant also maintained that Congress intended to nullify the states’ immunity 
under the Lanham Act, 15 U.S.C. § 1051-1127 <1982 & Supp. II 1984). 

185. 105 S. Ct. 3142 <1985); see supra notes 110-21 and accompanying text. 

186. The court noted that Mihalek rejected the Mills Music court’s analysis. Woelffer, 
626 F. Supp. at 503 n.6. 

187. .See Mills Music, 591 F.2d at 1284-85; supra notes 140 41. 

188. “The watershed principle ... in Atascadero governs .... The sweeping lan¬ 
guage employed by Congress arguably includes states within the class of . . . infringers 

The general authorization for suit in federal court against ‘anyone’ who infringes a 
copyright ... is not the kind of unequivocal statutory language sufficient to abrogate the 
Eleventh Amendment.” Woelffer, 626 F. Supp. at 504; see Atascadero, 105 S. Ct. at 3149 

189. 17 U.S.C. | 501<a) <1982 & Supp. II 1984). 

190. For the same reason, the court held that the cause of action under the Unham 
Act against “(ajny person” who falsely represents or falsely designates the origin of goods or 
services in interstate commerce, 15 U.S.C. § 1125<a) (1982), does not abrogate the states’ 
immunity. Woelffer, 626 F. Supp. at 504. 
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of statutory intent, the eleventh amendment is subordinate to the 
copyright and patent clause. 1 * 1 Thus, the defendant contended, 
any copyright statute passed pursuant to this constitutional clause 
inherently would nullify a state’s constitutional immunity. ,M Un¬ 
like the Mills Music court, however, the Woelffer court refused to 
extend the Fitzpatrick v. Bitzer ,M holding beyond the context of a 
statute passed pursuant to section 5 of the fourteenth amendment. 
Absent the state s consent to suit or implied waiver of immunity, 
the court would not find abrogation of eleventh amendment immu¬ 
nity merely because Congress enacted a copyright statute. 1 * 4 
Therefore, the court concluded that the eleventh amendment 
barred the defendant’s counterclaims for an injunction and attor¬ 
ney’s fees. The court, however, did permit injunctive relief against 
future infringement by state officials. 1 ** 

D • Cardinal Industries, Inc. v. Anderson Parrish Associates, Inc. 

In Cardinal Industries, Inc. v. Anderson Parrish Associates , 
Me. 1 ** the plaintiff claimed that officials of a Florida state univer¬ 
sity infringed its copyrighted architectural plans for a student 
housing project. 1 * 7 The university’s officials, who sought summary 


191. See Mills Music, 591 F.2d at 1278; supra notes 143 46 and accompanying text. 

192. Woelffer, 626 F. Supp. at 504. 

193. 427 U.S, 445 (1976); see supra notes 80 88 and accompanying text. 

194. “Congress did not enact the (1976| Act pursuant to its flexible Fourteenth 
Amendment powers. This fact obviously cut* against defendant’s argument of Congressional 
abrogation of the Eleventh Amendment.” Woelffer , 626 F. Supp. at 505 n 9. 

The court noted that the Supreme Court recently had assumed, only for purposes of 
argument, that the reasoning of the Mills Music court had been correct. See County of 
One.da v Oneida Indian Nation, 470 U.S. 226, 252 (1986); supra notes 105 09 and accompa¬ 
nying text. The Woelffer court, however, characterized the Court’s discussion of Mills Music 
as inconsequential dictum . , . completely superceded by the subsequent comprehensive 
analysis is (sic) Atascadero .“ Woelffer, 626 F. Supp. at 504 n.8; see Atascadero , 105 S. Ct. at 
3150; supra notes 110-21 and accompanying text But see Goldstein v. California, 412 U.S. 
546. 560 (1973) (holding that “fwjhen Congress grants an exclusive right or monopoly, its 
effects are pervasive; no citizen or State may escape its reach”). 

Similarly, the Woelffer court held that “(b]ecause the Unham Act was enacted under 
the Commerce Clause, (the subordination) argument is inapposite to defendant’s false 
description claim.” Woelffer, 626 F. Supp. at 504 n.7. 

195. Woelffer, 626 F. Supp. at 505 (citing, inter alia, Edeiman v. Jordan, 415 U.S. 661 
(1974)); see supra note 79 and accompanying text The court ruled, however, that an attor¬ 
ney’s fees award would be a state treasury expense barred by the eleventh amendment In 
addition, the court ruled that the plaintiff advertising agency did not derivatively enjoy 
immunity as an agent of the state. Woelffer , 626 F. Supp. at 506. 

196. No. 83- 1038-Civ-T-13, slip op. (M.D. Fla. Sept 6, 1985), aff'd, No. 86-3354 (Uth 
Cir. Jan. 27, 1987) (per curiam). 

197. A Florida architectural firm and certain of its employees and officers also were 
named as defendants. See Brief on Appeal of Aopellant, at 2, Cardinal Indus., No. 86-3354. 
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judgment denying the plaintiffs request for monetary and injunc¬ 
tive relief, claimed eleventh amendment immunity, 1 * 8 

Reasoning that the state university was the real and substan¬ 
tial party in interest, 1 ** the court stated that the eleventh amend¬ 
ment would protect the nominal officials unless the university had 
waived this protection or Congress had abrogated the state’s elev¬ 
enth amendment immunity.* 00 The panel concluded that “[a] re¬ 
view of the statutes and claims involved in this suit convinces this 
Court that the Eleventh Amendment protection has neither been 
waived nor abrogated.”* 01 Thus, the court granted the officials’ mo¬ 
tion for summary judgment as a matter of law.* 0 * Significantly, the 
Cardinal Industries court neither cited nor discussed the split of 
authority in the federal courts,* 03 Furthermore, the court discussed 
neither the Supreme Court’s recent Atascadero opinion nor the 
“statutes” that the court claimed it had reviewed.* 04 The United 
States Court of Appeals for the Eleventh Circuit affirmed the dis¬ 
trict court’s decision without discussion.* 03 


The court denied the motion of these defendants for summary judgment. Cardinal Indus., 
No. 83-1038-Civ-T-13, slip op. at 2. The plaintiff, who also claimed unfair competition, was 
an Ohio real estate firm whose business included the manufacture and construction of mod* 
ular housing units. Id. at 4. 

198. Cardinal Indus., No. 83-1038-Civ-T-l3, slip op. at 2-3. "Although named in their 
individual capacities, the defendants contend that they were working within the scope of 
their official capacities as the Director of Housing and as a member of the Office of the 
Facility Planning . . . at the University of South Florida ..." Id. at 2. 

In addition to money damages and injunctive relief, the plaintiff also sought destruction 
of the university's materials that infringed the plaintiffs architectural plans. Id. at 4; see 1? 
U.S.C. | 503 (1982) ("Remedies for infringement: Impounding and disposition of infringing 
articles”). 

199. Cardinal Indus., No. 83-1038 Civ-T-13, slip op. at 4 (citing Pennhurst State 
School & Hosp. v. Scanlon, 465 U.S. 89, 101 (1984)). 

200. Cardinal Indus., No. 83-1038-Civ-T~13, slip op. at 5 (citing Clark v. Barnard, 108 
U.S. 436 (1883) (waiver of immunity) and Fitzpatrick v. Bitzer, 427 U.S. 445 (1976) (abroga¬ 
tion of immunity)). 

201. Cardinal Indus., No. 83-I038-Ctv~T-l3, slip op. at 5. "Before a court will subject 
a state or its instrumentalities to suit in a federal court, state consent or congressional abro¬ 
gation must be unequivocally expressed*.’’ Id (quoting Pennhurst, 465 U.S. at 99). 

202. Cardinal Indus., No. 83-l038-Civ-T-I3, slip op. at 5. The court stated that a rul¬ 
ing on the defendants’ additional claim of protection under common law sovereign immu¬ 
nity was unnecessary. Id. 

203. See supra notes 122 95 and accompanying text. 

204. Cardinal Indus., Inc. v. Anderson Parrish Assocs., Inc., No. 83 1038-Civ-T-13, slip 
op. (M.D, Fla. Sept. 6, 1985), ajj’d, No. 86 3354 (11th Cir. Jan. 27, 1987) (per curiam). 

205. Cardinal Indus., Inc. v. Anderson Parrish Assocs., Inc., No. 86-3354 (11th Cir. 
Jan. 27, 1987) (per curiam). 
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E. Richard Anderson Photography v. Radford University 

In the most recent federal district court case addressing the 
issue, the United States District Court for the Western District of 
Virginia, only one year after deciding Johnson, reached a different 
result. In Richard Anderson Photography v. Radford University I0 * 
the plaintiff sued a state university under the 1976 Act, claiming 
copyright infringement of photographs made for the institution’s 
student prospectus. 1 '” The plaintiff sought money damages, claim¬ 
ing that the university subsequently used the photographs in other 
publications without authority.’ 0 * The defendants claimed eleventh 
amendment immunity. 

The Anderson court first considered the issue of unilateral 
congressional abrogation of eleventh amendment immunity. The 
court held that Congress, acting pursuant to the copyright and pat¬ 
ent clause, did not have the power to abrogate the states’ constitu¬ 
tional immunity without the states’ consent.’ 0 * Citing Atas- 


206. 633 F. Supp. 1154 (W.D. Va. 19R6). 

207. The univeraity contracted with a design organisation, which in turn retainer) the 
plaintiff to make the photographs. Although the plaintiff did not register his copyrights 
until after the alleged infringements occurred, see 17 U.8.C. $ 412 11982) (“Registration as 
prerequisite to certain remedies for infringement”), the court noted that § 412(2) provides a 
three month grace period in which to register. Anderson , 633 F. Supp. at 1166 & n.2. 

In addition to the university, the defendants included the institution's Director of Pub 
lie Relations and Information and the institution's governing body, id at 1155, 1160. The 
court held that the univeraity was an “arm of the state” for purposes of the eleventh amend 
ment and, thus, enjoyed whatever immunity the state enjoyed, id. at 1158 & n.10. 

In a footnote the court stated that “(i)nsofar as Wihtoi (v. Crow, 309 F.2d 777 (8th Cir. 
1962)) held that local school districts are ‘arms of the state’ for the purposes of the Eleventh 
Amendment ... it may have been incorrectly decided.” Anderson, 633 F. Supp. at 1160 
n.14 (citing Mt. Healthy City School Dist. Bd. of Educ. v. Doyle, 429 U S. 274, 280 81 (1977) 
(holding that unless state law so provides, school district* are not "arms of the state”)); see 
supra notes 129-32 and accompanying text. The court noted that “ftjhe Eleventh Amend 
ment applies only to States and agencies and instrumentalities of the States, not to subdivi¬ 
sions such as municipalities and counties.” Anderson , 633 F. Supp. at 1160 n.14 (citing, 
inter aim, Monel! v. Department of Social Serve., 436 U S. 658, 690 n.54 (1978)); see Lincoln 
County v. Luning, 133 U.S. 529 (1890) (holding that eleventh amendment does not bar suit 
for money damages against school district); Atascadero, 105 S. Ct, at 3155 n.8 (stating that 
“the Eleventh Amendment is not a bar to suits against local governmental units”) (citing 
Lincoln County , 133 U.S. at 530); Marcus v. Rowley, 695 F 2d 1171 (9th Cir. 1983) (holding 
school district liable for copyright infringement). 

208. Initially, the plaintiff also sought injunctive reJief. However, because the univer¬ 
sity returned his photographs after he filed the complaint, the plaintiff dropped that re 
quest. Anderson , 633 F. Supp. at 1156. 

209. id at 1158. The court rejected the plaintiffs argument, supported hv Mills Mu¬ 
sic, 591 F.2d at 1285, and Goldstein v. California, 412 U.S. 546, 560 (1973), that “the States 
have no sovereignty, and thus no immunity, when Congress acts pursuant to one of Article 
Vn enumerated powers, such as the Copyright and Patent Clause.” Anderson, 633 F. Supp. 
at 1158 n.9. The court found Goldstein “inapposite because it deals not with the issue of 
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cadero 2 ' 0 and Fitzpatrick ,* n the court reasoned that the Supreme 
Court recognized this power only when Congress acts pursuant to 
section 5 of the fourteenth amendment, 2 * 2 Thus, the court focused 
not on whether Congress had abrogated the states’ immunity, but 
on whether the state had waived its immunity.* 1 * 

Finding no evidence of express waiver,* 14 the Anderson court 
examined whether the State of Virginia, by operating the univer¬ 
sity, impliedly consented to suit in federal court The court used a 
two-part test, first determining whether the 1976 Act authorized 
suits against “a class of defendants which literally includes 
states.”* 15 Citing the interpretation of statutory language in Mills 
Music 2,5 and Johnson 211 the court held that the general authoriza¬ 
tion in the 1976 Act for suit against “anyone” who infringes is 
broad enough to include states.*** 

In the second part of its waiver analysis, the court examined 
whether the state had given an “unequivocal indication” of consent 
to federal court suit* 1 * Holding that the state had not impliedly 
waived its eleventh amendment immunity, the court decided that 
the circumstances did not indicate clearly the state’s intent** 0 The 
court determined that in cases finding implied waiver of eleventh 
amendment immunity, states generally were faced with the choice 
of whether to act, usually in the context of accepting or rejecting a 
benefit provided by a federal statute or program. The court stated 
that “when it appears from the context of the federal statute 
granting the benefit that receipt of the benefit by the State is con¬ 
ditioned upon its surrender of its Eleventh Amendment immunity, 
the courts find that the State’s actions constituted a waiver of its 


Eleventh Amendment immunity, but with the issue of federal preemption of the copyright 
field.” id 

210. 105 S. Ct. 3142 (1985); see supra note* 110-21 and accompanying text. 

211. 427 U S. 445 (1976); see supra notes 80-88 and accompanying text. 

212. Anderson, 633 F. Supp. at 1158. 

213. Id 

214. Id. “A State may, for example, expressly waive its constitutional immunity by a 
state statute or constitutional provision.” Id. at 1157 (citing Atascadero, 105 S. Ct. at 3145 
n. I, 3147); see supra notes 47-48 and accompanying text. See generally Note, supra note 10. 

215. Anderson, 633 F. Supp. at 1157 (quoting Edetman , 415 U.S. at 672). 

216. 591 F,2d 1278 (9th Cir. 1979); see supra notes 140-41 and accompanying text. 

217. 606 F. Supp. 321 (W.D. Va. 1985); see supra notes 162-78 and accompanying text. 

218. Anderson, 633 F. Supp. at 1159. 

219. Id at 1157 (quoting Atascadero, 105 S. Ct. at 3145 n.I). “Before a State can be 
found to have impliedly waived its immunity, its intent to do so must clearly appear from 
the circumstances.” Anderson, 633 F. Supp. at 1159. 

220. Anderson, 633 F. Supp. at 1159. 
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immunity.” 821 

I he Anderson court noted that the first implied waiver case, 
Parden v. Terminal Railway is difficult to reconcile with later 
Supreme Court cases that seemingly demonstrate a “greater reluc¬ 
tance to find implied waiver.” 5 Distinguishing the cases, however, 
the court noted that the operation of the railroad in Parden was 
less of a traditional state function than the administration of So¬ 
cial Security funds in Edelman v. Jordan 1,4 and the participation 
in a program for the handicapped in Atascadero. m The court sug¬ 
gested that in Parden the Supreme Court was more willing to im¬ 
ply waiver because “there was less compulsion for [the state] to 
choose to operate a railroad that [sic] there would have been had it 
been dealing with a more basic and fundamental function of the 
State.””* 

Examining the instant facts, the court noted that the state 
function of operating a university necessarily requires the daily use 
of federally protected copyrights. Because the state, in carrying out 
this traditional governmental function, effectively was compelled 
to use copyrighted works, the court reasoned that the state’s activi¬ 
ties were analogous to the activities in Edelman and Atascadero, 
cases in which waiver was not implied." 7 Therefore, finding no im- 

221. Id. “Such was the situation in Parden and the Supreme Court held that by 
choosing to operate a railroad in interstate commerce the state of Alabama had ... im¬ 
pliedly waived ita Eleventh Amendment immunity.” Id 

222. 377 US. 184 (1964); see supra notes 49 65 and accompanying teit, 

223. Anderson, 633 F. Supp. at 1159 & n,12 (citing Welch v. State Dep’t of Highways 
and Pub Transp., 780 F.2d 1268 (5th Cir.) (en banc) (noting that later cases, including 
Atascadero, have limited the broad sweep of Parden ), cert granted , 107 S. Ct. 58 (1986)), 

224. 415 US. 651 (1974); see supra notes 74-79 and accompanying text. 

225. Anderson, 633 F. Supp. at 1160. The court noted that the distinction between 
‘‘governmental” and “proprietary” state functions had been rejected in the context of the 
tenth amendment. Id at 1160 n.I3 (citing Garcia v. San Antonio Metropolitan Transit 
Auth., 469 US. 528 (1985)). Assuming that the distinction also was no longer valid in the 
eleventh amendment context, the court nonetheless believed that an examination of the 
state function in Anderson was helpful in determining “the degree of compulsion that a 
State was under to furnish a particular service or to accept a given benefit.” Anderson, 633 
F. Supp. at 1160 n.13, 

226 Id at 1160. 

227. Id The court declared that the state function of operating a university “per force 
requires almost daily decision-making with regard to matters governed by Acts of Congress, 
including the use of property rights created by the copyright law.” Id 

While the plaintiff argued that Johnson, decided by the same court the preceding year, 
was dispositive of the issue, the court stated that Johnson, in which waiver was implied, 
would have been decided differently in light of the subsequent Atascadero holding “Atas¬ 
cadero imposes a more stringent standard than had been used in the past by requiring 
courts to find an ‘unequivocal indication’ of a State’s consent to be sued in federal court.” 
Idr, see supra text accompanying note 118. 
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plied waiver of eleventh amendment immunity, the court granted 
the university’s motion to dismiss.** 8 

IV Analysis 

In a copyright infringement suit against a state, the issue to be 
resolved is whether the state has waived or Congress has abrogated 
the state’s eleventh amendment immunity. In Parden v. Terminal 
Railway* 29 the Supreme Court suggested, although somewhat am¬ 
biguously, an appropriate three step analysis* 310 for determining 
implied waiver First, does Congress have the power to abrogate 
the state’s common law sovereign immunity? 481 Second, does the 
relevant statute indicate congressional intent to condition the 
state’s right to enter a federally regulated activity upon the state’s 
consent to suit in federal court? 484 Last, in light of this congres¬ 
sional power and intent, does the state’s subsequent or continued 
activity in the federally regulated area imply waiver of its eleventh 
amendment immunity? 488 Fitzpatrick v . Bitzer 484 and Atascadero 
State Hospital v. Scanlon 488 call for an additional inquiry: Does 
Congress have the constitutional power and statutory intent to 
unilaterally abrogate constitutional immunity and, thus, remove 
the requirement of state consent? Federal courts have answered 
these questions inconsistently in copyright infringement cases. 486 


228. The court held that the university’s governing body enjoyed the same immunity 
as the university. Anderson, 633 F. Supp. at 1160. To the extent that the suit was directed 
against the public relations director in her official capacity, the court ruled that she also 
enjoyed constitutional immunity, reasoning that the state was the real party in interest, Id. 
(citing Pennhurst State School & Hosp, v. Halderman, 466 U,S. 89, 101 & n.U (1984) (hold¬ 
ing that the state is a real party in interest when “the judgment sought would expend itself 
on the public treasury or domain, or interfere with the public administration, or if the effect 
of the judgment would be to restrain the Government from acting, or compel it to act”)). 
The court, however, left open the possibility that the director might be personally lia¬ 
ble. Anderson , 633 F. Supp. at 1161. 

Finally, the court granted the plaintiff’s motion to amend his complaint to allege the 
state’s unlawful taking of property in violation of the fourteenth amendment. The court 
invited counsel to submit briefs “on the applicability of Eleventh Amendment immunity to 
this constitutional claim,” Id. 

229. 377 U.S. 184, 187, 192 (1964); see supra notes 49 65 and accompanying text. 

230. See Note, supra note 10, at 520 n. 44; ef. Comment, supra note 10, at 958 59 
(suggesting a similar two step analysis). 

231. See supra note 42 for a discussion of the distinction between common law sover¬ 
eign immunity and eleventh amendment immunity. 

232. See Parden , 377 U.S. at 187, 192. 

233. See id at 192. 

234. 427 U.S. 445 (1976); see supra notes 80 88 and accompanying text 

236. 105 S. Ct. 3142 (1985); see supra notes 110-21 and accompanying text 

236. Compare Mills Music, Inc. v. Arizona, 591 F.2d 1278 (9th Cir. 1979) with Woelf- 
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A. Congressional Power to Abrogate Common Law Sovereign 

Immunity 

When considered without reference to the eleventh amend¬ 
ment, the copyright and patent clause gives Congress sufficiently 
broad power to abrogate the states’ common law sovereign immu¬ 
nity.” 7 In granting Congress the constitutional power to regulate 
copyright protection, the states surrendered any part of their sov¬ 
ereignty that would interfere with that regulation.”* As the 
Parden Court noted, “The sovereign power of the states is necessa¬ 
rily diminished to the extent of the grants of power to the federal 
government.””* In Goldstein u. California,*** which concerned fed¬ 
eral preemption of state copyright protection, the Supreme Court 
declared that “the States cannot exercise a sovereign power which, 
under the Constitution, they have relinquished to the Federal Gov¬ 
ernment for its exclusive exercise .... When Congress grants an 
exclusive right or monopoly, its effects are pervasive; no citizen or 
State may escape its reach.””' 

Thus, because the cause of action created in the 1909 and 1976 
Acts is within the congressional copyright power, common law sov¬ 
ereign immunity does not bar application of the Acts against in¬ 
fringing states.* 4 * The Constitution, however, may prescribe limita¬ 
tions on Congress’ copyright power to nullify the state’s immunity 
from suit.’ 4 ’ The eleventh amendment’s prohibition of infringe¬ 
ment suits in federal court against nonconsenting states acts as 
such a limitation.’ 44 Absent express waiver of this immunity, a 


fer v. Happy States of America, Inc., 626 F. Supp. 499 (N.D III 1985). 

237. See Comment, tupra note 10, at 947 n.121 (statin* that “|t|he power of Congress 
to lift the common law immunity of the states is not questioned") (citing Parden, 377 U.S. 
at 198 (White, J., dissenting)). 

238. Cf. Parden , 377 U.S. at 191 92 (holding that “fhjy empowering Congress to regu¬ 
late commerce ... the States necessarily surrendered any portion of their sovereignty that 
would stand in the way of such regulation”). 

239. Id. (quoting United States v. California, 297 U.S. 175, 184 (1936)) 

240. 412 U.S. 546 (1973). 

241. Id at 552, 560, quoted in Milk Music, 591 F.2d at 1285; see supra note 146 and 
accompanying tent. 

242. Cf Parden, 377 U.S. at 192 (holding that “(slince imposition of the FELA right 
of action upon interstate railroads is within the congressional regulatory power, it, must fol¬ 
low that application of the Act to [the state run| railroad cannot be precluded by sovereign 
immunity”). 

243. Cf. Gibbons v. Ogden, 22 U.S. (9 Wheat.) 1, 196 97 (1824) (declaring that “(the 
commerce] power, like all others vested in congress, is complete in itself, may be exercised 
to its utmost extent, and acknowledges no limitations other than are prescribed in the 
constitution”). 

244. See US Const amend. XI; see also Mills Music, 591 F 2d at 1283, 1286. 
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state still might impliedly consent to a federal court infringement 
suit. 


B. Congressional Intent 

The next question under the Parden analysis is whether the 
1909 and 1976 Acts show congressional intent to abrogate eleventh 
amendment immunity by conditioning a state’s participation in 
the copyright field upon amenability to federal court suit.* 45 Tradi¬ 
tionally, analysis of congressional intent required an examination 
of the statutory language and legislative history to determine 
whether Congress meant to include states within the class of po¬ 
tential defendants when it created a cause of action.* 45 The Su¬ 
preme Court’s pronouncements on this issue, however, have been 
inconsistent.* 47 

In Parden*** the FELA* 48 created a cause of action against 
“every common carrier by railroad” engaged in interstate com¬ 
merce.* 80 The Supreme Court found this language sufficiently 
broad to authorize federal suit against the state.* 81 The Court rea¬ 
soned that, absent express language to the contrary, it should not 
presume congressional intent to exclude states from the statute’s 
reach.* 8 * 

In Employees u. Department of Public Health and Welfare*** 
however, the Court reversed the presumption of congressional in¬ 
tent to subject the states to suit. The Employees Court held that 
“Congress, acting responsibly, would not be presumed to take such 


245. See Parden, 377 U.S. at 192. 

246. See id at 187-90; Employees v. Department of Pub. Health and Welfare, 411 U.S. 
279. 285 (1973); Atascadero , 105 S. Ct. at 3147-49; see also Mills Music , 591 F,2d at 1284 n.7 
(stating that ”(t|he class of defendants intended by Congress must be ascertained from the 
language of the statute, the legislative history of the statute, and the context in which it 
applies.”). 

247. See cases cited supra note 246. For a general discussion of the rules of statutory 
construction, see C D. Sands, Statutes and Statutory Construction (9th ed. 1975). 

248. 377 U.S. 184 (1964). In Wihtol v. Crow, 309 F.2d 777 (1962), decided before 
Parden , the court did not discuss the possibility of implied waiver of eleventh amendment 
immunity. See supra note 132. 

249. 45 U.S.C, || 51-60 (1982); see supra notes 54-56 and accompanying text. 

250. 45 U.S.C. at §§ 51, 56 (1982); see Parden , 377 U.S. at 185-86. 

251. Parden , 377 U.S. at 187 (stating that ”(w)e think that Congress, in making the 
FELA applicable to ‘every’ common carrier by railroad in interstate commerce, meant what 
it said”); id at 189 (recognizing that M |tjhe fact that Congress chose to phrase the coverage 
of the (FELA) in all-embracing terms indicates that state railroads were included within it”) 
(quoting California v. Taylor, 353 U.S. 553, 564 (1957)). 

252. Parden , 377 U.S. at 189-90. 

253. 411 U.S. 279 (1973); see supra notes 66 73 and accompanying text. 
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action silently.’ 1 * 84 Although the defendant class under the FLSA 
included “any employer” who violated the statute, the Court found 
that this language and the legislative history of the FLSA did not 
refer to the states/* 85 Thus, the Employees Court significantly nar¬ 
rowed the Parden holding by ruling that congressional intent to 
nullify constitutional immunity must be apparent from the “clear 
language” of the statute.* 58 Specifically, the Court stated that in 
the context of the statutory language and the legislative history, 
the words “any employer” did not evince this intent.* 87 

In Mills Music , Inc v. Arizona™ the Ninth Circuit noted the 
sharp contrast ,8i between Parden and Employees f but chose not 
to follow Employees' presumption in favor of immunity. The court 
found that the 1909 Act authorized suit against “any person [who) 
shall infringe,” using language apparently as broad and indefinite 
as the “any employer” language in Employees.™ The court, how¬ 
ever, stated that in ascertaining congressional intent, a court 
should examine “the language of the statute in the context of the 
activity regulated.”* 81 The court determined that a narrow con¬ 
struction of statutory intent was necessary in Employees because 
Congress, acting under its broad commerce power, potentially 
could have placed a great burden on the state treasury,* 8 * The 
court, however, reasoned that because the potential financial bur¬ 
den to states would be minimal when Congress acts pursuant to its 
narrow copyright power, a less strict statutory construction of con¬ 
gressional intent was possible.* 8 * Thus, in Mills Music the court 
found that broad statutory language weighed against immunity, 
even though the Supreme Court in Employees previously con- 


254 . Employees , 411 U.S. at 284-85; see supra notes 68 72. 

255. Employees, 4U U.S. at 285; see 52 Stat 1069 (codified as amended at 29 U.S.C. 
§§ 201-19 (1982)). 

256. Employees , 411 U.S. at 285. 

257. Id at 283 85. The Court noted that, unlike the FELA in Parden, the FLSA man 
dated double compensation for successful claimants, potentially creating large fiscal burdens 
for the states. Id at 284. 

In Edeiman v. Jordan. 415 U.S. 651 (1974), the Court held that a atatute that doe* not 
expressly create a cause of action shows no congressional intent to abrogate eleventh amend 
ment immunity. Id at 674. 

258. 591 F.2d 1278 (9th Cir. 1979); see supra notes 133-48 and accompanying text. 

259. Mills Music , 591 F.2d at 1283 (quoting Riggle v. California, 577 F.2d 579 583 
(9th Cir. 1978)). 

260. Mills Musk, 591 F.2d at 1284-85; see supra note 141 and accompanying text. 

261. Mills Music, 591 F.2d at 1284-85. 

262. Id at 1285. 

263. Id 
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eluded differently.* 64 

In Johnson v . University of Virginia*** a Virginia federal 
court accepted the Mills Music rationale. Examining the 1976 Act, 
the court held that the defendant class, defined as “anyone |who] 
infringes,” was at least as broad as the “any person [who] in¬ 
fringes” definition of the defendant class contained in the 1909 Act 
and, therefore, evidenced an intent to include the states. 466 The 
Johnson court assumed, contrary to Employees but in accord with 
Mills Music y that the broad language weighed against immunity.* 67 

Subsequently, in Atascadero State Hospital v. Scanlon 466 the 
Supreme Court appears to have settled the uncertainty concerning 
congressional intent. The Court required that congressional intent, 
in order to make states amenable to suit, must be shown to specifi¬ 
cally include the states in the statute's defendant class.* 66 Thus, 
the Court appeared to reaffirm the spirit of Employees by de¬ 
manding that Congress, when desiring to include states in the de¬ 
fendant class, make an express inclusion. 170 In Richard Anderson 
Photography v . Radford University 171 the court incorrectly disre¬ 
garded the Supreme Court's presumption in favor of immunity 
and, instead, relied on the discredited rationale of Mills Music and 
Johnson to find the statutory defendant class “sufficiently broad 
to include the States.''* 7 * Despite the court's incorrect reasoning, 
however, the Anderson court reached the correct conclusion on the 
issue of congressional intent. 

Atascadero does not prohibit a search of all relevant statutory 
language in defining the defendant class.* 78 Although the 1909 and 
1976 Acts do not explicitly include states as potential defendants, 
the Acts, read as a whole, indicate that Congress specifically in¬ 
tended to include the states in the defendant class,* 74 Both Acts 
create specific exemptions from infringement suits for certain uses 


264. See supra notes 242-46 and accompanying text. 

265. 606 F. Supp. 321 (W.D. Va, 1985); see supra notes 162-78 and accompanying text. 

266. Johnson , 606 F. Supp. at 323-24; see 17 U.S.C. § 501 (1982 & Supp. II 1984). 

267. Johnson , 606 F. Supp. at 324; see supra notes 173-78 and accompanying text. 

268. 105 S. Ct 3142 (1985). 

269. Id at 3149; see supra text accompanying note 117. 

270. Atascadero , 105 S. Ct. at 3149. 

271. 633 F. Supp. 1154 (W.D. Va. 1986). 

272. Id at 1159. 

273. See Supplemental Brief on Appeal of Amici Curiae at 12, Mihalek Corp. v. Michi¬ 
gan, 595 F. Supp. 903 (E.D. Mich. 1984), appeal docketed , No. 85-1593 (6th Cir. July 23, 
1985Mstating that ‘‘nowhere does the Atascadero opinion limit the inquiry to a single sec¬ 
tion of the Copyright Act.”). 

274. See, e g.. Mills Music, 591 F.2d at 1284 n.7; supra note 246. 
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of copyrighted works by various parties, including state agencies.* 7 * 
For example, the 1976 Act provides that unauthorized importation 
of copies of works acquired outside the United States constitutes 
copyright infringement. 27 * The Act, however, generally exempts the 
“importation of copies or phonorecords under the authority or for 
the use of . . . any State or political subdivision of a State.’* 877 One 
plaintiff argued that “the exemptions and exceptions carefully 
carved out by Congress would not be necessary if Congress did not 
clearly intend the States and their political subdivisions be subject 
to the [1976J Act.” 17 * Assuming that this statutory language is not 
superfluous, Congress evidently intended states to be immune from 
copyright suits in federal court only when Congress specifically 
provides a statutory exemption.* 7 * Thus, by the text’s negative im¬ 
plication, which leaves “no room for any other reasonable con¬ 
struction,”** 0 the states have been included in the defendant class 
of both Acts with sufficient specificity to evince clear congressional 
intent. 


275. "The {1976) Act . contains at least seven express exemptions from suit for 

infringement for state agencies, applicable in specific, narrowly defined circumstances 
• • •” Supplemental Brief on Appeal of Amici Curiae at 6. Mihalek, No. 85-1593; see 17 

U.S.C. §§ 107 ("Limitation of exclusive rights: Fair use"): 110(6) ("Limitations on exclusive 
rights: Exemption of certain performances and displays"); llt(a) ("Limitations on exclusive 
rights: Secondary transmissions"); 112(h) ("Limitations on exclusive rights: Ephemeral re 
cordings”); 118(d)(3) ("Scope of exclusive rights: Use of certain works in connection with 
noncommercial broadcasting"); 601(b) ("Manufacture, importation, and public distribution 
of certain copies"); 602(a) ("Infringing importation of copies or phonorecords") (1982). 

Similarly, the 1909 Act exempts from its importation prohibition the good faith use of 
one copy of a book by, among other institutions, "any State, school, college, university, or 
free public library in the United States." See 17 IJ.S.C. § 107 (1976). 

276. See 17 U.S.C. § 602(a) (1982). 

277. Id § 602(a)(1). 

278. Appellants’ Brief on Appeal at 15, Mihalek, No. 85 1593. 

279 See id at 14. One can argue, however, that to the extent that these provisions 
protect local school districts and local and county governments, which are not immune from 
federal court suit under the eleventh amendment, see supra note 207, the specific statutory 
exemptions are not superfluous. See supra notes 275-78 and accompanying text. 

280. Atascadero, 105 S. Ct. at 3146 (quoting Edeiman v. Jordan, 415 U S. 651, 673 
(1974)). 

Professor Nimmer has stated that "since nothing in the Copyright Act purports to »m 
munixe state entities from liability, the Supremacy Clause of the Constitution prevents state 
impairment of this federal law. This principle has been expressly invoked in copyright cases 
not involving the sovereign immunity issue." 3 M Nimmer. Nimmer on Copyright 
§ 121.01(E|(2)|a|, at 12-19 (1986). 
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C. Implied Waiver 

Because the 1909 and 1976 Acts meet the specificity test of 
Atascadero , the only remaining question under the three-part 
Parden analysis is whether a state, by its actions, impliedly has 
consented to suit in federal court. In Parden the Court held that, 
given congressional intent to nullify eleventh amendment immu¬ 
nity, the state’s subsequent activity in the regulated area of inter¬ 
state commerce implied the requisite consent to federal jurisdic¬ 
tion.** 1 Similarly, the Mills Music court found implied waiver of 
constitutional immunity by the state’s entry “in[to] an activity 
regulated by federal (copyright] law.”* 8 * An examination of the rel¬ 
evant facts and language in later cases, however, indicates that the 
Mills Music rationale is of doubtful validity for two reasons. The 
issue centers on when “engaging” in the federally regulated activ¬ 
ity of copyright use constitutes voluntary submission to federal 
jurisdiction.* 83 

First, as the Anderson court recently noted, the Supreme 
Court requires that “an unequivocal indication” of implied consent 
to federal suit “clearly appear from the circumstances.”* 84 A state’s 
use of copyrighted works—the federal activity in which it en¬ 
gages—does not “clearly” and “unequivocally” evince this consent. 
The Anderson court declared that for a state’s actions truly to im¬ 
ply consent, the state “must have had a choice to act or not act.”* 88 
The court correctly concluded that the states, as a practical mat¬ 
ter, have no choice but to utilize copyrighted material in carrying 
out the basic functions of government. 188 Congress could not effec¬ 
tively prevent the states from using those materials; the workings 
of state government quickly would grind to a halt if Congress could 
prevent the availability of copyrighted works such as books, films, 
computer software, and maps. For this reason, the necessary use of 
these works in carrying out state governmental functions funda¬ 
mentally differs from the discretionary operation of a railroad, the 
activity from which the Parden Court first implied waiver. 187 


281. Parden , 377 U.S. at 192-93; see supra note* 61-65 and accompanying text 

282. Mills Music, 591 F.2d at 1283, 1286; see supra note 142 and accompanying text. 

283. See Parden, 377 U.S. at 193 & n. 11. 

284. Anderson, 633 F. Supp. at 1159 (citing Atascadero , 105 S. Ct. at 3145 n.l). 

285. Anderson, 633 F. Supp. at 1159. 

286. Id at 1159-60. 

287. In his concurrence in Employee* v. Department of Pub. Health and Welfare, 411 
U.S. 279 (1973), Justice Marshall *aid, “To suggest that the State had the choice of either 
ceasing operation of these vital public services or ‘consenting’ to federal suit suffices ... to 
demonstrate that the State had no true choice at all and thereby that the State did not 
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Second, the cases following Parden have limited the factual 
settings in which waiver will be implied. Although Parden con 
cerned permission to operate a railroad, the Anderson court ob¬ 
served that implied waiver cases usually arise in the narrow con¬ 
text “of a state’s accepting or rejection of a federally provided 
benefit.”*** In Atascadero the Supreme Court noted that a state 
may consent to federal court suit either expressly “or by otherwise 
waiving its immunity to suit in the context of a particular federal 
program. **• Thus, the Court appears implicitly to have limited 
Parden , suggesting that waiver of constitutional immunity in the 
future would be implied only when a state accepts, under a federal 
program, a benefit that Congress could have withheld. Because a 
state’s use of copyrighted works does not fall within this narrow 
context, consent to federal court suit cannot be implied under 
Atascadero *** The Mills Music and Johnson v. University of Vir¬ 
ginia* 91 rationale, therefore, no longer is valid. A state does not im 
pliedly waive its constitutional immunity from infringement suits 
in exchange for the availability of copyrighted works.*** 


voluntarily consent to the exercise of federal jurisdiction.” Id at 296 {Marsha!!. J„ concur 
ring); see Anderson . 633 F. Supp. at 1157 n.6 (requiring that a “State’s consent must not he 
illusory”). 

288. Anderson, 633 F. Supp. at 1159; see Atascadero , 105 S. Ct. at 3142 (federal finan 
ciai assistance under the Rehabilitation Act of 1973); Edelman v. Jordan. 415 U S. 651 
(1974) (federal funding under AABD). The Anderson court noted that “ Parden is difficult 
to reconcile with some of the Court’s later cases . . which seem to evidence a greater reluc 
tance on the part of the Court to find an implied waiver,” Anderson, 633 F. Supp. at 1159; 
see Welch v. State Dep’t of Highways and Tranap., 780 F,2d 1268 (5th Cir.) (en banc) (hold¬ 
ing broad sweep of Parden limited by later Supreme Court opinions, including Atascadero) 
cert granted , 107 S. Ct. 58 (1986); Anderson , 633 F. Supp. at 1159 n.12. 

289. Atascadero, 105 S. Ct at 1435 n.l. Significantly, in Atascadero the Supreme 
Court did not cite Parden in its discussion of implied consent. See id at 3149 50. 

290. But see Supplemental Brief on Appeal of Amici Curiae at 7, Mihalek , No. 86 
1593 (urging that ”(t)here is . . . a world of difference between a state’s passive receipt of 
federal funds and a state’s active infringement of a copyright.... The former may well be 
found not [sic! imply a waiver of immunity, while the latter surely does constitute pur¬ 
poseful activity’ implying waiver”). 

291. 606 F. Supp. 321 (W.D. Va. 1985); see supra notes 162-78 and accompanying text. 
The Johnson court accepted the Mills Music rationale. 

292. See Parden , 377 U.S. at 192. One can argue, however, that a state instrumentality 
that not only uses a copyrighted work without authority, but also attempts to register the 
work as its own, see 17 U.S.C. $$ 408-412 (1982) (covering registration of copyrights), may 
have impliedly waived constitutional immunity; an infringer’s registration arguably is analo 
gous to Parden’a requirement of participation in a federally regulated activity, see supra 
note 64 and accompanying text. Telephone conversation with Frank R. Jakes, attorney with 
Shackleford, Farrior, Stallings A Evans, Tampa, Fla. (Nov. 26, 1986). 
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D. Unilateral Congressional Abrogation of Eleventh 
Amendment Protection 

Absence of implied consent does not always preclude suits 
against the states in federal court. In Fitzpatrick v. Bitzer * 9 * the 
Supreme Court held that a statute passed pursuant to the four¬ 
teenth amendment could subject states to suit in federal court be¬ 
cause the eleventh amendment is inherently subordinate to the 
fourteenth amendment, 294 Thus, in the context of fourteenth 
amendment legislation, state consent to federal jurisdiction is un¬ 
necessary if a plaintiff sufficiently demonstrates congressional in¬ 
tent to nullify constitutional immunity. 

The Mills Music court, extending the sui generis Fitzpatrick 
holding beyond its fourteenth amendment context, stated that the 
eleventh amendment also is inherently subordinate to the copy¬ 
right and patent clause,* 95 If the court’s determinations were valid, 
inquiry into state consent to federal infringement suits also would 
be unnecessary as long as statutory intent to allow these infringe¬ 
ment suits existed. The requisite congressional intent to include 
states in the defendant class is specified sufficiently in both the 
1909 and 1976 Acts.* 95 

Because, however, the Supreme Court expressly limited its 
Fitzpatrick holding to statutes passed pursuant to the fourteenth 
amendment,* 97 Mills Music’s expansive reading appears to be 
"constitutionally impermissible.”* 95 The Woelffer v. Happy States 
of America , IncV court noted this probability. In County of 
Oneida v . Oneida Indian Nation 805 the Supreme Court cited the 
Mills Music holding on congressional abrogation of eleventh 
amendment immunity, but refused to decide whether the Mills 
Music rationale was correct.* 91 Thus, the Court left open the possi¬ 
bility that congressional intent and statutory violation alone were 


293. 427 U.S. 445 (1976); see supra notes 80-88 and accompanying text. 

294. Id at 456; see supra notes 86-88 and accompanying text 

295. See supra notes 143-46 and accompanying text In Johnson v. University of 
Virgins, 606 F. Supp. 321 (W,D. Mich. 1985), the court accepted the Mills Music reasoning 
without discussing Fitzpatrick. See id. at 322-24. 

296. See supra notes 246-80 and accompanying text. 

297. Fitzpatrick , 427 U.S. at 456. 

298. See id 

299. 626 F. Supp. 499, 503-05 (N.D. III. 1986); see supra notes 191-94 and accompany¬ 
ing text. 

300. 470 U.S. 226 (1985). 

301. Id at 252; see supra notes 105-09 and accompanying text 
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sufficient in infringement suits to force a state into federal court.”’ 

More recently, however, the Atascadero Court reiterated 
that Fitzpatrick was limited to legislation passed under the four¬ 
teenth amendment.”* As the Mihalek and Anderson courts cor¬ 
rectly concluded, Congress, acting pursuant to the copyright and 
patent clause, has no power to unilaterally abrogate a state’s elev¬ 
enth amendment immunity.”’ State consent, express or implied, 


302. Taken literally, this analysis presents trial courts with the problem of requiring 
that the jurisdictional question be answered based on a determination of a state s liability 
for a statutory violation. As a practical matter, a federal court obviously cannot find liability 
for copyright infringement until it first decides whether it has jurisdiction over the defend 
ant state. 

303. 106 S. Ct. 3142 (1986). 

304. The Court said, "There are . certain well-established exceptions to the reach 
of the Eleventh Amendment. For example, . . . when acting pursuant to § 6 of the Four 
teenth Amendment, Congress can abrogate the Eleventh Amendment without the States' 
consent" Id. at 3146*40; see supra notes 110-21 and accompanying text. But see Gibbons, 
supra note 4, at 2004 (arguing that the Supreme Court should "acknowledge) that Congress 
can eliminate state immunity with respect to any subject on which it has legislative author¬ 
ity"); Reply Brief on Appeal of Appellant at 18, Cardinal Indus., Inc. v, Anderson Parrish 
Asaoca., Inc., No. 83-1038-Ctv-T-13, slip op. (M.D. Fla. Sept. 6, 1985), aff'd. No. 86 3354 
(Uth Cir. Jan. 27, 1987) (per curiam) (stating that "ftjhere is no statement in Atascadero 

. . which holds . that only when Congress is acting pursuant to Sec. 5 of the Fourteenth 
Amendment may Congress abrogate Eleventh Amendment immunity"); supra notes 196 205 
and accompanying text 

One commentator notes that the Atascadero holding "was premised on the availability 
of state courts to entertain such suits." W Patsy, supra note 14, at 272 n.70; see Atas¬ 
cadero, 105 S. Ct at 3146 n.2 (recognizing that "the issue is not the general immunity of the 
States from private suit ... but merely the susceptibility of the States to suit before fed¬ 
eral tribunals ") (quoting Employees v. Department of Pub. Health and Welfare, 411 U S. 
279, 293*94 (1973) (Marshall J., concurring in the result)). Because 28 U.S.C. § 1338(a) 
(1982) gives federal courts exclusive jurisdiction of copyright suits and prohibits these suits 
in state courts, "(a)pplytrtg the Atascadero . . . holding to a copyright suit against a state 
would . . result in no forum for infringement of a federal right." W Patry, supra note 14, 

at 272 n.70. While the question remains whether Congress contemplated and intended such 
a result, one party has noted that the Supreme Court apparently has never "upheld an 
Eleventh Amendment bur where Congress has granted exclusive federal court jurisdiction.” 
Supplemental Brief on Appeal of Amici Curiae at 9, Mihalek , No. 85-1593; see infra notes 
311-14 and accompanying text 

305 See Mihalek , 595 F. Supp. at 906-06; Anderson , 633 F. Supp. at 1158; cf 
Wolcher, supra note 33, at 207 n.66 (noting arguable theory that "Congress’ art. 1 powers 
antedate the eleventh amendment and might therefore be seen as having been impliedly 
limited by it, and that "unlike the fourteenth amendment . . Congress' art. 1 powers do 
not ’by their own terms embody limitations on state authority' ") (quoting Fitzpatrick , 427 
U.S. at 456). 

One can argue, however, that state copyright infringement does constitute a fourteenth 
amendment violation. The fifth amendment proscription that "private property (shall notj 
be taken for public use, without just compensation," U S. Const amend. V, has been «p 
plied to the states through the fourteenth amendment. See Penn Central Transp Co. v. 
New York City, 438 U.S. 104 (1978). This argument fails, however, because the Supreme 
Court has recognized a fourteenth amendment limitation on constitutional immunity only 
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remains a necessary ingredient to nullify constitutional immunity 
in infringement cases. In addition, consent is not implicit in the 
mere violation of a federal copyright statute. 30 * Because state con¬ 
sent to federal jurisdiction is absent, a state's alleged infringement, 
without more, does not constitute implied waiver. The eleventh 
amendment, therefore, continues to protect states from copyright 
infringement suits in federal court. 

E. A Proposed Solution 

Copyright proponents might argue that because infringement 
claims are exclusive to the federal courts, 307 the foregoing analysis 
would leave owners of works infringed by states a right without a 


when Congress expressly limits such protection by “appropriate legislation.” See, e.g., Aias- 
cadero, 105 S. Ct. at 3145 (quoting Fitzpatrick , 427 U.S, at 456); see also Porter v. United 
States, 473 F.2d 1329, 1337 (5th Cir. 1973) (holding that “(copyright! infringement is not a 
‘taking’ as the term is constitutionally understood . . . (and that) infringement of copyright 
. . . constitutes a tort"). But see Lemelson v. Ampex Corp., 372 F. Supp. 708 (N.D. III. 
1974) (holding that patent infringement constituted “unlawful taking”). Alternatively, a po¬ 
tential claim that infringement constitutes a deprivation of civil rights under color of state 
law, sec 42 U.S.C. | 1983 (1982), would not override automatically a state’s eleventh amend¬ 
ment immunity. See Quern v. Jordan, 440 U.S. 332, 342 (1979) (holding that 42 U.S.C. 
§ 1983 does not abrogate eleventh amendment immunity). Thus, a claim of “taking” or of a 
§ 1983 violation by a state, to be brought in federal court, still might require a finding of 
state waiver of constitutional immunity. 

However, in Maine v. Thiboutot, 448 U.S. 1 (1980), the Supreme Court ruled that 
§ 1983 was available to remedy violations of federal statutory rights by state agents. The 
availability of this remedy was limited in a later Supreme Court case. In Middlesex County 
Sewerage Auth. v, National Sea Ciammers Ass’n, 453 U.S. 1 (1981), the Court held that a 
comprehensive remedial scheme provided by Congress precludes additional private remedies 
under § 1983. The 1976 Act can be viewed as a “comprehensive remedial scheme,” thereby 
making § 1983 unavailable in copyright infringement suits against states. But see Wright v. 
City of Roanoke Redevelopment and Hous. Auth., 55 U.S.L.W. 4119 (U.S. Jan. 14, 1987) 
(No 85 5915) (holding that the Housing Act and the Brooke Amendment are not suffi¬ 
ciently comprehensive to indicate a congressional intent to preclude § 1983 claims to enforce 
tenants’ federal statutory rights). 

Under Justice Brennan’s revisionist interpretation of the eleventh amendment, see 
supra note 118, which has not been accepted by a majority of the Court, federal court in¬ 
fringement suits against the states could be brought under a statute passed pursuant to the 
copyright and patent clause. Dissenting for a minority of four in Atascadero, Justice Bren¬ 
nan stated that “(i]f federal jurisdiction is based on the existence of a federal question . . ., 
the Eleventh Amendment has no relevance. There is thus no Article HI limitation on other¬ 
wise proper suits against States by citizens, non-citizens, or aliens . . , Atmcadero, 105 S. 
Ct at 3178 (Brennan, J., dissenting); see also W Pstry, supra note 14, at 272 n.70 (stating 
that “copyright suits are based on a constitutional right (Article I | 8 el. 8), ceded by the 
states to the federal government and thus cannot be said to ‘implicated the fundamental 
constitutional balance between the Federal government and the states’ ”) (quoting Atas¬ 
cadero, 105 S. Ct. at 3145-46). 

306. See Parden, 377 U.S. at 192; supra notes 273-80 and accompanying text 

307. See 28 U.S.C. § 1338(a) (1982). 
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remedy, 30 * While the Supreme Court in Harden stated that such a 
“pointless and frustrating” result would he surprising, 300 the Em¬ 
ployees Court stated that it also would he surprising to infer abro¬ 
gation of constitutional immunity without a showing of clear con¬ 
gressional intent* 10 Viewing the 1909 and 1976 Acts in conjunction 
with Supreme Court implied immunity holdings, the analyses sug¬ 
gested by Parden , Fitzpatrick , and later cases lead to the conclu¬ 
sion that Congress does not have the power to effect, nor did the 
states consent to, abrogation of eleventh amendment protection in 
infringement cases. The correct legal analysis, however, does not 
necessarily lead to the proper outcome. Copyright protection 
against the states remains a legitimate economic concern to 
owners. 

Two possible judicial and legislative approaches could provide 
this protection. Federal courts might follow Mills Music's expan¬ 
sion of the Fitzpatrick holding and find congressional power to 
unilaterally nullify the eleventh amendment in the copyright field. 
The right to sue infringing states in federal court, however, would 
come at a great cost. Allowing federal suit against nonconsenting 
states whenever Congress desired would render the eleventh 
amendment practically void. This expansion of Fitzpatrick argua¬ 
bly would allow Congress, when acting pursuant to its article 1 
powers, to unilaterally nullify sections of the Constitution at 
will—a clearly unconstitutional result.* 11 

Conversely, eleventh amendment immunity need not preclude 
vindication of the copyright owner’s rights. Because the 1909 and 
1976 Acts have nullified common law sovereign immunity in in¬ 
fringement cases, 11 * a copyright claim could be brought in state 
court if federal court copyright jurisdiction were no longer exclu¬ 
sive, but merely concurrent with state court jurisdiction.'" 3 In fact, 
many states expressly have waived tort liability in state constitu¬ 
tions, statutes, and judicial decisions.*" Thus, in order to afford 


308. See , e g . Appellant’s Brief on Appeal at 9-10, Mihalek , No. 85-1593. In addition, 
the eleventh amendment remains a bar where federal courts are given exclusive jurisdiction 
not by Congress, but by the Constitution itself, as in in rem admiralty cases. See US 
Const art. Ill, § 2; In re State of New York, 256 U.S. 490 (1921). 

309. Parden , 377 U.S. at 190, 197. 

310. Employees, 411 U.S, at 285. 

311. See U.S Const, art V (detailing procedure for amending U.S. Constitution). 

312. See supra notes 237-44 and accompanying text. 

313. See 28 U.S.C. § 1338(a) (1982) (containing exclusive federal copyright 
jurisdiction). 

314. See, e.g., Alaska Const art II, § 21 (outlining the procedure and requirements 
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copyright owners a remedy when their rights are infringed by a 
state, ( ongress need only amend the jurisdictional statute for 
copyright claims. 8 ' 8 

W hile exclusive jurisdiction empowering only federal courts to 
hear copyright claims may guarantee parties the expertise of a 
judge familiar with issues of federal law, state court judges are not 
incompetent to hear copyright cases. State courts, for example, 
often entertain pendant federal questions. 8 '* Although granting 
state courts the sole jurisdiction to hear federal copyright claims 
against the states appears anomalous, an exception to the jurisdic¬ 
tional statute would provide at least some forum to hear otherwise 
unvindicated federal copyright claims. 8 ” Theoretically, this solu¬ 
tion is more sound than amending the 1976 Act to specifically in¬ 
clude states as defendants. In light of current Supreme Court elev- 
enth amendment jurisprudence, a statutory amendment to the 
1976 Act would rest upon the incorrect premise that Congress has. 
the power to abrogate nonconsenting states’ eleventh amendment 
immunity in the copyright field. 8 ' 8 


for private suits against the state); Hawaii Rgv Stat §§ 662-2, -3 (1984) (granting tort 
immunity waiver and vesting state circuit courts with exclusive jurisdiction to entertain 
claims); Lock a by v. Wayne County, 406 Mich. 65, 276 N.W.2d 1 (1979) (allowing relief for 
intentional torts by the state). See generally Note, tupra note 10, at 526-37. 

315. One party has argued: 

Whiie 28 U.S.C. | 1338(a) grants federal courts exclusive jurisdiction over federal stat 
utory copyright infringement actions, such was not always the case. Prior to 1870 state 
courts had concurrent jurisdiction for all copyright infringement lawsuits. Woolsey v. 

\ 52 Y ^ up ' ^ * •; see Revised Statutes § 711 (19061- 

Act of July 8, 1870, ch. 230, 16 Stat. 215; Bouclcault v. Fox, 3 F. Cas, 977 981 
(( .C.S.D.N.Y. 1862) (No. 1,691) (“the jurisdiction of the state courts, in suits to protect 
the owners of manuscripts, is complete"). Thus, a copyright owner’s inability to seek 
redress against an infringing state is not the fault of the Eleventh Amendment, but 
rather of C ongress due to its refusal to grant state courts concurrent jurisdiction 
Brief on Appeal of Appellee at 29, Cardinal Indus., No. 86-,3354. 

Although the success of this tactic appears improbable, a copyright owner also could 
seek passage of a private bill in the state legislature granting compensation for state 
infringement. 

316. See, e.g., Smith v. Bull Run School Dist. No. 45, 722 P.2d 27 29 (Ore App 1986) 
(deciding appeal concerning claims against a school district under federal equal pay stat¬ 
utes passed pursuant to the commerce clause, which would be barred from federal court by 
the eleventh amendment). In addition, state courts have concurrent jurisdiction over trade 
mark infringement cases arising under the Unham Act. See Flagship Real Estate Corp v 
Flagship Banks, lnc„ 374 So. 2d 1020 (Fla. Dist. Ct. App. 1979); 1 J. Gibson Trademark 
Protection and Practice § 8.02 (1985). 

317. See Atascadero, 105 S. Ct. at 3146 n.2 (stating that ‘ |i|t denigrate, the judge, 
who serve on the state courta to suggest that they will not enforce the supreme law of the 
land ) (citing, inter alia. Martin v. Hunter', Lewee, 1 Wheat, 304, 341-344 (1816)) 

318. See supra notes 293-306 and accompanying text. 
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V Conclusion 

The recently renewed but judicially unresolved debate con¬ 
cerning copyright protection against infringement by the states 
brings into sharp focus the competing values expressed in the elev¬ 
enth amendment and the copyright and patent clause. The current 
proliferation of copyright infringement suits against states requires 
timely resolution of the immunity issue. A proper resolution will 
serve not only the federal government’s interests in promoting 
both federalism and individual creativity, but also the copyright 
owners economic interests. One must assume that Congress by 
granting federal courts exclusive jurisdiction to hear copyright 
cases, intended, in light of the eleventh amendment, to preclude 
federal court copyright suits against states. Instead of the drastic 
course followed in Mills Music, amendment of the jurisdictional 
statute would afford copyright owners relief from state infringe¬ 
ment while avoiding the otherwise inevitable evisceration of the 
eleventh amendment. Accordingly, this Recent Development con¬ 
cludes that Congress should amend 28 U.S.C. § 1338(a) to provide 
that private individuals may sue infringing states in state court for 
copyright infringement. This approach best reconciles the conflict 
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January 20, 1988 


Ms. Dorothy M. Schrader 
General Counsel 
U.S. Copyright Office 
Room 407 

James Madison Memorial Building 

First Street and Independence Avenue,S.E. 

Washington, D. C. 20540 

Dear Ms. Schrader: 

The Foundation Press, Inc. is submitting the following 
comments in response to the Copyright Office's Request for Comments 
regarding the Eleventh Amendment contained in the November 2, 1987 
edition of the Federal Register . Foundation Press is a relatively 
small publisher of textbooks and treatises for the law school 
market. We sell mainly to law libraries (both those that are part 
of law schools and others) and to law school bookstores who in turn 
resell to students. 

We view the recent decisions holding that States may not 
be liable for damages for copyright infringement with alarm. While 
we believe that such decisions are wrong and hope that they will be 
corrected on appeal, we are also aware that legislation may be 
necessary to reaffirm that the Copyright Act is the supreme law of 
the land and that the States are governed by it. Therefore, we 
wish to provide input that may be helpful to the Copyright Office 
and Congress if such legislation proves necessary. 

If such decisions are upheld, it would enable a State, 
with practical impunity, to purchase one copy of one of our books 
and then produce its own copies thereof for all State funded law 
libraries and for distribution to students at State funded law 
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schools (of course, such Drnvi'cinn j • 

wider and could include provision of istrxbution could be even 

within a State and even other state!) e c °P ies . to °ther entities 

effectively render our business impoisibf^ 3 Sltuation would 
and thus drive us out of businessmpossibie_to operate profitably 

suSh f a tateS are f ub J ect to actions fo? injinctions^^Lsl “ nderstand 

for injunctive reliS? ifthSe Sas Sma11 numb « of States 

the damages we had suffered. S ° the °PP° rt unity to collect 
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trold H 
President 
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A. Buffum Lovell 

Senior Vice President & Generaf Counsel 
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January 19, 1988 


Dorothy M. Schrader, Esq 
General Counsel 
Department 100 
Copyright Office Room 401 
James Madison Memorial Building 

ar *d Independence Avenue S E 
Washington, DC 20540 ’ 


SSJ—State C laims of Spyprei 
Dear Ms. Schrader: 


3 D Immunity Ag ains t Copyright Hahiiif-y 


Information on the ElISenth AmendSent ill X"""* °" the Re<Iuest for 
immunity against damages for infHn^pn? J th - !" atter of claims of 
Priority issue in dom?stic°U.S cop^HgEt pol"^" 3 "° rkS aS a hi « h 

IndustrJ U As S s e oiiiation U ("nA“) and*wen“thB P ? “'f 6 - 5 of the Inf ormation 

IIA in friend of the court briefs filodM^r he - ® 9a V1 ? ws ex P re ssed by the 

instrurnentamies! We ^ 

believe that the plaintiffs Should pr^vaU We 

posed in^he^equest fo^InfomaHon SP c- ific ?I ly t0 the Questions which were 

a major role ih providing ?n?o™a ?o„ to’Jh'f l* 4 -’ Dun & has played 

years we have significantly ?ncrel?ed th^srnnf 1n f S comm un1ty. In recent 
computer systems' software products for usp nn P Haf f ° Ur services by providing 
Bradstreet is committed to the pursuit of biis?nfcc a ~ pr ° C f SS ! n9 systems - Dun & 
associated with the creation dicfJid.L- bus l ness opportunities that are 
Company has madea sSbstaJtlil' inti Us f. of 1nf °^ation. 0u/ 
databases which are protected by coDvr^ht^nH 1 " 6 ^ 1 !? 9, marketin g and utilizing 
society, including s?ate f |i^’ Sect ^ ° f 
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Esq. 


.rS.VX;'* !! c ' s,ms ara "P»e.d. it Kill hdVB . 

. b ra; sr,? “w® ^f a e „y^ n ^' o v d ° ac ? ;,':e h o a „ v : 

sk; 

u i@'^. ut XT si; K;ivv--" 

copyright owners Creates ^hTpote^tUl S °J! ere { 9n lenity 

KcilM^V^" 108 w °u 1$ d "abandon thelTJttZt 0 

a source or^fsi r dr[n%r 0f ^ ab,e fi ^s and ?hl sta'LJ°w Se , r i e State and 
evaluates applicants Ufsh?^ 1 ?"’ For exam Ple,one state aa*n d n0 u. longer have 
responsibility currents n V° ?elf-insure their Wnr?«?. 9 ? ncy wh1ch 
analyzes the aDDHranf* ^ subscribes to a Dun & Brarfcfr l ^ om P ens ation 
capabilities Th s a !'? s ? ort -t«™ and long-term service “hlch 

applicant, ft evlluate' y !J S ta ^ es '" f or»atL p^J3ei to y t J eed * a " d 

Dun & Bradstrept ^nw ^ against industry-scprifir ■* * state by the 
& Bradstreet for the rI? CeS f es U through EconometnV u"! 0 !'” 3 !' 00 developed by 
has found this , r n^Le- eraI Government. We 2 rs T„H Ju'f deve ’oped by Dun 
Bradstreet to c oose „ 0 °J s6, ?' ce “rthwhlfeandcostef^t Ms state *9ency 
Because of the conurie^ to make 1ts information servirf , ec T' v f- Were Bun & 

: z:::: r »• 

to*- 

Be of assistance In y 0ur study^oVt^Vb^ 0 "*"* 5 by Du " & Bradm^e t^ll f* 


Sincerely, 



A. Buffom Lovel1 


ABL:mrd 
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State Immunity from Copyright Infringement 
Dear Ms. Schrader: 

recent requeeLfor ln L™ents°on S thie r ie £ in response to your 
House Judiciary Subcommittee on Courtier'- -i u ? dersta nd that the 
Administration of Justice ha* ^ C ° UrtS ' Clvi1 Liberties and 
prepare a report on this matter that the fright office 

CirouU? 5 ^S S §tfior«rongIy 1 fa e irth n ? be£ ° re the Pourth 

ynendment precedent compels the recent Eleventh 

immune from claims for Sly^LSa f^°“ " hat “e states are 

93 for copyright infringement. 


Very sincerely, 
Mary Sue Terry 
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C °"* titution bars a 3uit for d J*™ c ^ ^ UnUed SUte3 
against Radford Univers . ty; a C ° Pyri9ht -^ ingement 

education of the Com 6 lnstlfcuti on of higher 

Tz:;::::; i r . 

»• «... .< u • 

C ° Pm * ht infringement. SUit for -"ages f or 


Mat ure of _ 

*985 Richard Ana. -^iiSS_£ourt 

flUd * COmPUint ^ the United 

tern Di «rict of Virginia *11. • C ° Urt £ ° r th * 

aga b LnSt R3df0rd °"»«sit y rRadJrd'oTC ht infrin9 '"' nt 

ah Brown, Radford'. Director , t, " i ''«sity ) and 

Relali “ s - Anderson alieges th PUbU ° Info ™Ati=n and 

,ent by U3in , pnotogrji?:?" 

With0Ut Ua and tha t M3 T WMCh “ Pr8Pared 

— -e scooe of h . r ^ ^ *» — -Ren 

information and Regions for R ad f d P “ bUc 

infringer. Had£ ° rd ' “» a contri but0 r y 

April 23, 1986 the dist 

UniVers it y - finding it „ as im m dis " is3e ' i — 

cop yrig b t infringement deceased ^ ^ da ” a98S £ ° r 

of the Eleventh A.end.ent to the 


1 





r 


ani ted states Constitution. On April 1987 th , 

also dismissed Ms. Brown on the basis of qualified ■ ' C ° Urt 

qualified immunity. 

—— Statement of Facts 

The genesis of this controversy is , n „ . 

^ iS an oral con tract between 

Anderson and North Charles Strp^r n 

Street Design Organisation ("tJCSDO"! 
a corporation specialise in fh „ ’’ 

Duh ,■ ... 9 preparation of promotional 

publications for colleaes g n H i 

And. diversities.1 NCSOO engaged 

Anderson to prsoarp ^ 

prepare pnotograpns for Radford during the 

1982. Anderson oreoar.d „ * prin « of 

for Radford approximately 1,080 photographic slides 

fo Radford, each of which contained Anderson.s copyright 

* the property of Radford, and the negatives were to he the 

property of Anderson. After th» th 

6 en 9agement was concluded. 

Anderson advised NCSDO that evron^ u 

specified w that ' aa«Pt where outright purchase was 

' 11 P hoto 9raphs remained the exclusive 

Anderson, when it became apparent that Ad ' °' 

- -ographic slides, " °" 


i2i against 

»i ^ P ers °nal jurisdiction* aGAincf^u° r ^ ro P er venue and 
p ead * sufficiently specif ic’chU of%o^*& . ^“re 

^pyrignt infringement. 













III. 

A mu_ argument 

—— The Ele venth A mendment- tr, th* „ 

The Eleventh Amendment to the U s *. • 

s# Con stitutxon states: 

"The judicial power of the United States shall nnf k 

emcees snail not be construed 

to extend to any suit in ian _ 

y ln law or equity, commenced or prosecuted 

against one of the United states by citizens of annrr 

... lzens of another state, or 

X citizens or subjects of any foreign state." The literal 
language of the amendment was drafted in response to a suit 

brought in the u.s. Supreme Court by a citizen of South Carolina 
against the state of Georgia, Chisholm v, corn,, a „. s . 

(Call.) 419 (1793). While overruling Chisholm , the greater 
significance of the amendment "lies in its affirmation that the 
undamental principle of sovereign immunity limits the grant of 

judicial authority in Article III" of ,u. r 

. 1 the Constitution. Welch v. 

Department of Hiahwav. - - 

-Hi ghways and Trans ports, 55 U.S.L.w. 5046, 5048 

une 25, 1987), quoting Pennhurst star, school 1 .. 

Mi^erman, 465 U.S. 89, 98 (1984) Tn ,- n , ] '- 

( 84,# In lnter Preting the intent of 

h 6VenCh toendment °- S ' »*'•» Co-rt long ago held, and 
as consistently maintained,* that the amendment bars a citizen 

from bringing suit against a citizen’s own state in federal 

C0Urt - as* v- Louisiana, 134 u.s. 1 , 10 , 1390 , 


3 (198§fr' ~ C * der ° State Hospital v. c.-,.- „„ 0 , s _ J34 n _ 


3 



The immunity conferred bv the ei«„o 
states i. . Eleventh Amendment on the 

states is not limited to suits against the states tn ' 
also extends to -arms" or » iaat ^selves, but 

Penes, instrumentalities" of the states 

-agasan v. Allain, 478 U.S. 106 s r . , 

L Ed oa -* Ct - 2932 ' 2 939, 92 

, < 1996 ); Pennhurst, 465 U.S. at 100-101 

courts have consistently held that the state f d * 

Of higher education in Virginia are in t ^ ‘Motions 

; Ut ‘ PUrP ° 3eS ° f «—«• A.end.enVUu 1 , 1 ""!',7 

Unive •„ ' -^- anch Virginia Com m onweal >h 

diversity. No. 86-0045-9 

c . ' Sllp °P* (2-D. Va. sept. 9 lOflfi, 

N °- 

n °- 

_ . * * va. Feb. 24 iQoct 

Johnson v . Univers e, of vi . . 986,; 

606 F - supp - 321 (m -°- - 

(E.D. Va^TTT 3 -495 F. supp. 183 

state inst ' 3rSOn d ° 89 n0t qUe3tlon that Radford ia a 
»cate instrumentality for a 

analysis. P 50385 ° £ *«*«•.* 

Eleventh'I'T 9 " 126 ' 3 ^ 3 ***** ”** express1 ^ waiv « its 
Eleventh Amendment immunity, or in • 

A ty, or m some instances it mav k. 
abrogated by Congress r„ n „ y b 

J ngress. Congressional abroaatinn <- 

referred to as "imrn • a 9 fc son >etimes 

a co as implied waiver," such as in • 

which the court below d'- instant case in 

below discussed the concept using this 
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terminology.3 Virginia has not expressly waived its Eieventh 
Amendment immunity in cases hro.mhf 

Of 1976 a fa t PUr3Uant t0 the Act 

befo i " 0t COnt8Sted by A " der30n - IhUS the i»*.lry 

D 6 for 6 this Conrf l. u ^ ^ 

OUrt Wlth aspect to Anderson's claim 

• - . 3 claim of copyriahfc 

infringement against Radford University is whether Congress has 

* the enactment of the Copyright Act of 1#7<f haS ' 

overridden the University's Eieventh Amendment immunity. 

While the terminoiogy of '.implied waiver" is sometimes used 
nar fully for the doctrine of Congressional abrogation, ther 

ZHZT implied about “■ The — — - — 

ha states may not be sued in federal court unless they consent 

V41 j Une,UiV ° Cal UrmS " Unl *” pursuant to a 

exercise of power, fflSgH»oc.l ly ..t.. . 

(emphasis added,. Th us, when Congressional abrogation is relied 
upon to override the i-mrunity conferred by the Eleventh 

Arrtsncim^jnfc f fch£ inth i.— _i_ 

„ r ‘ r ° 9 ate must be unequivocal because 

[constructive consent is not- a a 

... " 0t 3 doctrine commonly associated 

the surrender of constitutional rights ■ , d .,„ 

9 s * ggelman v. Jordan . 

influenced by a^desire^n 3 USS ^is terminology was aoDarpnH 
precedent with Fallen r f cent Supreme c!ur? PParently 

in that case theT ^ur ly S fe&fjf' 3 I 7 U ‘ S * 184 (1964,. 
stripping [abrogation] and waiver y in?m 1 i apS f? the con cepts of 

infra r p? t ^ e ^ 1VSr has now been overturnec^^he^Iir?? °Le 



415 “- S - 651 ' 673 (1974 '- As the Court noted in Green v. 

" hSre C ° n9CeS3i0nal ‘Nation is relied upon the 
federal courts oust determine: first, was congress 

pursuant to a valid exercise of power and, second, was its intent 
to abrogate unequivocally expressed. 

power i g h rSSPeCt t0 Whether a specific exercise of legislative 
proper, it xs clear that the Eleventh Amendment is 
necessarily limited by the enforcement provisions of S s of the 
Fourteenth Amendment." Fitzoafrini, „ a ._ 

(197S, ^Patrick v. B.frer , 427 O.S. 445, 456 

’’ ThU8 ' “ hen C °" 9reSS a «* Effect to the equal 

protection or due process clauses of the Pourteenth Amendment, 

cour T I * XPreSSeS ltS inte " " abr ° 9ate ' “ th# Patrick 

1954 h WUh reSPe “ ^ TUle VI1 ° f the CiVU Ri9hts of 
” 5 atS3 ' E1SVenth *“■“ may he overridden 

without their consent. T he Supreme Court has not answered the 

question, however, of whether Congress may validly proceed to 
a roqate the states' Eleventh Amendment immunity pursuant to any 
other section of the Constitution other than , 5 of the 
Fourteenth Amendment. Welch, 55 0 . S . L . W . „ 5043; ^ 

~ a V - ° neida ^ «70 0.8. 226, 252 ,1965,. 

Copyright Act of 1976 was enacted pursuant to the 
Copyright and Patent Clause of the Constitution. Article I, j 8 , 

8. The district court held: "Congress does not have the 
power to abrogate the States' Eleventh Amendment lenity without 
-heir consent unless it acts pursuant to , 5 of the Eourteenth 



Amen*n ent ,. (App . 

Scan!on, 473 D - nn9 upon d Lascad«r„ S[ 

: tI - S - 22 < (1985). Hel T?- 

Court did nnt- has since ~i' . — 

valid c " abS ° 1Ut91 ^ Credos that 

°ngressional abrogation 8 ^ P ° 3sib iUty oe 

regarding the f m « strict courts ^ • 

* e iin P r opriety of r« dec isi 0n 

the Copyright- a a ngressional abm 

y 9ht and Patent Ciause h, abro 9at lon pur suant to 

incorrect k Se ^ as not bpan ^ 

Sct by any recent bean Shown to be 

- »• . 

enfcion to abrogate m @ ifc raust 

unmistakable 1 9ate fche Slevenhh » 

1 Ian 9 uag e i n the „ th ^^ent i n 

hospital v s , statute itself •• 

7 ^ ^-Scanlon, 473 o.s. 234 * £a 2 cadero_state 

*n fiXamniA ' 243 /IQflei - 


SSSBiSaL, Soa , " th * 3 'atute it 3eIf Af ™ ln 

^-Scanlon, 473 o.s. 234 * £a 2 cadero_stat 3 

IT- - ~ -hw. 

cne Civil DiftLi, 9 «tion i^ ha) ; n 

lights Act of i 9S4 . t ^ ln ln Title vir n* 

S 2000e 4 in wh ich Con«r'..- f 


the r- • ” pA1 cit abrogation • • ** Q abov «/ 

lights Act of i 9S4 . . v ^ n ln T itle vir 

5 2000e fa) i n I972 tQ lnci ^ hlCh Con gress amended 42 t/. s . c 
5 ' nCiM ' fand > Political sobd- "**' 9 —n„ental 

“h-tista.ably aignaudcon lV131 ° na ''' Thi. statutory la 

Congressional i„ tent to ^ la "^age 

—_ ____ CO abrogate the 

;39a " f “^ S 'any^ot'n 1 : 641 ' - th. 

sSH # of 


on^iS 961 ? 11 b as“ b.°?„ at Stsuant tl' 

^sT^vS rV ^ 

£ “i-C® d to 
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Ele,,enth “ ent -unity in civil 
2lJiSa “' «« 0.8. 445, 456 (1 976, , Si^Eatriok 

Court found Concession*: int . ne t0 be ^ «» 

abrogate in S 33 of tbe Jo „es Act , 46 a , c ^ t0 

“ h ° ShaU SU “« P«.on.l i„ jury in the ‘ ' ' •—« 

employment• •.,; in At as=adero f ound . C ° UrSe ° f 

—mutation Aot o 77^T7 9 ° s 

^«ra: assistance”, (emDh • ’ ^ of 

* ) (emphasis added bv fch« n 

instances,; and in Qngloyees v m' Cou “ 1" both 

411 

language of the Fair Labor Staniard° Und ^ ^ lnSUtflClent 
201-19 (“fajn y employer”). ' * *** 1938 ’ ” °'S.C SS 

The section of the Copyright Act of i 976 UDO 

^lies to establish the reouisif ^ WhlCh Anders °n 

intent ^ abro?ate u JJiaite une. iv oca: congressiona: 

Wh0 ViOUt « *»y tbe eaclusi JrigbT'f “ 

owner... is sn infringes of the copyright ” ’ „ 

““ ^ tasembles tbe gener'al t t 

H in SSiS*. Atasca^ro, , nd SBBiaas ^ M * tU ‘ 8ry W °' dl " 8 

Health D. pe..„- nt . —P V a v, Mis souri Public 

Un « ua 9* Of Fitzpatrick ^ “ n ‘ { * Stly fr0 " the ,z pUcit 

-^^presT; 9eneraU " d 
abrogate tbe i^unity, and therefore ^ ‘° 

has 8SSK to abrogate pursuant to tbe c “ C ° n9r * SS 

o£ the Consti tution. t0 thS C °^i9bt and Patent Clause 
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Anderson attempts to avoid the effect 0 f 

—~* relying 0 „ the doct ;:: 

vsi va r ** /* nscructive 

(See *PP«ll«nt's Brief at i 6 et sec ) r„ f 

- ~ - doecrine , and to the extent - r f e ; e ;; a ;;- 

110 m ° re * In £i£ ^-^ ^- rni nal Railway , 37? 0 

case upon which Anderson priB , ' ‘ (196 <>' «<• 

doctrine of constructive waiver the . *" * 

State of Alabama was subject to suit in f*. “ * 

employee of a state-owned railroad. Th . co ur t * “ 

decision by finding that Congress had ab tM ‘ 

... . ongress had abrogated the State's 

ieventh Amendment immunity by making the Federal , 
liability Act, 45 0 .8 C « , n ^ploy.r.' 

SS 51-60, applicable to "every comm* 
carrier by railroad while y ° n 

several States....» " C °""* rCe “* « the 

m this case the district court considered Parden at som 

length and distinguished it (App 9-n, ^ 

operation of a railroad i 9 ^ 

- . somewhat less of a traditional 

function of th6 bu 

an is the administering of social 
security funds in Edslman and the participation ■ 
the handicapped in Atascadero » The d' t • Pr ° 9ra "' f ° r 

“•* - — - ;° urt auo noted 

Radford Cniversity was more „• " ° P,raU " 9 

* akln to the choices offered in 

ff 2 and ““ -fared in P^ (A pp. i, In 

zr" aum “ ^ 

y fe_ied on cases holding that general 
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If snguage" was suff icIent tQ ^ * 

l u ntSnded t0 ab '°**‘* the states' Sar lntent ^ Congress 
b S ' L ' W - 3t 50 «' Pereas in Parde Venth * Wnd “« ionunity. 55 

^ to^f ^ C0U " - ««- that, 

was 3U „ icient to Incl ; ” ntrary ' — u„g Uage ln 

iu ' the —.n express J ^ «„ r 

riadictxon ov er fche states ^ ViSl ° n conferring federal 

Ut ° ry lin ^9e. Intenfc * C ° ntai "« -Uhin the 

Cl8arly a " d “"^uivocany stated n0t b * 1 '" PUad ' “ -u.t h. 

and defendants. Id " ^ ^ *«- other 

Court in Welch concludes: ^ rSference to Parden, the 

Although our 7 

££££ B§ii!^y c ^ 3 n^Z t ex *"*°iy 

? 5 5Str-g 1 ev|^H S i on ?e Congress f° ub , fc ?hat y 
longer good i a « Amen -”ent immunit y *}. lntent to 
oxtent that Pardi'' A «ordingiv V s no 

. jfSKS? 

Clear 

—» ;rr^ 

ThS Strict court's de ■ W “ y “"-“l.tent.S 

several trial a fld C1S1 ° n in thls case i s au 

nd dilate court decisi 3u PP°rted by 

■ - --- S1 °nse Wihtol V. rro 

th« ^e^haps the Qn i ”— : —^£ow, 309 

the Cccstitution. 
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F ' 2d 777 (8t * Cir. 1962 ) ; 6 
^£ish_Associates No ' 

' 198S) ' «£Li No. 86-3354 ,,, P ' (M - D - Fla. 

!! ^U J 5 EEL 5^o £ J Clr - Ja "‘ ».7„ 

(E 1985,; 626 r- supp - 499 (n -°- 
•°- mch - 595 F - supp - 909 

Ia£liiJa 25Snl«dt he - -**’ 6Cent Deve lopment, CoDvr . „ 

VsTTTT, ^^-^^ISh^nendaen t . . n SSEZriaht 

-** 1 ' 40 vand - 

0n ly two federal * 

ShOWed an *«•« to abrogate th 7 C ° n9r ' SS c2 ««ly 

the C ° Pyri9ht A « o f 197s. «Uls S „ u ate3 ’ lmmUnity Wh#n U «•««« 

3 ? ^ 1979,! '■» - 7 , 

(W.D. Va.l985)^ g.f.w ~ """""" —— r< ? -iSAa, 606 F. Sun 

^^adero and now represent p^* 03363 3ntedate mch and 

— ^ ptioeer :: cedent ° f 

di «tiot and was tacitly overr , ^ in ^ sate 

that ^HISoh "would h J e \H by ^ dlStrl « court which 

Z* ^ ^ avaUable toaate. . M « dif£erently if the 

8 U has n =t been overruled, has b ^ 

court i„ the Nlnth ^ ^ ^ nei by . 

,C '°' 657 F ' SUPP - 1J4S ' 1249 

l0 " 9ar - 7be court also T" ^ “« 

--- als ° showed itself to be 

- r ?be^ Si E1 ^e ^"=b^ X t ?e e „S P ro ri 4 t y A « Of 1909, the enfo 

an anyone." ° an Y Person" m 7 rT 5 ® nfo ^cement 

u.s.C. s 501 j 
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prescient, i n light of 

ot the subsequent miu 

holding: "The chan 9 10 **£i£h, by 

-je, z ?z::i the new 3tandard ~ - 

■ -- ^ ta i having been accidental! 

^intended to be taken literaliy are „ f °^lated or 

Because 1 7 a.s.c S 50 !, a) sc h ■ ^ eX1Stent -'' ^ « 1250. 

stringent test necessary to h ° V1 ° USly £ails to ”«t the 

copyright Act of 1976 I ; h °“ “** C — £ —ded the 

xy76 to b *nd the states An*. 

«9U. for ah expansive interpretat ■ ' 0 " “ d th * «4si 

They attempt to support this . ««cadero. 

HP c this argument by referring 
sections of the m™, • y referrin 9 to the 

* Copyright Act Uniting the exoi • 

copyright holders (Appellant's Brief i S - 17 . ° f 

National Music Publishers' Assoc, et al ^ " 

th# Associat ion of American PublisheTs^nc ^ ^ °* 
-ferring iurisdiction on ^ J ** -»>' or 

National Music Publishers' Assoc, « u lf . a ^ ^ " 
the A330Ciati - Of American Publishers, i„ c ., ,’ t "" ° f 

Nothing in We l eh or A tascad.r„ ..... ' ~ - 11,1 

court ° ases ' iostifies th.~^r; n °; h ;; her percinent su - Dre "* 

int ° th3 qU33 “- of congressional intent eXP4nSiVe 
court. The ^ Court look#d ^ s ^ «• oontemplated by the 

exclusively i„ determining no i„ t .„ t to b 8 J °" eS A “ 

Che Atascadero Court relied o « * r ° 9at * C ° Uld b * f ° Und! 

-ere^7 e taii d H3habi ^-Cion Act. 

boing found in the sections • ” ary ’ ^ Un9quivocal intent 

sections specifically pertaining to the scope 
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0f the ” A “ 3 ' fU " her ... neither necessary n 

appropriate. e< =?ssary nor 

if an expansive inquiry into Congressional • 
permissible, nothing in the liBlt . tloM ^ 

C0Pyri9h t — —a - the copyright A ot con 3 

Congressional intent Ihe T t ^ 

the COp ^^ Act are found at 17 „ s c {€ Pr °'' 1Si ° n9 ° ? 

Ul ‘*>' “2(b), ua (d , ( 3, 601(b . 107 ' 108 ' 

limitations are applies oniy to », 0 ve th " e 

include local governments that h rnmen ^ bodies,. which 

immunity. Monel! v De * V * "° E1 * V * nth Amendment 

«S0 (1978). ^ -Sili-Jervicjs, 436 0<s . 658> 

L ° 0kin g at these limitations i„ ord er clarif 
end destroys the illusion that thev *** lnt * nt 

Section io 7 codifies the d * '***' t0 th * atates - 

. the doctrine of "fair use.” pair 

defined to include .reproductions i„ copies or Pho “ 

Purposes such as...teaching," and ' Ph ° n ° records -•-for 

considered i s reD a ' am ° n<? th * factors to be 

ea ls reproduction for 

Purposes." 17 a s c « ~ PC ° ^ educational 

th t U) - Anderson and the amic 

that state schools would not need th- ^ 

«ere already immune from suit a " Pr0t * eti ° n if the at «es 

1476, however, it i, aBD a ’ ' St3ted ^ H0US * ReP ° rt No - 9 4- 

rr:r: 

broad insulation against unwa P ld * lnn °°* nt teaeh *rs...with 

infringement " B eca rr3ntSd lUbiUty Sai 

"suae teac hers sued in their individual 
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capacities may „ ot be able 3uccess£u 

thS *—«nt. Kentucky , Grah Pr ° teCti °" 

; 1 u ; ! ' "• 

:::::rr;.r - - “™- -**«» 

iramj „ity « aq ain the limitation Jnll^^ 

r;;?- ^ 436 

immunity of the Eleventh Amendment, so that , 107 T ^ ^ 
—uous in its application to them. “ "°* 

Section 108(a)-(i) generally affords „ 

library or archives" to reerod Protection to ", 

0 re Produce copies of works if ►*. 
reproduction i, made without any view to co 

tb. library or archives is open , ""* rCU1 adva "t«9e, 

open to the public, ami *.w 

reproduction includes a • th * 

cxuaes a notice of copyright n rT „ 

(*)• The provision mat, * *S.C. § 108 

Provision makes perfectly good sen** k 

reasons noted above, private libraries * CaUae ' ^ 

public libraries of locals- Pe " tQ th * pubUo and the 

83 ot localities otherwise 

option do not en.oy Eleventh Amendment ^ * “* 

-eir: zr ^—-—3 

governmental body or a^np 3 ^^ ‘ "° ndra " atiC ”“ 3ical “«k by a 

y or a nonprofit agricultural . 

organization, i„ the cour horticultural 

horticultural fair or exhibit' an " Ual a,CiCUUUral « 
organization...." 17 „ , . ^ SUCh ^ »r 

‘ U „' S) - ^is provision immunizes 
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l0 “ 1 9 ° Vernin9 b ° di « private nonprofit 0 . 

“ hlCh Sr9 not Protected by the sieve th ‘’'"""‘“on* 

:; f 7 ed to - - —.. roe^ 
--"tlte text doea m.U, use the word J.7*‘ n ° Where 

Cotton 111(a)< 4) deflnes , 

transmission" of a performs "'‘"^nging the "secondary 

Performance or display of * , , 

S-ernmental body, or other nonprofit 0 rl “ * * 

Purpose of direct or indirect aUon ' without any 

o.s.c. mu,, 4 , 4 C0mmercial adva ntage...," 17 

Again, because private 

a " d Ioca i governments are not “^"^etions 

Amendment. it i 3 3imol Pr ° teCted by the «•'"»«> 

redundant in extending to them • r,U * ^ * UI U 
already .„ joy . ^ «^h they did not 

— aa that copy „ 7 aPPU " " f0C * «- 

infringement, and to $ 118 (d) in . atlon " ia "°t an 

bodies and nonprofit institutions Z^Z^' 

WUh the transmission, the perform ^ultaneously 

the course of a transmi ■ 4 " Ce ° r dl3play of 3 work i n 

an3 " i5S10n Mda by a P«Wic broadcasting 

tion SOI effectively phased out the "man f 
clause," which provided full copyrlght " a ^ a =turi„ g 

took, or periodicals i„ the E „gi h Pr ° te “ i0n °" ly those 

manufactured in th ? 18 la " 9ua9e whic h were 

ctured m the United States =„ 

exception to the manufacturing c ' ^ 94 —- - 

9 clause s prohibition Of the 
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importations of such books and pariodicals not „ 

SUt « a «-ded the importer where ^ " “* 

"sought under the authority or for the use oth 

SChool3, Of feho r ' ther than in 

the Government of the United States or of , 

“ P ° 1Ul “ 1 subdivision of a State - 17 - s p *" T State 

SUt * 601 afforded protection to the pr^ ’ ^‘ 
states and their political 3ubdivi3ions> so J*""' " 0t the 

Purporting to extend to the states th • on 9ress was not 

already possessed. the xmmunity which they 

Section 602 presently prohibits th. • 
authority of the work’s Ameri . lmpOCUtion ' “ithout the 

Phonorecords of that work acguT 0W " eC ' ° f eo P le » or 

U.S.c. S 602 (a). m 3 b - Ulre ° UtSlde the Dnit ed States. 17 

Prohibited as an infr' S8Ctl ° n <am ’ ^ 1 " Ilott,tion not 
an infringement if carried out -under th 

or for the use of the d the auth ority 

of the Government of the United 

State or political K<4 . . States or of any 

political subdivision of a stac. _ . 

or Phonorecords for use in schools....” ^ lnClUd1 " 9 C ° Pi ' 3 
Congress immunised the importer, not the state; " “ ' ^ 

In COnClu3i '="> the Pivotal question before this r 

whether the framers of the Constir f ^ " 0t 

e Constitution intended the 

have th * to subject the states to the t0 

“ ana « 3d <■« Appellant's Br ief , 5 a ^ Pr ° VlSi ° nS 

..wen if it hal the Xr ; t ^ ^ " 

tbe Copyright and Patent Claus, has P “ r,U4nt *° 

intent to override • ’ un, "iatakably expressed its 

tide the immunity conferred on state 
the Constitution * governments by 
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note/"^,levins 3 ’ t “ ^ f ' e<!U * n “» 

— =« be sue b^ 1^^“ ^ ^ * 

wnere it can be sued. We ich ss rr c , 
at 5048, auoHnn n u — 55 U.S.L.W. 

' qUotl "9 Pennhurst, 465 a.S. at 99 . u 

— - —ces, The Copyright and P e ~ r the court 

— =o P . i9ht protection to the federai sp e - -* 

California, in rr « , 1r __ P r ®‘ 2oldstein_y. 

the C °^ iqh ‘ Act of 1976 the states’r.gulat ' UntU P ‘” 49e 

"common law" copyriohta * * nd enforced 

Pyn 9 ht, concurrently with the federal 
government's r«oulan«„ ^ ral 

con • k 4nd enfor «”«"t of -statutory- 

Pynghts. i m. Nimmer, Nimmer on r 
Thus a copyricht . c =Pycr 9 ht S 2. 0 J (1986). 

==pyr 19 ht owner's inability to see, redress against an 
infringing state is not the result of the 

" ch°ice or failure ** 

states within the „ b it of federal JurL' t ^ iB ° 1Ude ““ 
authority for co Py rioht ^ura^etion. or to grant 

copyright owners to proceed i„ state trlbunal ,. 7 



to provide 
court 
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Wh9n PUt ln P«Per perspective And 
practical arguments for subject' ’ r3 ° n '^ 5 equitable and 

- the —- «. Tzm ;r to -— 

"• 3imply •"«»- to the wronq f " PU1 " ly they 

—— - —zt ; 1 isc — 

curtailed or foreign trade jeopard! d ° bU9ati °" a «» be 

b3 «-e the states are not i labl . / Brief 

“ 16 iS — 33 -=b should dec!T rl9ht lnfrin9ement - 

UBf ' lr " 0t to ■<**« the states to t “ “ 

(Appellant.s Brief lts «mi,ht Jurisdiction 

" 0t ° ner0U3 ' b « they do realisTrV' ^ "* 
deeldlns whefc her one sovereign h " °' 

Jurisdiction. Mothing “other to its 

a fede r—- — t is i::;r ted or rs —— 

■=*-• An Emnl - 


--- con yr ,, ,■ 3 LM h W^Z —- 

^-son ■ s 

University's Director of pufa 983 tfiat °* b °rah Brown, the 

contributory i„f ringer Kft °« a “on and Aelations, was a 

-Payment, she was involved i„ ‘ “ Uhin °' h « 

Anderson’s photographs - eC1S1 ° nS the °f 
Proceedings i„ th . couct the 

Officially in her role aa 3he h *d been acting 

the entire tin,, which Mas th# *^ l0y ** ° £ th * °" i ''«fsity during 

She was also entitled to^ ^ ^ ‘«« 

**" the Eleve "th Amendment 
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immunity of Radford. The district 

district court deri* 

< Ms. Brown was entitled ► Uned fc ° find that 

tied to Eleventh Amendment imm, ■ 

th “ 3he - -titled to a qualified ^ ^ ,0UBd 

discretionary acts and d' immunity for performing 

y acts and dismissed the alienation 
(App. 21-22). 9 t ° S a 9ainst her 

Xt is a settled princiDl* rt f 

absence of state waiver or Co ««. in the 

"Eleventh Amendment bars a 

SUt# U substantial parkin ° ffiClalS "" **“ 

^S-g£SS2 l_and Hosnit., .. rMt '” ^S2Sburst 

guoting Eord_ Mgtor Comneny .. ~- „„™ an ' 465 °' S ' 101 (l9s *>' 

^-2t^i«_Taasur^of 

h' ' " ere nuUit ^ « Plaintiffs who were^r! 

• ^ndgment against the state directly couldT ^ ’h^" 1 " 9 

I--nt - 3 -ought against one o it IfT ^ ^ 

Supreme Court h*. 1CS °“ ic ers. The 

court has noted that official . 

-Present only another way of pleading an actLT- ” 9enerally 

sntity of Which an offioer is an againSt "" 

icer is an agent ** , 

°-S. 159, 165 (198 ,. . ' - ntuckv v - """I. 473 

(1985), quoting Monell v. Dena^ 

^^^S' *3* 0... 658 n. 55 „ 

fhe general rule to be that . . ' C0 “ rt h “ 3Uted 

official "is against the s n ° minaUy br ° U9ht a9ai " St 3 " 

yaxnsc the sovereign 'if me • ^ 

expend itself on the public treas 3 ° U9ht W ° Uld 

y one treasury or dom* f n 

Ch * PUbli0 administration, 1 " or if the it ' ' Wlth 

"ould be '"to restrain th * * 0t ° f the i ud 9ment 

restrain the government from acting or to 

ov.tj.ng or to compel it 





A t0 act '"' Penmjurst, 465 u.s , t 101 - 

222 »•». «... 620 U ' 

It is only when the acts 0 f star. ... 

^ -ires that those ottl ° tlClals «• deemed to be 

*" ^ ^ doctrine ori,i Mt * ^ " f *“« 1 ««t. 

123 (1900,, ln Khich ^ ln ^^ertej^ouna, J09 

the state act Court held that, where a 

ect pursuant to an unconstitutional ° f 

enactment i. void and those agents the . enSCtme «' ‘uch 

the state for their actions Und haVe 

Eleventh Amendment does not precise ^ ° ireU " St -'« the 

T uet — —— o« ;;; ;tit r :T ive in3unctiv# 

clearly establishes, however, that th ' eCent PreC,dent 

" narr °” « —enable exception. * * 

b «- fennhurst, 465 0 .« at n s EleV * nth ^'"^ent 

th « the Ultra Vires doctrine „ m ^ =-rt held 

Eleventh Amendment only „h er e a state 7' “ " t0 the 

unauthorised. Specifically the e ° * Cti ° n la totally 

"■ "*•••........»r: •••*“..... 

only When he acts .without any authorV^ ‘° ^ ^ 

omitted.," id. at loi u . y Whate - e r-' (citations 

Wl *h aPPr ° Val it 3 earlier decis^ thTV^ C ° Urt ^ 
£2£Si an-Cor 2 oration, 337 u. s 63J fia ^2iiJomestic_and 

^ — tests on‘,heoffi X 1 ^ ^ 

= lai ” -* .eeo, in the exercise o n« ^ del " aCed P °’' er - * 

sufficient.'' see also, norida D ^ *’ theref ° re "»t 
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— ° r3 ’ Inc ^ «« O.S. 670, 688 ( 1982) in h . „ 

referring to Lareon ’ W lCh the Cou rt, alsc 

9 to Urson, Stated "the fact that an off 

withholds property hoi • f£ er wrongfully 

Property belonging to another does not „ 
establish that h« < 0t neces saril y 

that he is acting beyond the permissible . 
official capacity." rmrssible scope of his 

in the instant case Anderson has at all f 
-rse of this suit alleged that Ms. . ' thr ° U9h ° Ut tha 

° f her ' mploi "” e "t. Anderson has not . 1 ^°^ ” lthi " 

Brown's part which would place her °" "" 

dieted responsibilities. Under such ci ^ 

° nly b# cona idered to have acted of f BrOW " 

entitled to the same ei * *" d ther,for » i» 

same Eleventh Amendment immunity a. „ 

UnU ‘ 

1064 ' ” '* SUPP ‘ 
2i«£i£t, 333 F. Supp. 1217 777^ ~ r_Bupont__School 

***• »3, fcw w 10 ;::; 0 nrr 

147 »1. App. 3d 710, 498 N.E. 2d W ^ J h ' 

Clearly claim that the alleged off "* ^ pleadln 9 3 

extended x ®»«nity to those defendan^c 

complaints do not explicitly characterise their Mher# “* 

— Gord °n, 373 U.S. 57 (1963). - ca P«City. Ha wai i 

(19631 . r ’ -Uqan ° a " 1 ' 37 2 U.S. 604 

^ nsen s Mte Board of m... Comml . 

(7th CirTwss," 5-2 -~ 133 ioner s, 763 F. 2d 272 


21 







A 
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While it may be argued under the doctrine 

th3t Pr0SP * CUVe -Junctive relief is „. iUbl . 

n0t 30 “9 ht ' "or is it appropriate a ' U 

facts, when the controver • 3 "° ted ln - st ateme„t of 

Photographs the D ■ P°ncer„i„ g Anderson's 

P ' the “mversity returned aii of th„ 

Anderson despite the fact that it had paid for " Ph ° t09raPhS ‘° 
reasonably believed it ^ ’ £ °' *" d therefore 

continuing violation ► S no alle ged 

9 violation to enjoin and the only re ii* f 

th * °" ly «u 9 ht by Anderson, is monet ^ 

Parti "' ‘—ins Anderson, recognise 

‘«i"S at all times for and on behalf 0 f th "" 

»ithin th, scop, of her duties any “"i’^aity and 

he an indirect affro " ' h « 

Patent Br . 7 “* —»e„t.S 

"t Precedent examining copyright inf • 

against state officials has been careful t ° Ui " 8 

Amendment Jurisprudence. Ih us i„ *ihale* ei ‘ Venth 

»» r. supp. 903 „. D . 

Plaintiff sought damages and i • the 

images and injunctive relief t 

°* Mi —its Governor, the state D " **“ St8t * 

the Department's director f ‘Partment of Commerce and 

- -at an d.fe„dai;; w :;: it:;;? intrin9ement ' the court 

titled to Eleventh Amendment 
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immunity with regard t0 th . plaintiff . 

court went on to note h re< Juest for damages. The 

note, however, that to the , 

sought prospective injunctive relief the E! 

offered no protection to the indi eVe " th A '” endment 

cne individual defendant.■ re 

«. «7', w c 

among others, the ^ 

Director, Woelffer the cmmerce and its 

er ' the court found that ► 

relief available • * th ° nly Potential 

suable against Woelffer *« =, 

copyright infringement was prospective^ ^ ^ ^ 

505. Pective injunctive relief, id. at 

as,. 

against, among others two h • Plight infringement 

* <-ners, two housing official = a , 

University of South Florida the " ^ ^ 

ca, the court held that 

^ substantial party in inte university 

«aims against the officials „ ^ diSmiS ” d all 

—t. The court al eld Ur3Uant * ““ ,l "~“ 

- -ed h :; ;t thou9h the —««««. 

r — that ** 

Director of Housing and as a m.mh a P«=ities as the 

Planning 1 ' at the university a d ^ 

jUd9 ” ent - c ap^nal .., ^ ^ ^ l °' au-ary 

2-3 -- aUiS! ' No - 83 -1038-Civ-T-13, Slin „ 

* J • J f 3J*ip op. at 
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In the lnatant Case the district court held that Ms . 
was entitled to oualifi«H • Srown 

22) Hheth '' mUnXty fr °” m ° netar >' (App 

’• Hh «her couched i„ term3 of qual . ' PP ' 

Amendment analysis the i™>unrty or Eleventh 

l yS ' the pr °P e t conclusion was reached- a 
circumstances pleaded hy And erson. Ms “ nd « the 

for monetary damages as a co t ■ w “ t be Uabl « 

ges as a contributory infrin«» 

« on times MS. Brown was not acting i d ^^ight. 

benefit, but solely £or and on behalf " f “ h « 

correct. 3 ruii ng is 

III. 

CONCLOSinw 

for the reasons above the two d.et.- 

-rt being appealed should be affirmed ! 

be dismissed. thlS appeal should 


RADFORD UNIVERSITY 
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February 1, 1988 


Office of the General Counse 
Copyright Office 
Library of Congress 
Department 100 
Washington, DC 20559 



Dear Ms. Schrader: 


request for i^form^noT^ Am 0p P 0rtunit V to comment on the 

claims of immunity against damages for infrin^ 6 ^'!- ^ view the matt er of 
a key issue in domestic U.S. cop^ghtpVHcy! ngement ° f works°as 

pobllshera, would like to 

the ‘ r ,ike everyone 

century, newflette?publuLra'haveMmtefOT 'stjt* beginnin S of ‘his 

subscriptions are the key to profitfS ^ A And ’ “ know, multiple 

damaging for a state government to f As a result > * is ertremelv 
if. Furthermore, this is the kindVf pr^tiee^h sabscri P tio n and duplicate y 
track. Our members'companies avJnair „ e that is almost impossible to 
result, they do not have the mSpS'o Snf ^ 10 ^ As a 

not have the financial resources to take on a stategorerumen? 1 ° ertain ' y d ° 

S £ ^eve that s„ me states' 

of copyright owners. y Justlfies damage being done to the interest 

Sir^er^Iy 



Paul'Warren 
Vice President 
Newsletter Association 
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February 1, 1988 

The Honorable Dorothy Schrader 
General Counsel 

Copyright Office, Library of Congress 
Madison Building, Room 407 
Washington, DC 20559 


Dear Ms. Schrader: 

I am writing on behalf of Intellectual Property Owners, Inc. 
(IPO) in response to the Copyright Office's Federal Register 
notice requesting information on Eleventh Amendment immunity 
claims by states in copyright infringement cases. 

IPO is a nonprofit association whose members own patents, 
trademarks, and copyrights. We believe it is essential to 
maintain effective laws and regulations for protecting 
intellectual property rights in the United States in order to 
have incentives for inventiveness, investment, and creativity. 

In our opinion, the current claims of state sovereign immunity 
from copyright infringement could seriously undermine U.S. 
intellectual property laws. The recent district court cases 
which have found five state governments immune from suit are in 
error. 

The statutory scheme of the 1976 act makes clear that Congress 
intended to subject the states to liability. Congress has 
granted copyright owners "exclusive" rights. Congress has 
preempted state laws which are equivalent to copyright and has 
given the Federal courts exclusive jurisdiction over copyright 
claims. The 1976 act says that "anyone" who violates the rights 
of the copyright owner is an infringer. The act grants the 
states certain exemptions which would be unnecessary if Congress 
had not meant for the states to be subject to the act. 

In view of these features of the Copyright Act, it is 
inconceivable that Congress intended for the states to have 
inununity. The damage that would be done to incentives for 
creating and disseminating copyrightable works would be enormous. 

Moreover, if states were permitted Eleventh Amendment immunity 
from copyright infringement, we presume they also would be able 
to assert immunity with respect to claims of patent infringement. 
The same reasoning would seem to apply; patents and copyrights 
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are covered in the same constitutional clause, and the statutory schemes are 
similar. 

The possibility has been raised that Eleventh Amendment immunity would extend 
as well to claims for infringement under the Federal Trademark Act, enacted 
under the power of the commerce clause. American Bar Association Section of 
Patent, Trademark, and Copyright Law, 1987 Committee Reports , at p. 86. 

Such interpretations of Eleventh Amendment immunity would have major effects on 
the economy. State government agencies and universities are large entities. 
They are major users of computer software, books, and other copyrighted works. 
They are also users of patented products and processes, and they market or 
license articles bearing trademarks. 

Finally, we wish to point out that Eleventh Amendment immunity for the states 
probably would include immunity from suits by foreigners w ho own intellectual 
property rights in the United States. This could invite retaliation by our 
trading partners, and certainly would impede the current efforts of the U.S. 
government to obtain better intellectual property protection abroad for U.S. 
citizens. 

Thank you for considering our comments. 


Sincerely, 

(2 . 

Herbert C. Warnsley $ 

Executive Director 
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Executive Vice President 
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General Counsel \ 

U.S.. Copyright Office ; 

Room 407 

James Madison Memorial Building 
First Street and Independence Ave. S.E. 

Washington, D.C. 20540 

Dear Ms. Schrader; 

right^inf ringement in Reques't n f or "comments C ° ^ e . ElevenCh ^endment/State copy- 
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statutory/regulatory databases and to draft ne'w .I««eI/r,IIu“on,“ d 

.^ 1 ^ S ^ i n2J t bU (1 “ ~r software with 

trouble. Our business and the substantiai“S„elroI“Hr SS « UU ^ in bi * 
we ve made in our software was based nn th** j , time, effort and money 

would be protected from LfHnge.L't by a' that Sdch 

bility of injunctive relief is simolv not Z n h 1 ? ,:l “ dln S States. The availa- 
cal protection for a small company sLh Is ourff° V"" 6 ^ t0 i,rovide P««i- 
limited legal resources who may wish tl use oil Ilfl ““ “ lth rel otively un- 
mg license fees. The recent cases granting <?r . ft are P rod ucts without pay- 
enth Amendment against what would otherwise be co^^hT^^ 0 " under the Elev ~ 
are thus very troubling to us. If these csspc ^ ri ® mfrmgement damages 

hope that the Copyright^ffice anrcl„ g lesriui a t r a e k e n °lcl° rre<:ted ° n ’ " d 

able to copyright damages suits. S k action to make States li- 
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Dorothy M . Schrader, Esq. 

Office of the General Counsel 
Department 100 61 

Copyright Office 
Library of Congress 
Washington, D.C. 20559 


Re: 


Concerning°Eleventh^A eSt /^° r 


Dear Ms. Schrader: 

On behalf of McGraw wt 71 t 

comments in reaponse to ?he r ' esT’V I would like to submit 

information relating to the issue of p^« the + .? 0pyright 0ff ice for 

?L S . tates from suit for money 8 damaaPQ 1 ^ 8 ' 11 ^ 11 immunity 

infringement cases. ^ arising out of copyright 


leading "pVishe^lTThe flemf't" 1 ^ . is ' •• you may Know a 

textbook markets. il additfo?^ a / y/hlsh scho °l and coTleoe 

scoring materials to the«' McGraw ' H iU sells testing and 

C T B/ “= Gr a»- Hi n division. McGraw-wYiT , markets through 9 its 

rh e “star proaucts ' including Software and°dfi S J ributes a number 
the state sector. All of n, ai , .f r ® an( ^ database products to 

“P° n the significant protections aff^T'!/ 11111 busin esses depend 
the Constitution and the 1976Copyrigh?f ct ?° Pyri9ht owners unde? 

eUhef •«"t CU M McGraSlTs 111 - t0 derate th, 

saliiamii! Yl .^i^BBxlasi Var y° us !1 ^^l s if 


^ vision in BV businesses ii 

ga,llforma. Los tn rTr . is ? 1n tt ng V * University nf 

folding set forthiStLt case t f 7 ,^ 8 Ninth Ciralit or if the 
jurisdictions. 3t Case 15 followed in a number of other 

has C inc a9e revenue derived 6 by McGraw* Hill noted that the 

has increased significantlv nval raw -Hill from state agencies 

governments have assumed portions of Pa wha? eVeral years aa state 
federal government's resDoncihi i • *. what was previously the 
services. We believe that thfs trend ? pr S viding education? 
®?“? at i°" will continue to increase the state f “ na ing in 

derived by McGraw-Hill from state agLc'e" K'SS^turV. reVenUe 
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some “sta^r’^oVernments^thft thS contenti °n raised on behalf of 
applied by publishers on state ”« °°. oasion ' Pressure has be^ 
Proprietary material where such 9 n?f leS - £° prohibi t copying “ 

« rXr e t r the W’”cC?igS? e ^ 9h ' : - h B 1 r ?"" bl I 
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Dorothy Schrader, Esq. 

General Counsel 
U.S. Copyright Office 
Washington, D.C. 

Re: Eleventh Amendment 

Dear Ms. Schrader: 

F he Ass °ciation of American Publishers, Inc. 

I»ijnDn\ an< ^ ^ he Association of American University Presses, Inc. 

( AAUP ) we^hereby respond to the Copyright Office's "Request for 

Fed? r Reg!°42045 n< {No!J! n 2, E 1987) l ! h ^ endment - co PY r *9^ issues. 52 

In light of the recent line of decisions cited in the Office's 
Request (n. 4), this inquiry into problems of enforcing 

a?S Yri ? h AAr 1 rn 9 u t f- aga ^ nst state governments is welcome. However, 
AAP and AAUP belive it most important to stress one overriding 
consideration at the outset: unlike other areas where the 
Copyright Office has conducted studies, no "balancing" of 
different legitimate interests is involved here. The Eleventh 

lssue ra ^ ses only the question of whether a segment of 

^ho„?S P Ki aCe -r~ » nd 3 V - ta J - 3 rket segment, as well as one that 
should bear its sovereign" mantle with responsibility , at that 

L!'° U d i be effectively insulated from both claims of, and 

aao 2H fUl remedies for ' infringement of private rights. To the 
AAP, the answer to this question is clearly no, and the 

practical problems" raised by decisions to the contrary are 
quite ominous. J 

The AAP is a trade association of book publishers. Its 
approximately 300 members publish between 70% and 75% of the 

Volum ® ° f a11 b ? oks Published in the United States. The 

sn m^mhore n ? t- f°^ -p fu fifc associat i° n of university presses. Its 
80 members include the presses of virtually every distinguished 

university in the United States, as well as several Canadian and 

and e distMbnL S ? h °i arl ? p ^ blisl ? ers * AAP and AAUP members produce 
and distribute trade, text, scientific and technical, 

professional and reference, and other books; journals and 
periodicals; a variety of educational materials in various media; 
computer software and data bases; and engage in many other 
activities at whose core are copyrighted works. They do this in 
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myriad markets: their customers are individuals, large and small 
corporations, public and private universities, and governmental 
entities of all types -- federal and state agencies, military 
services, school systems, libraries, and virtually every other 
type of public entity. 1 y 


Until recently, it has been clear that all customers (save 
perhaps the federal government, see 28 U.S.C. §1498(b)), stood on 
an equal copyright footing, viz., that their violations of the 
exclusive rights in 17 U.S.C. §106, if not exempt by an express 
B|2vi^i, were subject to the full panoply 
of remedies found in 17 U.S C. §§502-505.1/ And the limitations 
and exemptions in the Copyright Act were carefully crafted after 
lengthy, attentive Congressional consideration to both the 
legitimate needs of users of copyrighted works and their impact 
upon copyright owners. Recent developments now suggest, however, 
that by virtue of the Eleventh Amendment, states and state 
entities may infringe copyrights in blunderbuss fashion with 
substantial security against meaningful action by copyright 

owners, and that the delicate structure of the Copyright Act will 
be impaired. ^ 


AAP and AAUP members publish textbooks, anthologies, scholarly, 
professional and reference works, workbooks and other 
"consumables," and software and data bases, precisely for 
educational and other institutions and agencies that commonly 
include many state instrumentalities. They rely on states and 
state entities for a substantial portion of their income. The 
effect of Eleventh Amendment immunity is hardly ancillary or 
unimportant to their interests (indeed, small specialized 
publishers may find their entire businesses endangered); and it 
is contrary to the public interest because it diminishes the 
economic incentive and ability to publish other works in all 
markets. 


A brief review of the characteristics of the (thus-far) 
prevailing defendants in recent Eleventh Amendment-copyright 
litigation only begins to demonstrate the scope of the present 
problem. In addition to one state, the following entities have 
been held immune: 


• State-run universities!/ 


1/ The federal government is, however, subject to monetary 
remedies for copyright infringement. Id . And the Copyright 
fice has recently reaffirmed the principle that sovereign 
authorities must respect the rights of copyright owners. Second 
Report of the Register of Copyrights, Library Reproduction of 
Cop yrighted Works (17 U.S.C. § 108) 37^387“ (January 1988).— 


^ gj-chard Anderson Pho tography v. Radford U niversity. 633 
F.Supp. 1154 (W.D. Va. 1986) . -- X 
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• Boards of such universities^/ 

• State "cabinet" agencies,!/ and 

• State officials!/ 

and potentiallv^mmone" P °^ d by thls “Mnity is substantial, 
ana potentialiy immense. AAP estimates, tor example tj i. 

1986, publishers in the United statP<= anii J J-iff that ln 
coilege and university textbooks.!/ According toihe°Senf ^ °f 

stud'entf n n ;hisV 4 “ nt ° f the a gra'dua^ ^ 

« , , ? t, l itlend state-run institutions.!/ This 

instUuUons ^biU^n V* Sa - 6 at PUbllc and P'ivlte 

of the gartik -lume-of^oorsa^s ^enUtTes^Uh^ent^r* 
eleventh Amendment immunity, who, by photoconvinn or p J, tent ^ al 
may severely erode that market. Y photoco Py in 9 °r otherwise, 

pf?p/?o al S i! leS b °. State entities of non-textbook materials and 
sales to such entities outside thic i n - mi - __materials, and 

market, are also most substantiilj bitdiff ■' Br f :l ' tY 
Moreover states could structure the waysl^wMch locar 3 " 6 ’ 
schoSi P dist?ict2? h a r Subor f i " ate “nits of government (e!g., 

cloak them with "state^autho' • 5 unde ^'. or do business so as to 
liabilityfo L 1 authority and immunize them from 

Place toda^ d ? raages ' even if that immunity is not in 

unquesMonablv ^rio eV ! ntS ^ stafce ^elated markets are 
F1 ^. 7ftnfh a abl ? and substantially jeopardized by recent 

Eleventh Amendment-copyright developments. Y recent 

guidelinls a doIs at fndPpS rn " YS General have issued copyright 
their liability'under the fedora? that ^ h ? se state s recognized 
Reg. at 4204^ £2«?aU^' 

cSur??s"deSL?on e ?n b L the S° Pyrl9ht 0ffloe antedate ?he supreme 

S?s! t 2l4 d a " 1 n t lg l - r h 6 :°u Sb t a e1 

eea ' cne quoted effect of the pre- Atascadero 

SHgra, BV Engineering u. nrr.a 3 

Parr ish Assoc/ aii ??2d 0 ^ 

uTsT ~r987f . Uitn Cir. 1987), cert. den. _ 

f^ f T^ lek . GQrp * V - Michi q a ? -> 595 F.Supp. 903 (E.D. Mich 1984) 
aff d on othe ^ pounds, 814 F.2d 290 (6th Cir. 1987), c^rJ. din 

626 F.*SuppTm * 

^ Mihalek, supra ? Woelffer . supra . 

6/ This estimate includes data from AAP members and estimates 
concerning non-AAP publishers. estimates 

_/ Department of Education Bulletin, February 1987. 
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in Florida and California may already have been eroded 
by those states' successful interposition of Eleventh Amendment 
defenses to copyright infringement claims in Cardinal Industries 

and BV, respectively. Of course one would hope that the- 

Attorneys General of those states, and other state officials, 
will not confuse immunity from monetary remedies with a 
principled lawfulness of conduct, and that they will not retreat 
from or create new barriers to responsible adherence to copyright 
law. But copyright rights are to be granted and (carefully) 
limited by the Congress, not by the whim of state officials. (It 
must be noted that the Eleventh Amendment copyright cases do not 
purport to legitimize any activity as "non-infringing” in 
substance; they do impose debilitating obstacles to effective 
action against claimed infringement. In sum, the cases permit 
ejv_asijon of legal obligations that themselves are not contested 
or, as noted below, of claims that are at the very least entitled 
to be tested in the courts. Particularly in the copyright 
context, where no other road — save for Federal courts — or 
relief --save all statutory remedies for infringement — is 
available, Eleventh Amendment immunity thus offends vital 

principles of our democratic society and of our international 
obligations.) 


While, under the decisions, some manner of injunctive relief may 
remain available in theory,®/ this form of relief alone is not an 
adequate remedy to the "practical problems" posed by immunity: 

By their nature, injunctions can merely 
"forestall future violations." United States 
v. Oregon State Medical Societ y. 343 tt.s. 

326, 333 (1952). Injunctions, unlike 
damages, do not provide any degree of 
recompense to aggrieved copyright owners for 
infringements that have already occurred, or 
for markets that have been substantially 
eroded, if not destroyed. Nor are they 
available without a likelihood of repeated 
harm by the infringing party. A limitation 
to injunctive relief would eliminate any real 
possibility of favorable settlement for 
copyright owners and would permit [and, 
indeed, invite] the continuation of 
infringing activity by great numbers of 
entities, until in each separate case the 
particular infringement happens to be 
detected and an injunction obtained. 

Moreover, it should be noted that copyright 

57 The availability of injunctive relief emphasizes that 
application of Eleventh Amendment immunity in copyright cases 
only serves to permit evasion of legal obligations by the 
principal entities that should be held responsible. 
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infringement, for example of computer 
software, is particularly unsusceptible to 
detection as compared to most wrongs 
traditionally remedied by injunctive relief. 
Injunctive relief is thus likely to be even 
less effective in forestalling serious harm 
than usual. [Brief Amici Curiae of the AAP, 
AAUP ' in B V Engineering v, UCLA before 

the United States Court of Appeals"for the 
Ninth Circuit at 11, n. 4.] 


Current Eleventh Amendment developments, if sustained, will thus 
also present a new and unwarranted enforcement burden on all 
copyright owners, not just those represented by AAP. Owners 
whose works are used by immune entities will have to consider 
devising systems to monitor closely state and customer behavior 
since their only remedy will be an injunction that, for the most 
part, can only be sought after infringing activities have begun 
or, in some cases, upon clearly demonstrable threat of infrinqinq 

„„S UC - 1 - regi !T' in addition to P os ing unacceptable and? 9 
xkely, unavailing and unworkable new enforcement burdens on 

copyright owners and, perhaps, unnecessary intrusion into uses of 
copyrighted works, reflects inappropriate and unwarranted 
application of Eleventh Amendment doctrine to copyright cases. 

The AAP and AAUP have filed briefs amici curiae in the Court of 
Appeals for the Fourth and Ninth Circuits in Richard Anderson 
Ph o tography and BV, respectively. Rather than repeating our 
arguments in detail , we have enclosed a copy of the BV brief for 
your use, and will simply recapitulate the major points here: 

1 * T ^ e <p 0 Py r i- 9 ht clause of the Constitution (Art. I, §8, cl. 8) 
provides Congress with the power to "abrogate" states’ 
claims of Eleventh Amendment immunity in copyright cases. 

(A quite recent case, decided contemporaneously with the 
submission of our brief in BV, expressly holds — in accord 
with earlier authority — that the Congress may abrogate 
Eleventh Amendment immunity under its Article I powers 
United S tates v. Union Gas Co. . F.2d ri987 u S 

App. LEXIS 14575] (3d Cir. 1987)77 - 


When it enacted the present copyright law. Congress 
unmistakably expressed its clear intention to abrogate state 
immunity. Numerous provisions in the copyright law reflect 
that intent, including: 


§501(a): "Anyone who violates any of the exclusive 
rights of the copyright owner . . . is an 
infringer of the copyright." 
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§118 (d)(3): Government bodies!/ that receive a 
reproduction of a transmission program and fail to 
destroy it "shall be deemed to have infringed." 

§602 (a)(1): Exemptions from infringement liability 
for "importation . . . under the authority or for 
the use of . . . any state or political 
subdivision of a state . . . 

§110 (1),(2),(6), and (8) : Exemptions for 
"governmental bodies"!!/ and "nonprofit 
educational institutions" (which are often run by 
states and their entities) . 

§111(a) (4): Exemption for "governmental body"!!/ 
and 


• §112(b),(c), and (d): Exemptions for "governmental 

bodies."!!/ 

Taken together, these provisions demonstrate that Congress 
believed that §501's imposition of liability on "anyone" who 
infringes a copyright must run to states and state entities, 
since otherwise their exemptions would be unnecessary. 
Because Congress did not intend states to be immune, these 
provisions are not mere surplusage. 

The fabric of the complete copyright system demonstrates 
Congress' intent to abrogate state immunity: 


—/ The phrase~ ir governmental bodies" was used throughout the 
copyright revision program to include state entities. See House 
Comm, on the Judiciary, Copyright Law Revision . "Report of the 
Register of Copyrights on the General Revision of the U.S. 
Copyright Law," 87th Cong., 1st Sess. at 129 (Comm. Print July 
1961) , expressly noting that the law contained "nothing to 
prevent governmental bodies, at least of the States , from 
securing copyright . . . ." (emphasis added). Cf. 11 U.S.C. 
§101(26) ("governmental units" in Bankruptcy Code includes 
states) . 

!£/ See n. 9. 

!!/ See n. 9. 

11/ See n. 9. 
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In §2M§t e.ln v« California , 412 u.S. 546, 560 
(1973) , the Supreme Court described the copyright 
law s effects as "pervasive," and stated that "no 
citizen or State may escape its reach." in 
revising the Copyright Act in its entirety three 
years later, Congress took no action and left no 
trace suggesting otherwise with respect to state 
liability. 


?. 8 .?* ?r C .’ . § 1338 (a) grants federal courts exclusive 
jurisdiction over copyright cases. In the Supreme 
Court s Eleventh Amendment cases, the effect of 
immunity has been to require plaintiffs to seek 
relief in other available fora . The recent 
Eleventh Amendment-copyright cases can thus be 
correct only if it is assumed Congress intended to 
divest copyright owners of meaningful relief from 
infringement against state entities, and to leave 
such entities substantially free to infringe. 

There is not the slightest shred of evidence that 
Congress so intended, and there is extensive 
evidence to the contrary. 


?T lty ?£ copyright owners’ demonstrable problems caused 

hi ?n • Ame " dm ? n J bar to suits for money damages must not 

^ ashlon weighed" with general allegations that "some 
py lght owners or their representatives may have put undue 
pressure on state governments to pay for their uses of 
copyrighted works that might , in fact, be ’fair use’ [or 

demonstratPd en,?t ,5 : "^ 52 i Fed * Reg * at 42046 (emphasis added) . In 
fherp ^r^ f ^(c^ dlVldUa ^ ?f- es ° f abusive or baseless assertions, 
^^ng Possibilities of judicial and even, if broadly 
warranted, legislative redress. It must also be noted that a 

Sfn ° n grounds of alleged, isolated conduct 

as J ttll lit br ° ader c * ass of a11 copyright owners, as well 
fplfpf a? 1 — u f mea ? 1 "g ful opportunity (because ineffective 

renef will diminish any inducement to take action) even to test 

■SL - 9i> i d ?^ ed c ° nduot - The basic entitlement to o^J's 

day in court" will be lost. 


congress 


The MP urges the Copyright Office to make clear to 
copyright law's anticipation of full state liability and 
subjection to aH remedies for infringement, and the unfairness 
r using the Eleventh Amendment to bar copyright suits for 
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f^es? an d t° support the adoption of appropriate corrective 
imraime?* 1 lf C ° UrtS continue to conclude that states are 


Thank you for the opportunity to present these comments. 

Respectfully, 


— 

JjOnyA. Baumgarten 
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™ m « «P«L, 


BV engineering, 

Plaintiff-Appellant, 

■against- 

UNIVERSITY OF CALIFORNIA, LOS ANGELES 

Defendant-Appellee. 


Docket No. 87-5920 


OP american~publisherI °f M P® association 

OF AMERICAN DNiSrsITY C PBpcSc ? ASS0CIATI0N 
the INFORMATION INDnQ'i’Dv INC., 

the computer SOFTW^p fl°i IATI0N ' AND 

INTEREST OP AMICI CURIAE 

■> 

rioht • * eX ° luaive remedy for claims of copy 

9ht infringement, and when it vested e*ol • 
in tho FaA , 6 exclusive jurisdiction 

the federal courts to ha *** 

to orov-H c °pynght claims, it intended 

provide a comprehensive mechanism to govern all co ■ „ 
matters in m- govern all copyright 

for a ° 0Untry ' ^ t0 PtWide remedies 

an copyright infringements. The district court never- 

heless held that the Eleventh Amendment immunises the states 
rom the strictures of the Copyright Act. 

Pursuant to the order granting their motion for 
leave to file, the Association of American Publishers, T„c, 



the 


the Association of American University Presses, Inc., 
information Industry Association, and the Computer Software 
and Services Industry Association, Inc. (ADAPSO) submit this 

bri *f' ^ t0 thls Coart to reverse the ju dg- 

ment below. Amici represent hundreds of publishers, informa¬ 
tion brokers, and software houses who will hav e no mean¬ 
ingful protection from copyright infringement by states and 
state entities if the district court's decision is upheld. 

The Association of American Publishers is a trade 
association of book publishers. Its approximately 300 mem- 
ers publish between 70, and 75, of the dollar volume of all 
books published in the United States, its members' publi¬ 
cations include textbooks and technical and reference books, 
as well as works of fiction and general non-fiction. 

The Association of American University Presses is 
a not-for-profit association of university presses. Its 80 
members include the presses of virtually every distinguished 
university in the United States, as well as several Canadian 
and international scholarly publishers. 

The Information Industry Association is a trade 
association representing more than 5 00 information publishers 
and service organisations. Its members gather, organise and 
istnbute a wide range of information products and services. 


2 



including databases and specialized reporters, to paying 
customers and subscribers. 


The Computer Software and Services Industries Asso¬ 
ciation (ADAPSO) is a trade association of this nation's 
computer software and services industry, its 950 corporate 
members provide software for mainframe, mini- and microcom¬ 
puters, professional software consulting, design, and program¬ 
ming services, integrated hardware/software systems, and 
network-based information services* 

— * c - and their members have a direct and com¬ 
pelling interest in this case. All depend on competitors' 
and customers' respect for the property rights guaranteed by 
S 106 of the Copyright Act. Most importantly, all market 
their copyrighted works to states and state entities. 




In most Eleventh Amendment cases, "the issue is 
not the general immunity of the States from private suit 
. . . but merely the susceptibility of the States to suit 
before lgfo ral tribunals ." Atascadero State Hospital v. 
Scanlon, 473 U.S. 234, 240 n.2 (1985) (emphasis in original) 
(quoting Employees v. Missou ri Dep't of Public Health and 
Welfare, 411 U.S. 279, 293-94 (1973) (Marshall, J., concur¬ 
ring in result)). Thus, wherever the Eleventh Amendment has 
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been found to preclude federal court jurisdiction 
, , jurisdiction, some other 

forum has been available. See P 

Atascadero Hog _ 

Ei. tal u. .Scanlon, 473 u.s. at 240 n 2 ^rT7~- 

n.z ( it denigrates the 

judges who serve on the state courts to suggest that they 

State Sc hool and Hog pi^i v . ‘ ' 

~~~ --465 U.S. 89, 121-123 

(J.y84) (requiring pendent , . 

„ k State law clai ”= to be brought In 

state court); welch v. star. „ f „. u 

--— Dep 6 ° f Hig hway s , 107 S. Ct. 

2941, 2953 n.19 ,1907, (alternative forum available,. 

But no other forum except the federal courts is 
available for claims of copyright infringement. Congress 
9ave the federal courts exclusive jurisdiction over copyright 
claims, 28 O.S.C. S 1338,a,, and made federal suits under the 

ACt the « 1 “‘" -- - — -ief, 17 U^c 

state d ThS deCUi0n ^ thS diStrl0t ° 0Urt theref °~ laa - 

AC a„d r to St T entUieS " dlSr69ard ^ 
and violate the substantive property rights the Copy- 

ight Act guaranteed. The district 

, . district court, in short, rendered 

" y a jurisdictional holding concerning the Eleventh 

endment, but also an extremely restrictive substantive 

holding concerning the scope of the Copyright Act. its deci- 
Sion can be correct 

~TThere is, however, no 
evidence that Congress so intended, and extensive evidence 
exactly to the contrary. 
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The impact on copyright owners of a decision uphold¬ 


ing the district court's judgment would be devastating. The 
states and their agencies and institutions use countless 
copyrighted materials of amici and others - text, reference 
and other books, training manuals, films, videos, computer 
software and on-line databases.^ - The district court's deci¬ 
sion improperly gives states a license to appropriate and to 
widely disseminate copyrighted works without permission and 
without paying a purchase price or royalties. 

The district court correctly realized that this 
case requires a two-pronged inquiry: (1) whether Congress, 
pursuant to a plenary power articulated in the Constitution, 
has the power to override the presumptive immunity of states 
from suit in federal court; and (2) whether Congress exer¬ 
cised this power in the Copyright Act to subject states to 
suits for damages in federal court. As to the first prong, 
the district court examined the many Eleventh Amendment deci¬ 
sions by the Supreme Court and properly concluded that these 
decisions allow Congress to abrogate state immunity to suit 
pursuant to any of its powers, particularly those specific 
and vital powers delegated in the Copyright and Patent Clause 
of the Constitution. 


1 See Note, The Applicability of Eleventh Amendment Immunity 
Under the Copyright Acts of 1901 and 1976 , 36 Am. Univ. 

L. Rev. 163, 165 (1986). 
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As to the second prong, however, the district court 
erroneously concluded that Congress had not, in the Copyright 
Act, exercised its power to abrogate state inununity according 
to what the court believed were the controlling standards. 

The court's entire reasoning on this point was that S 501 of 
the Copyright Act - which entitles the owner of a copyright 
"to institute any action for any infringement" by "anyone 
who violates" the copyright - contains no "express statement 
that the state is included in the general phrase ’anyone.'" 

IjL Engineering v. University of Cal i fornia, Los Ang eles, 657 
F. Supp. 1246, 1250 (C.D. Cal. 1987). The court thus ignored 
both the many provisions throughout the Copyright Act that 
manifested Congress' intent to abrogate state immunity, and 
the express statutory scheme that was plainly intended to 
provide claimants with a forum and effective remedies for 
copyright infringement no matter who the infringer might be. 
The court's conclusion is simply impossible to square with 
the congressional scheme for the full protection of intellec¬ 
tual property by the federal courts. 


I. 


s^^St^ E c ^ owers congress to abrogate the 

FEDERAL COURT F ° R C0PYRIGHT INFRINGEMENT IN 


One of the "certain exceptions to the reach of the 
Eleventh Amendment," Welch v. stat e Dep ' t of Highway, . i 07 

S. Ct. at 2945, arises when Congress, pursuant to its plen- 
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ary power, provides for a cause of action in federal court 
against the states: 

Because of the Eleventh Amendment, States 
may not be sued in federal court unless 
they consent to it in unequivocal terms 
or unless Congress, pursuant to a valid 
exercise of power , unequivocally expresses 
its intent to abrogate the immunity. 

Gr gen v. Mansour , 474 U.S. 64, 68 (1985) (emphasis added). 

The Copyright Act was enacted pursuant to a direct consti¬ 
tutional grant of power, the Copyright and Patent Clause, 

Art. I, § 8, cl. 8. As the district court correctly concluded, 
that constitutional source fully empowers Congress to abro¬ 
gate the states* Eleventh Amendment immunity with respect to 
copyright, and to subject state entities — in common with 

all other alleged copyright infringers — to suit federal 
court. 

♦ 

There is no basis to doubt that Congress can rely 
on any of its powers (including those in Article I) to sub¬ 
ject states to suit in federal court on federal causes of 
action, in Green v. Mansour, the Court did not limit Con¬ 
gressional power to the Fourteenth Amendment, but broadly 
declared that Congress may abrogate state immunity "pursuant 
to a valid exercise of power." m two other cases, the Court 
has assumed, without deciding, that Congress may abrogate 
state immunity under Article I. Welch v. state Dep't of 
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Siai-ais. 107 S. Ct. at 2943; Cou nty of Oneida u. nn.M. 

In dian Nation , 470 O.S. 226, 252-53 (1985). 

Neither the Court nor any Justice has ever suggested 
a rationale that would give Congress the power to abrogate 
state immunity when it acts under Section 5 of the Fourteenth 
Amendment, a power expressly recognized in Fitzpatrick „ 
iitzer, 427 O.S. 445 (1976), but not when it acts under its 
other plenary powers, in Welch v. state Dep’t of Hln h„, y . 
the Court set forth the persuasive rationale for concluding 
that Congress does have authority to abrogate a state’s im¬ 
munity to suit in federal court under its other powers: 

menr a fe fyln9 J he Cons t itution, the argu- 
St«.i f0r SUCh ?" authority] runs, the 
"ecessanly consented to suit in 

fa C CoMt"J t ?- re, ? €ct to ena ctments 
under (a Constitutional Clause authoriz- 

mg Congressional regulation]. 

107 S.*Ct. at 2947 n.5. 

This rationale has been adopted by courts of 
appeal considering the issue, which have all concluded that 
there is no constitutionally significant way to distinguish 
Congress’ Fourteenth Amendment power from any of its Article 
I powers. See I n re McVey Trucking. Tno. . 8 i 2 P . 2d 311i 

314-23 (7th Cir. 1987) (discussing Atascadero and its prede¬ 
cessors, and concluding, after extensive analysis, that the 
various Congressional plenary powers cannot be distinguished,; 
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I n Re Vazquez, Guerrero and Compton . 788 F.2d 130, 132 (3d 
Cir.), cert, denied, 107 S. ct. 414 (1986) (abrogation of 
Eleventh Amendment immunity under Bankruptcy Clause); Mills 
Music, Inc. V. state of Arizona , 591 F.2d 1278, 1285 (9th 
Cir. 1979) ("(T]he Copyright and Patent Clause is a specific 
grant of constitutional power that contains inherent limits- 


tions on state sovereignty 


[I]t is clear that the 


abrogation of a state's Eleventh Amendment immunity is inher¬ 
ent in the Copyright and Patent Clause and the Copyright 

AOt " ), £S unt r ° f M ° n “>* Florida. 678 P . 2d U24; U32 n 8> 

1133 (2d Cir. 1982), cert, denied . 459 U.S. 1104 (1983) 
(Congress may, pursuant to Art. IV, S 2, cl. 2, abrogate state 
immunity from suit on extradition-related claims); Peel v. 
Florida Dep't of Transportation , 600 F.2d 1070, 1080-81 (5th 
Cir. 1979) (Congress may abrogate state immunity in an act 
passed pursuant to the war powers in Art. I, S 8). 

' If, as we have argued. Congress has the power to 
subject the defendant state university to liability for copy¬ 
right Infringement in federal court, then the only question 
remaining is whether Congress has exercised that power. This 
Circuit appears to have conclusively answered that question 
in a manner precluding any single panel from upholding the 
judgment below. Mills Music, in r. v . .. m 
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P.2d 1278 (9th Cir. 1979,. Assuming that the quests,. i3 
open, however, the answer to the question here is plainly 
"yes," under traditional standards, and even under the more 
demanding standards that the Supreme Court has recently 
announced. 2 i„ the Copyright Act, Congress clearly expressed 
its intent to abrogate state immunity both in specific statu¬ 
tory provisions and in a statutory scheme carefully designed 
to provide claimants with a forum in which to seek effective 
remedies for copyright infringement by any infringers, includ- 
ing states and state entities. 


Congress' "intention ll ISfog^^ge^H^e^^nt 


The Copyright Act encourages the production of 
artistic or literary works by granting authors and publishers 
valuable and enforceable rights, such as the exclusive rights 
to reproduce and distribute copyrighted works. S loe. Sec¬ 


tion 501(a) provides that " Anyone who violates 
exclusive rights of the copyright owner . . . 


any of the 
is an infringer 


2 


would "entirely'deprive^a^litiaant* 1 ~! nt ^unity 
a federal claim ® a ll ^ 1 9 ar ‘t of any forum to pursue 

ask is ^hethe^Congress^as^intended n . the COUrts “ 
of action against statL noi ? ?! 43 fc ? creat ® a cause 
to subject states to suit i^federal^ourt 38 1 a t .? ded 
Scailln nl: e-d q ,“if!^ e ! 11:s -^,^ t f 3C adero State'no."n( tal v 

ToXe, t^r b i°To " ee d n °° teXt^ t conclu- 

requireme«s fre met here ' eVe " th ° Se strln * ent 
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of the copyright" (emphasis added). 9 infringers of copyrlght 
may be sued for damages and injunctions (SS 502, 504). 4 


genera^authorization^for X sui^aqain Act ' s 

ficiently broad to include the States Miin^M Suf ~ 
—5L;—State of Arizona, sqi p -.1 — — u ?^ Cf - 

under § Tol of tETlWcopyright Act wMph* ^ 6d , 

a civil suit for damaaps n '? C ,, ct ' hlch authorized 

£ r 

of the n ?909 n A c r?n a idLwfyinrSe n Ilass a Sf t Se£enr? 9e 

injunctive r relief 1 may 1 remain r avIilable° n conSre manner iS f 

not have considered injunctions alonp tn , n^iess could 

remedy for copyright infringement. By fheir JJa^rf 316 

n£??2S can " ,erely "forestall future violations'" 

jftp d States *■ Oreg on St ate Medina, - 

owners for infringements that have al?!Id!; Ved copy f i9ht 
for markets that have been »ubst«t?inJ y °S C ^ rred ' or 
destroyed. Nor are thev ausf 1 antially eroded, if not 

of repeated harm by the infringing partv^ a H k ®^ ih ? od 
to injunctive relief would eliminatefnv* tpa i f?? 
of favorable settlement for rnm,??;L y eal Possibility 
permit the continuation of . ?^ n ? ht owners and would 
numbers of entities unt?f f2 frin ? ln9 activit y by great 

ssiarsosssflf ISrHt 

?n p pa r nt?nuiSnj n 2^^e P «wr?s p n e t o£ ? om P ut “ »°ftw« e , 

to m^ost wrongs y t«l^f^i? %^e^ f r?n^ n n?? P r ed 

fn v for r litJli!" ’ t nr- like I y "° be -- 

orestallmg serious harm than usual. 
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When the issue has been not whether Congress in¬ 
tended to create a remedy at all but only in what courts the 
remedy could be obtained, the Supreme Court has held that a 
-re ..general authorisation tor suit in federal court- against 
a class of defendants that, i„ its generality, literally in¬ 
cludes states does not, without more, demonstrate Congres- 
sronal intent to subject states to suit in federal court 

107 S. Ct. at 2 96 1 (pro- 

vision xn Jonos Act* 

c extending prot@cfc i nn f.* »»* 

y Protection to "any seaman"); 

473 O.S. at 246 (provi¬ 
sion rn Rehabilitation Act of 1973 granting remedies for 

Violations by ..any recipient of Federal assistance.,. How¬ 
ever, the consideration that express abrogation should be 
reguired where Congress may have intended suit in state court 
as no force rn the copyright context, where the creation of 
an infringement cause of action against states was necessarily 

accompanied by an intent to abrogate the states’ Eleventh 
Amendment immunity. 

. Of equal importance is the fact that, unlike stat¬ 
utes that the supreme Court has recently found do not suffi¬ 
ciently indicate congressional intention to abrogate Eleventh 

Amendment immunity, the Copyriqht Act rnnt . a . 

py ignt Act contains, m addition 

to the inclusive language in S sol,a,, . variety o£ provisions 
that specifically show Congress’ intent to bring the states 
within its reach, and to subject them to liability as infring- 
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era in the same manner as ali other defendants, except where 
specific exemptions were carefully carved out . 5 


one of these provisions explicitly declares that 
"governmental bodies" (a term which includes states and state 
agencies ) 6 may be iiable as infringers of copyright: 

S 118(d)(3) provides that governmental bodies that receive a 
reproduction of a transmission program and fail to destroy 
the reproduction "shall be deemed to have infringed." 

A series of exemptions further demonstrates Con¬ 
gress' intent to authorize suits against states in $ 501(a). 
Some of these provisions explicitly refer to the activities 
of "states," and some use the broader collective term "gov¬ 
ernmental bodies". All reflect Congress' intention that 
states be subject to federal copyright suits except when 
their activities fall within the specifically designated 


In re McVev Trucki ng. 812 P 2 d at- /urn- . • 

to construe a «*-afut-o —,,L a £ 326 ( [I]n seeking 

vision^"*d ? ath ® r f we se ®k°to°understand i^given^ro- 

ut : i “ SiSiruTpan .-^ 1 ' 3 lnto the ur9er “ at - 

The phrase "governmental bodies" was used 

2 ? S° pyri9ht revisl °" program^^include sJa^ent it ies. 

fnr'Rev?f?oS °oi t h h l R uT St r eT 

1st Sesi a? i?o ^ -S ; ? 0 Py“ 9 ht Law," 87th Cong., 

"RegiJ?«'s Re^ri"?””: Pr ‘»t July 1961) (hereinafter 
contained wK L e *P ressl y noting that the law 
least ofth"e?i?L t « preVent 9° v etnmental bodies, at 

u4hasfs added) 6f n ulT"! JSffSi?* 1 ?-' ' ' 
tal ^its" in Bankruptcy Code * includes stltes)? 76 " 01 " 611 " 
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exemptions. These statutory exemptions expressly and unmis¬ 
takably demonstrate Congress’ intent to abrogate state im- 
munrty; unless states were generally liable as infringers, 

there would have been no reason to provide exemptions for 
certain state activities . 7 


Thus, for example, S 602(a)(1) provides that the 
importation of certain material acquired outside the United 
states - which S 602(a) renders "an infringement .... ac¬ 
tionable under section 501" - does not apply to 


fn p °; catlon • . . under the authoritv nr 

u S ft^%? S g ° f th ^°vernment of the Y ~ 
^ates or of any state or 
cal subdivision o~ sutT, hut 


r.^a ^57/ 271*72 ( 3d rir - TSnil . ^^sour a 

Congress specificaliv im-o 5 *j 1984 ^ (concluding that 
stay provision of s 362 of the a? J pply the automatic 
by.its terms applied to "In !„???• rU ? tCy Code ~ "*»ich 
since "the fact thlt Con a ?pL entlt ^ e ! ~ to states, 
the automatic stay for certain US*®* a £ exce P ti on to 
units implies that such units *rf fcl ?u S b ? governmental 
the stay"). The SuDremo U f\i tS 4. are otherwise affected by 
in holding, in Pats? ? “ sad similar reasoning * 

(1982), that ex h au stion of «7 U.S. 496 

is ordinarily not a pr^rlquisit? remedies 

court under 42 U.s.cT « 1983 c- ? otlon . ln federal 

statute enacted after t loan Court “Mined a 

limited exhaust ion requir ement^f or " a a P«ific, 

!"9 actions pursuant to S19« - Id s SS 1>on 5 r * bcir >9- 
eluded that the exhaust-inn a ** 508, and con- 

statute "make sense, and are n!t S1 ° nS the more rec ent 
Congress intended that « 1983™nt»^ erf luOUS '” only if 
quirement of administrativeL k ant f^ n no re- 

The exemptions in de ?oDvria^ ^^? n ‘ ^ at 512 ‘ 

similarly "make sense anX^ 9 ^ for state activity 

if Congress intended to 2hrn ^ n0t 4 . SUpe ^ :fluous ' ,, only* 
subject states to suit rogate state immunity and 
aces to suit for copyright infringement. 
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u c . l ar , gr l, ;opi r .£ h s? o . r ;r ra s- for use 

TriltT^ £oc p-p°- n 0 y th a e u ? 1 ? h v - al 


(emphasis added,. In the absence Qf th . , M2(a)(1) ^ 
ion. states would clearly be barred from engaging in , caus _ 

t 109 ' ^ P r °hibited activity, and select 

to suit therefor. 


similarly, S *01(b„3, (since lapsed, provided 
that the former ban on importation and distribution of cer¬ 
tain foreign-manufactured copyrighted material described in 

S 601(a) did not apply 

sought under the 

sc hoolsvof hha r^ h other than in 

Staffs ir If anv ctatT ent °f. the u "ited 

division St atP nr P o1 1 tical_sub- 

(emphasis added,. The same reasoning applies. Congress, 
enactment of a specific exception proves that the general 

rnl a j m i.t. i ^ 


rule is that states are subject to t-h* • w 

auojecc to the Copyright Act. 


8 


8 


the language* 0 ! S 1 fo2(a)m S f« 1(b | (3) ' which tracks 
sions pertain to aStiiiti hi these P“>vi- 

"Claus e P (3^permitsimportafio^hf ^^ aCUV ‘ 
to • a“n S y's?a t ?e er or th |o"lllilal^lld • ^ ^leToT 

House Comm, on the jidiSilrv r 1V1S i°? of a State.• - 
No. 1476, 94th Cong.“ 2d SIJ: SgByriqhts Acf, H.R. Rep. 

”Hou S f°o e C ° n9 * « Admin. S“; 5659 ^Tjfr ^ l V 6 

House Report") (emphasis added) 59 ' 5784 (herein after 
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Other provisions that specifically exempt state 
activity from infringement suits confirm that states are 
otherwise subject to damage claims like all other infringers 




display by instructors or pupils in a 
nonprofit educational institution);9 

° (exempting performance or 

display by a "governmental body" or 
nonprofit educational institution); 

° Llr •• ( exem Pting "governmental 

orhiffi ?2 d n ? n P rofit agricultural 
b °[!;iculturai organizations from 

It"In* 3 ll f blllfc y performances 
I/\. an f* 1 !? 11 ? 1 agricultural or horti- 

bv^uch^^ ° r exhibition conducted 

stau £ai?s))"o° r9anl2atlon ” < e -9- 

* (exempting performance spe¬ 

cifically designed for blind, deaf, 
or otherwise handicapped persons, if 
?f r ^?^ ance is tra nsmitted through 

tal £dr“ ies o£ ' e - 9 -' " a 90varnme "- 

’ (exem P tin 9 the secondary 

ansmission of a primary transmis- 
sion embodying a performance or dis- 

t th « seconda ry transmission is 
made by a governmental body" or other 
nonprofit organization); 


10 
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* s 112(b) (exempting certain copying 
by 'a governmental body" or other 
nonprofit organization); 

0 S 112(c) (same as § 112(b)); 

° $ 112(d) (same as S 112(b)). 


B ' tHe ? hOWS press' intent to Abrogate 

the States Eleventh Amendment Immunity ^ 


Beyond these specific statutory provisions either 
rendering states liable as infringers or exempting particular 
state activities from infringement actions, Congress' intent 
to allow states to be sued in federal court for violating 

the Copyright Act is shown by the overall structure of the 
statutory scheme. 


First, in $ 106, Congress granted to copyright 
owners exclusive rights, subject only to carefully crafted 
exemptions. There is no indication that Congress intended 
these rights to be shared with fifty state governments. 11 
Second, m S 301(a), Congress expressly preempted all state 
copyright laws — and even state laws equivalent to copyright. 
Thus, states were not authorized to interfere in any way 
with the full protection afforded by Congress. Third, 28 


11 See Goldstein v. California . 412 U.S. 


7TT - - - ■ ” . * —+ U . O . Dbu (1973) 

^ n u a ca f? c ° nside ring a State's anti-piracy 
• th L n ,? erentl y broad reach of federal copyright 
When Congress grants an exclusive right 

°f-.?n n n P ° ly ' ltS ? ffects are pervasive; no citizen or 
State may escape its reach ") (emphasis added). 
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U.S.C. § 1338(a) grants to the federal courts exclusive juris¬ 
diction of all actions arising under the federal copyright 
laws. And fourth, the Copyright Act permits the states them¬ 
selves to obtain copyright protection. Congress was well 
aware that states and state entities regularly obtained fed- 
eral copyright protection for their works. Congress did 
nothing to interfere with that practice. 13 It can hardly be 
assumed that Congress intended to permit the states regu¬ 
larly to take advantage of the full benefits of the Copyright 
Act and at the same time to be free of its obligations. 


Under this statutory scheme, copyrights are broadly 
available and broadly protected, and all copyright claims 
must be brought in federal court, applying the federal copy¬ 
right laws. By denying a federal forum to claimants who 
allege copyright violations by states, the district court 

-__J!___ _ _ 

12 See Register's Report, supra , at 129 ("Almost every 
State in the Union has registered copyright claims in 
some of its informational publications"). See also 
Senate Comm, on the Judiciary, Copyright Law Revision 
Study No. 33 , "Copyright in Government Publications," 
86th Cong., 2d Sess. at 10 (Comm. Print 1961) ("Most of 
the States have enacted statutes for the securing of 
copyright in certain of their publications or in their 
publications generally. And even in the absence of any 
statute, almost every State has claimed copyright in 
some of its publications. A survey by the Copyright 
Office shows that during the 5-year period 1950 through 
1954 about 4,700 copyright claims were registered in 
the name of a State or a State agency or in the name of 
an official on behalf of a State.") 

13 See 1 M. Nimmer, Nimmer on Copyright S 5.06[A] n.l 
(1986) . 
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necessarily concluded that Congress intended to leave these 
claimants without a meaningful remedy, and to permit states 
to disregard the rights of copyright owners with impunity. 
There is not a shred of evidence to suggest that Congress so 
intended. To the contrary, the entire statutory scheme unmis¬ 
takably expresses Congress' intent to provide damage remedies 
against states and to abrogate state immunity. To uphold 
the district court's decision would frustrate that express 
Congressional intent and eviscerate the comprehensive protec¬ 
tions for intellectual property that Congress so carefully 
adopted. Nothing in the Eleventh Amendment requires that 
result. 


CONCLUSION 

Although it properly recognized that Congress has 
the power to abrogate state immunity when it acts pursuant 
to the’ Copyright Clause, the district court erred in its 
"reluctant" conclusion, 657 F.Supp. at 1250, that in passing 

the copyright laws Congress did not abrogate state immunity 
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damaging author's and duM? textbook, thereby 
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interests of all parties "to nmnmf 
science and useful arts" and thAyf* 0 " 1 ^ 6 the pro 9 res s or 
education. After reaching ? ^ her f by the cause of 

Act of 1976, all parties should a ^ lca ^, colnpro ® ise in the 

to defend the Act^md to reaffi™ ?f h ® ?? pyri 9 ht Office 
states. eaffirm its application to the 
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Cambridge Information Group appreciates the opportunity to 

WeTiew the ^m!t? eqUe f t f° r Inf ° rmation on the Eleventh Amendment. 
We view the matter of claims of immunity against damages for 

infringement of copyrighted works as the most pressing issue in 
domestic U.S. copyright policy. y 

tta the .°V ts ® t » * e would like to state that we are members of 

IIA and we join in the legal views expressed by the Information 
Industry Association in friend of court briefs filed in Virginia 

I 1 ! 0 ™ 13 : ^ e . had al ways assumed, as we believe had Congress, 
that states and their instrumentalities, like everyone else, are 
subject to the copyright law. We believe that the plaintiffs 
should prevail on the merits of this issue. 

At the same time, we wish to respond specifically to the 
questions which were posed in the Request for Information. In 

W0U I d 1ike t0 ex P lain some of the practical problems 
ments 1VS t0 ^ enforcement of our copyrights against state govern- 


• fh ^ c kV I? J ° r P^ a y er in the emerging field of CD-ROM products 
with a substantial and continuing investment in the development of 

S S 6 pr °9^ ams as wel1 as the manufacturing of compact 
tll m ar - 9r3 -!- y conc ?r ned that our largest clients, many of 

W1 • u lthout much a PP a ^nt risk, download 
and re-use these databases without compensation. Our clients pay 

anywhere between $1,000 and $10,000 for these packages. The loss of 

tn 6 nc a S rJ 9 ! ] ease ’ d “ e to unauthorized reproduction is significant 
a ?i us * . ^ate en 9 a 9 e in this practice to any extent at 

ail, it is difficult to imagine that we or our competitors will feel 
confident about the further development of such products. Such 
downloading and re-use of our databases will also have the effect of 

driving up the cost of our products to the users who conform with 
cn© I aw. 


!"? tter of 9 reat importance in the world of CD-ROM 
publishing is the obligation to protect third party information D ro- 

comDiled h^nth 0 '^ pub ]] shers ’ 11 ke ourselves, publish information 
compiled by others as well as that developed in-house. These third 
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Motion Picture Association of America inn 

America, Inc., ("MPAA") 

;;r; ; ese ~ - Noti , 

published in the federal Reglster 

P- 42046). b2 ' 

and d^ U 3 " atl0nal trade aSSOClatl °" re P r osenting producers 
n iscrlbubors of theatrical feature films. televisiol pr 

and home video material. Copyrighted „ orks ^ 

-tributed by HPAA member companies are ^ 

various instrumentalities of state ™ 

ha , „ „ SUte governments. mpaa therefore 

nas a substantial interest- in «.u 

interest in the outcome of this proceeding. 

n its Notice, the Copyright office states that it has been 

equested by the Subcommittee on Courts, civil Liberties and the 

Administration of dustice of the House Committee on the dudiciary 



to assess the relationship between t-h* pi 

- 

2 * An inquiry concerning the nrew^o ■ „ 

copyright or businesl precis any ' of “"fair 

governments with respecV^^^ XIJH?' 


ELKVEMTH AMRHninwr 


The issue of whether 5 f a) - a „ 

ates are immune from suit for money 

amaqes in copyright infringement cases under the Seventh 
endment is presently before the United states Court of Appeals 
° C the Nlnth ClrCUU ln g^ainee ijng v. Unive^ . of 

'~ m - slip - op -'°- s - p - Q - 2d 1054 cu, 

inth . ' memberS ° f MPAA “1- • brief amici curiae 

this case, a copy of which is attached. 

It is not necessary to recite in detail the arguments 

presented in this brief, which was supplied to the r 

nff ppxiea to the Copyright 

Office some time ago and, we trust „m h ^ 

, h „ St ' “ U1 be dul y considered in 

present proceeding. MPAA submits that this brief 

ic *u unis Drier presenfQ 

atrong and convincing arguments that: 

The Copyright Clause of the Cnncm- 

Plenary power to subject staS! ^ 10n gives c °ngress 

ment actions for dam^ 

e ceaeral courts, and 

Congress has unmistakably exnrescoa ■. 

subject states to federal cSirt ? d - lnt ention to 

copyright infringement casli jurisdiction in 
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■ ij 
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. ) 


Aside from the dutpi^ 

purely legal arguments against state 

—-—j, j ::::r nity 

sense arguments against cf a f 0 • 

Srf . , St3te are overwhelming. 

10 If section 8, clause 8 of the Federal Cone■ h •e . 

Congress the power "ft To 11 utlon 9 lves 

power lt]o Promote the Progress of a • 

useful Arts by securino f . C ® a " d 

y ing for limited Times to Authors and 

Inventors the exclusive Right to fh • 

Discoveries . It . and 

the p " 0t reaSOnable logical to imagine that 

the Founding Fathers or th Q n y nat 

»rd "exclusive" in t at T" ^ ^ ^ ^ «" 
witho t Consitutional provision be rendered 

thout meaning by providing states with copyright immunity, and 

thereby effectively denying creators th . exclusivg t . 

creations with respect to a larae eir 

ar9e Se « ment of copyright users. 

ate -rixes at the heart of this Constitutional 

provision. The Pounding Fathers did not seek to 

Progress of science and useful arts b Pr ° m ° te ^ 

ln „, „. U1 artS b * 9 lvl "9 state institutions 

ncluding colleges and universities, free use of 

. ree use °f oopyrighted 

material. Rather, they souaht t-o 

k • 9 promote science and useful arts 

by insuring that copyright owners are fairly com 

use of their works - to ■ b°<"Pensated for the 

provide incentive to create intellectual 
property. But what incentive would potential authors of 

extbooks, instructional films and other such works have if the 

principal users of their creations 

eations were exempt from copyright 

Obligations? The suggestion that states are ■ 

states are immune from 

copyright liability i* «i mn i • 

y is simply incompatible with the 

Constitutional purpose and ; m _i 

and implementing copyright legislation 
enacted by the Congress. 
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ENFORCEMENT PRQRf.RMg 


As pointed out in the Notice, most state agencies 
acknowledge their legal and moral obligation to recognise the 
rights of copyright owners under the Copyright Act. This is 
evidenced by the opinion of the attorney general of California 
«hxch xs appended to MPAA members' amici brief. Enforcement 
problems with state agencies do occur, however, and they have 
been greatly exacerbated by the judicial decisions that have 
created uncertainty with regard to the application of the 
Eleventh Amendment in copyright infringement cases. 

MPAA member companies own thousands of copyrighted motion 
Pictures which they distribute to various markets in the United 
States and worldwide. The production and distribution of motion 

Pictures is a high-risk business; accordingly, revenues from 

GHch market are crih i rai 

critical to the recoupment of production costs 

and, hopefully, a profit. 

After initial distribution to theaters, motion pictures are 
released to other markets. One subsequent market is the "non¬ 
theatrical" market, which is dominated by state institutions such 
as universities, colleges, schools, hospitals, correctional 
facilities and other institutions or entities owned or operated 
by states, all of which perform motion pictures. For many years 
mpaa member companies or their subdistributors have licensed 
public performance rights to such state institutions at 

competitive license fees. These license fees total 
dollars 


annually. 


millions of 




Our experience with state correctional institutions, a major 
source of revenue for MPAA members, illustrates the type of 
enforcement problems encountered in the non-theatrical market. 
Such institutions may have extensive programs to entertain 
inmates and employees by publicly performing copyrighted motion 
pictures without authority in a variety of ways, including: 

video stor pq pro i - p y p are gathered. Retail 

public S performance°licenses?*^ " *> 9«nt 

2* Such rented video cassettes ma v ^ 1 -,- u 

of inmates and employees are gathered?* 1bstantlal nun,ber 

byhe'g^e^a? PubUc S i?e a Jece??ed n by n sI?eu[te e d?l“° n 

n"HS 

and other persons are gathered, ates 

Reports of unauthorized public performances at state 
correctional facilities are frequently received by MPAA member 
companies. Most states, when informed that they are engaging in 
infringing activity, advise that they will obtain public 
performance licenses in the future. Some state facilities 

continue unauthorized public performances in their correctional 
facilities pending review. 

Two states. North Carolina and Wisconsin, have asserted 
immunity under the Eleventh Amendment. 
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North Carolina 

In a Memorandum dated February 24 1987 * a D 
. . y iy o7r Kaye R. Webb. 

Assistant Attorney General, concluded that ‘a 

from video outlets ... f h ““ Vld “ re -ted 

-Lees Icjannot be shown i 

, hp . ^ 6 ShOWn to a large group such as 

e population of a prison facility without some type of 

permission from the copyright owner.*' The Memorandum did not 
re er to the Eleventh Amendment. 

in a subsequent Memoranda* dated March 16, 1987, Lucian 

apone, III, Special Deputy Attorney General relied 

1 / relied upon the 

Eleventh Amendment to bar liability, stating: 

trthriBsw'of^iJSuuy P °Se«raj Ch ”' ay be n,ore ‘"Portent 

held that the Eleventh Amendment barfT-I* have recen tly 
against the States for alleged vin?*f- V" feder al c£urt 
laws • (citations onunitted) 9 ol ation of the copyright 

He then concluded "Itjhe shoeing of video tapes to prison 

inmates will not subject the . . . 

3 6 State to ‘Ability under the federal 

copyright laws." al 

Wisconsin 

»e state of Wisconsin maintains a correctional facility at 
upun, Wrsconsin. 0££lc . als of that facllUy 

ca-ttes from local retail stores and publicly performed them 
~ authorisation by transmitting them over a closed circuit 

ILLS" reCePUOn ^ teleVlSl ° n SetS " ln ” ateS ' « 11S - 

requests that the Waupun correctional facility cease 



and desist such performances, litigation 
picture companies instituted a copyright 


ensued. Nine motion 
infringement action 


against the State of Wisconsin Department of Health and Social 
Services, and three Wisconsin officials in August, 1983. 

The defendants, in their Answer, asserted the following 
affirmative defense: 

SI i» response to 

immunity? nth *" d the 

The litigation was settled by the entry of an Order, on 
consent, which set forth the relevant facts, found that 
defendants had infringed plaintiffs’ copyrighted motion pictures 
and enjoined defendants from future unauthorised transmissions 
and other performances of plaintiffs' films. 


Such problems are likely to spread as a result of the lower 
court decisions cited in the Notice, we are confident that the 
courts will ultimately uphold the right of copyright owners to 
obtain damages from state agencies in infringement actions. 
However, until all uncertainty has been removed, infringements by 
state agencies can be expected to increase. 

Money damages are essential to the enforcement of 
copyrights, and when the threat of such damages is clouded, the 
rights of copyright owners will suffer. Injunctions are not an 
adequate remedy to prevent wholesale infringement by those few 
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irresponsible state agencies that see nothing to lose by 
trampling on the rights of copyright owners. For the motion 
Picture industry, a large part of the multimillion dollar "non¬ 
theatrical" market could be lost. Moreover, unauthorized 
performances of motion pictures on university campuses and other 
public places under state authority will damage theatrical, home 
video and television markets. The potential cost of this damage 
cannot be predicted, but it surely win b e substantial. 

CJNFAIR BUSINESS PRACTICES 


If some copyright owners have placed "undue pressure on 
state governments," such abuses should be remedied. However 
abuses, if they exist, cannot justify across-the-board immunity 
from copyright liability. The newspapers all too frequently 
report fraud and abuse on the part of private suppliers to state 
as well as federal agencies. But even in the face of proven 
abuse costing public treasuries hundreds of minions of dollars, 
no one has seriously suggested that government agencies should be 
allowed to expropriate private property without compensation. 

Immunity from damages in infringement actions is in 
practical effect an invitation to expropriate the property of 
copyright owners without compensation. Allegations of abuse on 
the part of some copyright owners cannot possibly justify that 
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result, hpaa would therefore respectfully suggest that an 

inquiry mto unfair business practices is not germane to the 

q estion of whether states may claim Eleventh Amendment immunity 
ln infringement suits. 


CONCLUSION 


MPAA urges the Copyright Office to mate clear in its report 
to the Congress that Eleventh Amendment theories of state 
immunity from money damages in infringement actions are 

and incompatible with the Consitutional objective of 
promoting science and useful arts. The Copyright Office should, 
moreover, strongly recommend to the Congress that it consider 
corrective legislative action if the courts do not quietly remove 
the uncertainties which presently exist in this area. 


Respectfully submitted. 



E. Attaway, Esq 
President & Cou 
Motion Picture Assoc 
America, Inc. 

1600 Eye Street, N.W. 
Washington, D.C. 20006 
(202) 293-1966 
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No. 87-5920 
IN THE 

United States Court of Appeals 

FOR THE NINTH CIRCUIT 


BV ENGINEERING, A BUSINESS ENTITY, 
Plaintiff -Appellant, 


vs. 


UNIVERSITY OF CALIFORNIA, LOS ANGELES 
(THE REGENTS OF THE UNIVERSITY OF 
CALIFORNIA), 

Defendant-Appellee. 


BRIEF AMICI CURIAE OF COLUMBIA PICTURES 
INDUSTRIES INC.; DELAURENTIIS ENTERTAINMENT 
GROUP, INC.; MGM/UA COMMUNICATIONS CO.; ORION 
PICTURES DISTRIBUTION CORP.; PARAMOUNT PICTURES 
CORPORATION; TWENTIETH CENTURY FOX FILM 
CORPORATION; THE WALT DISNEY COMPANY; WARNER 
BROS. INC.; UNIVERSAL CITY STUDIOS, INC. 


THE INTEREST OF AMICI CURIAE 



Columbia Pictures Industries, Inc., DeLaurentiis Enter¬ 
tainment Group, Inc., MGM/UA Communications Co 
Orion Pictures Distribution Corp., Paramount Pictures 
Corporation, Twentieth Century Fox FUm Corporation 
The Walt Disney Company, Warner Bros. Inc., and 
Universal City Studios, Inc. submit this brief amici curiae 
requesting this Court to reverse the District Court’s 
judgment upholding the State of California’s assertion of 
Eleventh Amendment immunity from suit in the federal 
courts to enforce statutory remedies for the copyright 
infringement provided by the Copyright Act of 1976 17 
U.S.C.§§101,erse 9 .l 

In the aggregate, your Amici' own thousands of 
copyrighted films. They are each significant producers and 
distributors of motion pictures. In the film industry, motion 
pictures are usually first released to the public for public 


1 DeLaurentiis Entertainment Group, Inc. is a publicly-owned 
corporation. MGM/UA Communications Co. a publicly-owned 
corporation is a successor corporation of Metro-Goldwyn-Meyer Inc 
and United Artists Corporation. Paramount Pictures Corporation is a 
wholly-owned subsidiary of a publicly-owned corporation, 
Guif + Wcstern Inc. Twentieth Century Fox Film Corporation is a 
wholly-owned subsidiary of a privately owned corporation. Universal 
City Studios, Inc. is a wholly-owned subsidiary of MCA, Inc., a publicly- 
held corporation. Warner Bros. Inc. is a whollyK>wned subsidiary of 
Warner Communications, Inc., a publicly-held corporation. The Walt 
Disney Company is a publicly-owned corporation. Orion Pictures 
Distribution Corporation is a wholly-owned subsidiary of Orion Pictures 
Corporation, a publicly-owned corporation. Columbia Pictures Indus¬ 
trie, Inc. is a wholly-owned subsidiary of the Coca-Cola Company, a 
publicly owned corporation. An agreement has been reached, subject to 
stockholder approval, between Coca-Cola Company and Tri-Star 
Pctures, Inc. whereby Tri-Star Pictures. Inc., a publicly-held 
corporation, will acquire stock and certain assets in Columbia Pctures 
Industries, Inc. If approved by the stockholders, Coca-Cola Company 
will own 49 percent of the common stock of Tri-Star Pctures. Inc 


performances at theaters. That release is known in the 
industry as “theatrical distribution.” After such initial 
distribution, motion pictures are released to other markets. 
The “non-theatrical” market is dominated by state entitites 
such as universities, colleges, schools, hospitals, correctional 
facilities, and other institutions or entities owned or 
operated by states all of which use films for entertainment 
purposes. The production and distribution of motion 
pictures is a high-risk industry; revenues from each market 
are important to each Amicus. 

Each Amicus licenses sub-distributors who, in turn, 
license its motion pictures to the entities which comprise a 
non-theatrical market. The practice of licensing such 
entities commenced more than 25 years ago. In the earlier 
years, 16 mm prints were delivered to licensees for non¬ 
theatrical performances. However, since the late 1970’s, 
video cassettes are delivered to most non-theatrical 
licensees. 

State institutions are the major source of revenue in the 
non-theatrical market. The sub-distributors of each of the 
Amici derive their major revenues from state institutions 
which pay royalties to the copyright holders for the use of 
the films. 2 

The District Court’s holding that the Eleventh Amend¬ 
ment forecloses the recovery of damages prescribed by 
statute against an unwilling state for copyright 
infringement, if upheld, will have devastating effects on all 
copyright owners, their distributors, and their licensees by 
destroying the constitutionally guaranteed monopoly 
granted by Congress, and it would seriously impair the 
national uniform system of copyrights. Because the 
Appellant’s stake in its copyrighted computer software 


1 E.a.. Ex. A to Amicis’ Petition for Leave to file their brief. 
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program appeared modest, the true impact of the decision 
on every copyright owner in the United States, including 
your Amici, was not revealed by the record in the district 
court. The District Court’s holding adversely affects all 
copyrighted material whether the subject of the copyright is 
computer software, films, music, lyrics, books, records, 
magazines, articles or photographs and whether the creator 
is a film producer, inventor, writer, composer, lyricist, 
publisher, performing artist, licensee or distributor of 
copyrighted works. 

The decision also adversely impacts the general public 
and the state itself by reducing the very incentives 
encouraging creativity that the constitutional draftsmen 
deliberately enshrined in Article I, section 8, Clause 8 of the 
United States Constitution. 

THE ISSUES 

May the State of California, its institutions and officials, 
including the Regents of the University of California, raise 
the bar of the Eleventh Amendment to immunize 
themselves from suits to obtain damages prescribed by 
statute for copyright infringement under the Copyright Act 
of 1976, 17 U.S.C. §§ 501 et seq, enacted pursuant to the 
constitutional grant of power to Congress to confer 
copyright and patent monopolies on authors and inventors? 
Art. I,§ 7, Cl. 8. 

1. Did the Copyright and Patent Clause of the Federal 
Constitution grant Congress plenary power to subject 
unwilling states to copyright infringement actions for such 
damages in the federal courts? 

2. In enacting the Copyright Act of 1976, did Congress 
express its intention to subject unwilling states to federal 
court jurisdiction in copyright infringement cases, thereby 
abrogating Eleventh Amendment immunity? 
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3 . Has California waived its Eleventh Amendment 
immunity from copyright infringement suits? 

I 

THE COPYRIGHT CLAUSE GAVE CON¬ 
GRESS PLENARY POWER TO SUBJECT 
STATES TO COPYRIGHT INFRINGMENT 
ACTIONS FOR DAMAGES IN THE FEDER¬ 
AL COURTS 

A. Introduction 

Article I, section 8 , clause 8 of the Federal Constitution 
gives Congress the power “To promote the Progress of 
Science and Useful Arts by securing for limited Times to 
Authors and Inventors the exclusive Right to their 
respective Writings and Discoveries. . .’’[Emphasis added] 
The draftsmen of the Constitution intended to encourage 
creativity by rewarding authors and inventors with a 
monopoly, limited in time, to exclude all others from the use 
of their works without their authority and to create a 
national system of enforcement of copyrights and patents. 
Harper & Row v. Nation Enterprises, 471 U S. 539, 85 
L.Ed.2d 588, 105 S.Ct. 2218 (1985); Sears, Roebuck & Co. v. 
Stiff el Co., 376 U.S. 225, 11 L.Ed.2d 661, 84 S.Ct. 784 
(1964). 3 


3 As James Madison explained; 

“The States cannot separately make effectual provision for 
either of these cases [copyrights and patents], and most of 
them have anticipated the decision at this point by laws 
passed at the instance of Congress.” The Federalist, No. 43, 
too f \ fFi Wrieht ed. 1961). 
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Qy ratifying the Copyright and Patent Clause, the states 
ceded to the federal government their sovereign power over 
copyrights as soon as Congress chose to exercise it. “ [Tlhe 
States cannot exercise a sovereign power which, under the 
onstitution, they have relinquished to the Federal 
Government for its exclusive exercise.” Goldstein v 
California, 412 U.S. 546, 552, 37 L.Ed.2d 163, 171 93 S Ct’ 
2303, 2307 (1973) 4 ' 

Although the Constitution does not require Congress 
exclusively to occupy the whole field of patents and 
copyrights, id. at 553, 37 L.Ed.2d at 172, 93 S.Ct at 2308 
when Congress has spoken on those subjects, state 
sovereignty is pro tanto nonexistent, for the congressional 
voice is the supreme law of the land. Sears Roebuck & Co v 
Stiff el, supra, 376 US. at 229, 11 L.Ed.2d at 665, 84 S.Ct.’ 
at 787. Thus, this Court correctly held, in Mills Music, Inc 
v. Arizona, 591 F.2d 1278, 1285 (9th Cir. 1979), that the 
Copyright and Patent Clause is a “specific grant of 

constitutional power that contains inherent limitations on 
state sovereignty/’ 5 

‘When Congress grants an exclusive right or monopoly 
its effects are pervasive; no citizen or State may escape its 
reach." Goldstein v. California, supra, 412 U.S. at 560 37 
L.Ed.2d at 176, 93 S.Ct. at 2312 [Emphasis added].’ If, 


Goldstein held that Congress had not preempted a state criminal 
statute penalizing record piracy because, at the time the statute was 
P«ss«i and the offense was committed. Congress had not protected 
JjTf r /'°. rd ‘ ngS by COpyright - Such Protection was added in 1971 
Pt f. L . ^ 83 SUL 391 ’ applicable only to such recordings “fixed’ 

published and copyrighted” on or after February 15 , 1972. 

The holding of Mills Music. Inc. v. Arizona, on this point is 
unimpaired by Welch v. Texas Department of Highways _ US 
97 L.Ed.2d 389, 107 S.Ct. 2941 (1987) and Atascadero State Hospital v’ 
Scanlon, 473 U.S. 234, 87 L.Ed.2d 171, 105 S.Ct. 3142 (198^ See 
discussion, infra, pp. 18-23. 7 



however, as the District Court held in this case, states can 
successfully invoke the Eleventh Amendment to prevent a 
copyright owner from recovering compensation for 
infringement, they have escaped the reach of the exclusive 
copyright monopoly. The District Court’s holding, if 
affirmed, would destroy the very monopoly that the 
Constitution explicity authorized Congress to grant by 
forcing an author to share free of charge his copyrighted 
work with all states (or their subdivisions or enterprises they 
operate) that chose to use it. The federal courts provide the 
only forum in which to vindicate a copyright. The 
authorities interpreting the Eleventh Amendment and the 
copyright laws forbid the District Court’s conclusion. 

B. The Eleventh Amendment Was Not Intended 
to Deprive Congress of Its Power to Subject 
States to Jurisdiction of the Federal Courts 
to Protect Federally Created Causes of 
Action 

The Eleventh Amendment provides: 

“The Judicial power of the United States shall not 
be construed to extend to any suit in law or equity, 
commenced or prosecuted against one of the 
United States by Citizens of another State, or by 
Citizens or Subjects of any Foreign State.” 

The Eleventh Amendment was adopted in reaction to the 
Supreme Court’s decision of Chisholm v. Georgia, 2 U.S. (2 
Dali.) 419 (1793). In that case the Supreme Court asserted 
its own jurisdiction to enforce a debt owed by Georgia to a 
decedent resident of South Carolina. Chisholm v. Georgia 
was a diversity case; no federal cause of action was 
involved. The historical evidence is convincing that the 
Eleventh Amendment was intended to limit judicial power 
to extend federal diversity jurisdiction to suits by citizens 
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against states. The Eleventh Amendment was not intended 
to limit Congress’ power to grant federal question 
jurisdiction over suits by citizens against the states. 6 

C. The Supreme Court and the Circuits Have 
Consistently Recognized Congressional 
Power to Abrogate the Application of the 
Eleventh Amendment in Exercise of any of 
Its Plenary Powers 


Under current Eleventh Amendment jurisprudence, state 
sovereignty is the linchpin of the Eleventh Amendment 
Fitzpatrick v. Bitzer, 427 U.S. 445, 456, 49 L.Ed.2d 614 

. ' 96 SCt 2666 ’ 2671 (1976). When the states ceded a 

significant portion of their sovereignty to the federal 
government by ratifying the Constitution, the states 


The history of the Eleventh Amendment and Article III of the 
Constitution is recited in Atascadero State Hospital v. Scanlon 473 U S 
234, 2«>-302 8 , I~Ed.2d „, 2|7| 105S . Q ' 

F , d r: t,ng>; ah ° C ° U,Uy of M °nroe v. Florida, 678 

,1132 (2d Cir. 1982) cert, denied, 459 U.S. 1104 74 L Ed 2d 

at M .281 3 82 Ct ' 726 (1983>; MUlS ^ ^ V ‘ 5U ™ 591 F.2d 

Additionally a large body of scholarly literature reviews the history 
an e ect o the Eleventh Amendment. See, e.g., Field, The Eleventh 
Amendment and Other Sovereign Immunity Doctrines: Part One, 126 
U. Pa. L Rev. 5,5 (1978); Field, The Eleventh Amendment and Other 
overeign Immunity Doctrines: Congressional Imposition of Suit 
Upon the States, ,26 U. Pa. L. Rev. 1203 (1978); Nowak, The Scope of 
Congress,onal Power to Create Causes of Action Against State 
Governments and the History of the Eleventh and Fourteenth 
Amendments 75 Colum. L. Rev. 1413 (1975); Tribe, Intergovernmental 
Immunities in Litigation, Taxation, and Regulation: Separation of 

nZZ S ^ UeS ^ Controversies Ab °“‘ federalism, 89 Harv.L.Rev. 682 
(1976). These writers have all concluded that the Eleventh Amendment 
was not intended to lim.t congressional power to subject states to federal 

r'fM irt ii »«r>* ~-I i ! _ ■* * 
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“necessarily surrendered any portion of their sovereignty 
that would stand in the way of [federal] regulation” enacted 
pursuant to their constitutional grant. Parden v. Terminal 
Railway, 377 U.S. 184, 192, 12 L.Ed.2d 233, 240, 84 S.Ct. 
1207, 1212 (1964). 7 Accord: In re McVey Trucking Inc., 
812 F.2d 311, 321 (7th Cir. 1987), petition for cert, filed, 55 
U.S.L.W. 3809 (U.S. May 14, 1987) (No. 86-1847). 

In deference to the historical context of the Eleventh 
Amendment and with continuing concern for the appropri¬ 
ate balance between state sovereignty and the principles of 
federalism, the Supreme Court has consistently held or 
expressly assumed that the Eleventh Amendment does not 
preclude Congress from acting under its plenary powers in 
subjecting unwilling states to the jurisdiction of the federal 
courts for vindication of congressionally created private 
rights of action. Welch v. Texas Department of Highways, 
supra, _ U.S. at _ , 97 L.Ed.2d at 397, 107 S.Ct. at 2946 
“ [w]e assume . . . that the authority of Congress to subject 
unconsenting states to suit in federal court is not confined to 
§5 of the Fourteenth Amendment”); Atascadero State 
Hospital v. Scanlon, 473 U.S. 234, 242-43, 87 L.Ed.2d 171, 
180, 105 S.Ct. 3142, 3148 (1985) (Congress has such power 
under the Fourteenth Amendment); Oneida County v. 
Oneida Indian Nation, 470 U.S. 226, 252, 84 L.Ed.2d 169, j 
190, 105 S.Ct. 1245, 1261 (1985) (assuming exercise of 
power under Article I in enactment of Non-Intercourse 
Act); Employees v. Missouri Department of Public Health 


1 Parden was overruled on other grounds by Welch v. Department oj j 

Highways, supra, _U.S. at_,97 L.Ed.2d at 399, 107 S.Ct. at 2948 

In Welch, supra, the Court stated: *‘[W]e have no occasion in this cast 
to consider the validity of the additional holding in Parden, tha 
Congress has the power to abrogate the States* Eleventh Amendmen 
immunity under the Commerce Clause to the extent that the States arj 
engaged in interstate commerce.** Id . at — U.S-, n.8, 97 L.Ed.2d i 



<S Welfare, 411 U.S. 279, 285, 36 L.Ed.2d 251, 257, 93 S.Ct. 
1614, 1618 (1973) (assuming existence of power under the 
Commerce Clause); Hutto v. Finney, 437 U.S. 678, 693-694, 
57 L.Ed.2d 522, 536 98 S.Ct. 2565, 2575 (1978) (power 
exists under the Fourteenth Amendment); Fitzpatrick v. 
Bitzer, supra, 427 U.S. 445, 49 L.Ed.2d 614, 96 S.Ct. 2666 
(power exists under the Fourteenth Amendment). 

The Circuits that have considered the issue have 
uniformly concluded that Congress has the power to nullify 
the Eleventh Amendment in exercising' any of its plenary 
powers granted by the Constitution. In a meticulously 
crafted opinion examining the Supreme Court authorities, 
including Atascadero, the Seventh Circuit, In re McVey 
Trucking, Inc., supra, 812 F.2d 311 (7th Cir.) held that 
Congress had the power under Article I, in enacting the 
Bankruptcy Code, unilaterally to nullify the Eleventh 
Amendment. “ [Bjecause Congress can make a cause of 
action for money damages against a state enforceable in the 
federal courts when Congress acts under its Fourteenth 
Amendment power, it can do so under any plenary power.” 
Id. at 323. Accord: County of Monroe v. Florida, supra, 678 
F.2d 1124, 1132 n.8, 1133 (2d Cir. 1982), cert, denied, 459 
U.S. 1104, 74 L.Ed.2d 951, 103 S.Ct. 726 (1983) (Congress 
has power under Art. IV, §2, Cl. 2, to abrogate state 
immunity on extradition-related claims); Peel v. Florida 
Department of Transportation, 600 F.2d 1070 (5th Cir. 
1979) (congressional abrogation of immunity in act passed 
pursuant to war powers Art. I, §8); Jennings v. Illinois 
Office of Education, 589 F.2d 935, 937-38 (7th Cir. 1979), 
cert, denied, 441 U.S. 967, 60 L.Ed.2d 1073, 99 S.Ct. 2417 
(1979) (congressional abrogation of state immunity proper 
under the war powers Art. I §8). 8 


8 In Richard Anderson Photography v. Radford University. 633 
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Congressional power, under the Copyright and Patent 
Clause of Article I, to create a cause of action for money 
damages against the states to enforce copyright monopolies 
is indistinguishable from congressional power under the 
same article to enforce the bankruptcy laws considered m 
In re McVey Trucking, Inc., supra, 812 F.2d 311. As noted 
above, this Court reached the same result as McVey m 
Mills Music, Inc. v. Arizona, supra, 591 F.2d at 1285, 
holding that “the abrogation of a state’s Eleventh 
Amendment immunity is inherent in the Copyright and 
Patent Clause and the Copyright Act [of 1909]. 


May 19 1987) The distict court held that "Congress does not have the 
power to abrogate the States’ Eleventh Amendment immunity without 
their consent unless it acts pursuant to §5 of the Fourteenth 
Amendment.” That holding is contrary to the Supreme Court decisions 
and those of every Circuit that has considered the issue. 

Similarly in Wihtol v. Crow, 309 F.2d 111 (8th Cir. 1962), the Court 
held that the Eleventh Amendment foreclosed a copyright mfnngement 
action against a school district. In its superficial discusston of the 

constitutional issue, the Crow Court did not consider whether Congress 

_.it... t Art of 1909. 
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II 

CONGRESS HAS UNMISTAKABLY EX- 
PRESSED ITS INTENTION TO SUBJECT 
STATES TO FEDERAL COURT JURISDIC¬ 
TION IN COPYRIGHT INFRINGEMENT 

CASES 

A. Heightened Standards of Scrutiny to 
Ascertain Congressional Intent to Abrogate 
Eleventh Amendment Immunity Do Not 
Apply to the Copyright Act of 1976 

“ ‘Anyone who violates any of the exclusive rights 
of a copyright owner . . . is an infringer of the 
copyright.’. . . . The Copyright Act provides the 
owner of a copyright with a potent arsenal of 
remedies against an infringer of his work, 
including ... his actual damages and any 
additional profits realized by the infringer or a 
recovery of statutory damages and attorneys’ fees. 

§§ 502-505.” [Emphasis added.] Sony Corp. of 
America v. Universal City Studios, Inc., 464 U.S. 

417, 433-34, 78 L.Ed.2d 574, 587, 104 S.Ct. 774, 
784(1984). 

If Congress did not intend to include the states as 
infringers, the copyright owner has no arsenal; he is 
impotent to protect the exclusivity of his rights. The text of 
the Copyright Act of 1976, its legislative history, and the 
statutory scheme defining the copyright monopoly and 
providing copyright owners protection clearly expresses 
congressional intention to include states as infringers. 
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Although the language of the Copyright Act of \909? 

• iprnreted by this Court in Mills Music, Inc. v. Arizona, 
591 F 2d 1278, is not precisely the same as that o e 

1976 Act, and the Supreme Court ^^"^n 
heightened standards of seruttny » * >PP 
pertaining cong = l the baste 

reasoning^f Mills Music, is as valid today as it was then: 1 
“If Congress has acted pursuant to an expansive 

constitutional grant of authority sdC ® 
commerce clause, and the consequent burden on 
state treasuries will be significant, an intent 
delude states within the class of defendant 
should not be lightly inferred. But if the ratmnak 
for the rule of strict construction does not cbto , 
a less specific showing of congressional inte 
should suffice. Here, Congress has acted pursuant 
to the Copyright and Patent Clause to regu a 
commercial disposition of » c e rt a m proper y 
right • - [T]he Copyright and Patent Clause is 
specific grant of constitutional power that 
contains inherent limitations on state sovereignty 
^addition, the fiscal burden on state finances w« 
be minimal, if only because states will tnfrequen y 


9 The 1909 Copyright Act P rovided . work rotected unde. 

•‘If any person sha11 gj tes ® U ch person shall be liable:. <b] 

the copyright laws of the damages as the copyrigh 

To pay to the as all th. 

proprietor may have s haye made from suc h infringement.” 1 

profits which the mfnng ( 1976 ). [Emphasis added ] 

U.S.C.§101 amended by 17 lTS.e§50H ) L * on ^ 

as^oT TZStS i S 2- and d.stmguish ^ an 
Atascadero . 
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<h ^m,:r 0 :z r :r '^r en, „ d 

c -« a -r r :L or ""co:: e r in 

a PPly strict standa'rf 011 ‘ hc fo,,owi ng fa^' 0 " 5 revea, ». the 
'-™« rov^ d rf -~'ta ylo g c^,' nd ^in 8t o 

(0 "* tegMatioo wa s ! n Ven,h Amend* " pr<ssi °" 

grant, which ••§, nac fed under a hm a lmrnu nhy : 
applications," tl a’. Sro »" to vas( pr '^, 
enormous funbugetabl ' ' egI5l,, ‘°n Peaces '° n r S , ln “a 

O) the congress, 8 n ^ flnanci *l] burdens W ^ CVen 
murt jurisdiction »"“» m"" 1 ' 0 " to sl *J«t 2, “ 

°niy h, a des . Member of a defend * *** to fede ral 

include states-23 P f4 ?” ° f the class members" ^ aSS * S f ° Und 
_ W e 8'slative bis,“y" "?' Ch '“"ally 

^rz~r --- y ex,sts 


20 ---_____ ' ,,vaun ! 

* Supreme - 

expansion of f C(J „ r . OUlt ’ s continuing i nt , 

J"'iMiM,o„, /sone “““"JanMictio,,, „ he ^J Pirating w 
*• or ** m ZZZ* r eoacamJ 

-a.. de, 

Ibamsel™ Efcv wtl , a"'™™"* C o„ 

■»ejves must dccia» . An »endment i m '“Egress has 

expanded. rfk d whe *ber their * ,mmu nity, the 

““ h “ C 

“i 87 ( LE a«.‘so!t ,h ' ■*“« 

Emplo yees v M ° 5S Ct at3l48. r power.” 473 U s 

«»«>. » W ,, 7 Tr W ."” |X * i " on of such 

to 5198^^^®, 5, LI!d; , a 338 M 

^ an y seaman ” << ' at ~— > 9? L Ed 2 h afc ^ e P art *nent nf 

^ era,c °“«is'notth m c P kZ en “fc^ral .^V 080 S -Ct at 2*f 
to dogate the Hieventh A * Unet » u, v ocaI statu JoT* 10 " for suit in 
‘ h An, endment.” __ u “ t0 J ,an «ua ge suffj dcn " 
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congressional intent to subW-t *u 

court; 24 (5) legislative intrusion hLT^ ^ “ federal 

state governments; 25 and (6) the tradltlona l activities of 

"-'"ch to ™ dlca<c lhe fe dera ,| 

- — 

immunity under strict standards of ° ° Vernde sov ereign 
with respect to the Copyright a tlny are Present 
Copyright and Patent 19?6: <»> the 

(2) subjecting states to suit a , exphcit a nd narrow 

“enormous” or unpredictable fir?? 1 infrin8ers plfl ces no 
them; (3) congress.LallntenUonto P ,aced on 

the defmition of “infringer” k < ' ncompass sta tes within 
definition, but is unmistakablv ” 0 COnf,ned to a single 
^ 1976 Act; (4) theT^e hTT “ ^ ful1 te « of 

.o S 

398, 107 S.Ct. at 2047 -i • 

supra. Compare Hutto v Hos P ita l v. Scanlon 

n r sa -ZZZ *£ 7 °.f ■ 67s - 57 LEd2 « £ 

“;“ m Clvil laws was “‘ ion to 

279. 36 L.Ed.2d 251, 93 Tct ° epartme ^ supra, 4U VS. 

PLSA). Contrast Parden v. Terminal^T ^ cm P lo yment by 

>96, 12 L.Ed.2d at 242, 84 S et a 7 12 XS t" ^ ^ 277 « 

an interstate railroad: "[w]h en a 5 <~era a l activity in runni 

exclusively its own and enters into the Sphcre *at is 

regulation, it subjects itself to that reuujl? SUby!Ct to congressional 
Pnvate person or corporation ”) * at, ° n “ fuU y « * it were a 

* 11 ^279. iTZZ 2,To"“."r“f 
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traditional ^ raf '°n nor infri ngem 

cZljZ' n °''«°‘ ”Zy° r COPyr ‘s h ‘° - a 

urt Jurisdiction „ k '” to running , r " ral, "r. it i 5 
Mc,u »ivei it d “ °7.=opyri glu i^ in “ ,,road i (« fedcraj 
Jurisdiction by lnv °lve a „ y * emcnt ac 'rans j s 

Co “« decided in * C ‘ a ' im Plic a ti„* " han ™nient of tha , 

t r o " a,a *' d ™eTi^ aa £ 

‘^upyrigh, , aivs «nc, eons, ruct i on ' d S ^n,e c ou „, 

The Seventh Circuit °* aPPiy to 

the b ankrupt cv , U Cached the 

aft " ^urcud/J ~ A/cP e / r 7o'“ nClus ™n aboue 

E'evlnlh A C ' nai ” ,h ^'c^nf' UhoUeh c °uni 1 tf'J Upra ’ 

■to ,n,ended * ■££ 

’• -Wien, "“I 1 '™ <* Con gress ° as >° give 
,059 - 1063, 84 L f*? 8 ’ 310 Vs 534 540 ^ StQtes 

; think -« - ^ a f nt ^ ^ o ^^ 60 sct 

tJOf >aJ balance be, he “ ‘ fl mdanL, ,* C ° Urt 
3nd ^ States fa ;, Cen the F ^er a J c C ° nstit “- 
° f ingress ** *° ^e nt the ° Vernrn ^t 

constitutional bat UpSets Mother f ? infent 

Jeg,stature ® iance: ‘*»e balance [ ” 3mentaJ 

omitted)" • •• r , d th e judiciarv bCtWeen the 
Id. at 325. V Clar y- (Citation 


, a ,. 

case, a neri>; ^ ^ ^*2d at 327 a i ^ rnen dment € ^ 

Coen. P "" ,0n r ” -U„,.„ theta » «« 

nt VTT° ra ‘ 

8 ,n ^ Supreme 
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F M ■ 4 '“ c »*™"nor C ^.'4/°”''‘“j 0 " «K case at 

In Gonzales. Ihe issue „ as c < .I V, °'' Crru,ed Mills Music 

Child” 138 ' 5 invoki "« <he Edue«ion a F “"““"‘‘I’ fr °® suit 
Children Act, 20 U. S .C. „ , 4 ^ °" AU H »"<Mcapped 

c Rehabilitation Act, 29 use 7 J , 1982 ' 1 ' xaio " 504 of 

This Court was required ,o d ' ‘‘” d SeC,ion 1»*3 

foreclosed under each of the sSl ‘ ,,,e ac,i °" was' 

Mats Music as applied 1^“ ‘ he holdi "« of 

I gU3 f e ’ hlstor y and statutory th ° r t0 parse the 
IaW f which is strikingly differ^ r * ° f the copyright 
ln Atasca dero and Go„L«. r ° m the statut « involved 


to abrogated 158 Oncorrectly concluding that C y ’ su P ra - 633 

* s potential copyri ff hf ^i a Amendment barrv*H *k 

a copyrighted slogan in a toSrilm Conce ™ng the use by the s <jL r 

SSSSSSS-SHS: 

^«?i£sSS=aS 
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'"‘'wuniiy 

Even if the. cfr; * 

Were applicable to the^C^ **** ° f Atasca dero an d 
^pressed its intent ^ fright Act of l976 " ^ e/cA 

Copyn gh(Actof I97 “~ ion . ^ 

Anyone who violate o 

° f the co Pyright owner ^ ° f ^ e * c,usive rights 
-Plight,- 17 U.S.C § 50l ( ^: a ° f ^ 

Provi sion5spTC 76 .nclud M wi ,hj D 

2c: ;*,t;■«i"s=r“-»2: 

eiccpt wher,. there ' " M " lner M all 0 ,h er T ,‘ abl ' as 
s * a ‘« The ,.jZ “ r ' S ' ,etlf '= 

referring to “ ^ ct contains num*» PPhcable to 
subdivisions _ gover nmental bodies ’ st °“ S provis| ons 


•nfringement suits ’* a * ^ C,3SS of defendants « k * angua « e of the 
adopting the AfU/ s *J Cord,n «'y. the Johnson court ^ ‘° fright 
■ntended to abrogate fT ana, J rai * of the 1909 Act th’TT^ COncJud ed, 

'* A ~ ‘ZZSTSZz 
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bodies” that 

bodies" undoubtedly include state emihes» "°° Vernnl “b" 

Congress, eseiptl from ‘ltb^y puMc'vrf' ICn8 ‘ h 
non-dramatic musical work hv ! Performance of a 
during a state fair. The “state fair governrne ntal body” 
the states from vicarious lilbUitv f ' Xemp " on ” “ ls ° '«mpts 

by private concessionaires, busfaess'elS'" “ ,fTing ' aKn, 
persons at state fairs. 31 stablishments, or other 

works by teachersfor students £ e ^° rma " Ce of copyrighted 

systematic instructional activiLT 0^"“ “ ° f 
body, the performance is made for J, governmental 

is received in a classroom by the dJbl ^ 

of a governmental body as par, of their 

aorhortTomTL~,^“ 0 '“---. --out 

phonorecords is ‘‘an infri co Py ri ght t of copies or 

distribute cop,! “ ' '-iusive ngh, 1o 

§»!.- Section 602<aX,) esprS v ' ' U " d " 

works "“Oder the authority uTr""? ° f 
Government of the United States or of any' Smte 7 ^ 

Revision. "Report of the Rcgoter*of h c Copyri * ht Caw 

Revision of the U.S. Copyright Law ” 87fh °^ n8htS ° n thc General 

™e"t t,J r Uly ’ * 96 * 3 fRegister’sKeport") 0 " 8 '* ^ 31 ' 29 - 30 

E *- ^f rOUS,y debated before Congress. 

Su b com m . on PatentS ' Tr:r^ZZV n T 7 - *• 

Comm, on the Judiciary, 90th Con. t ° f the ^nate 
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subdivision of a State h.,t , 

phonorecords for use in’ schools' or coni ° f 

:^ 2 work ™ - ~ oZ\t:zr;> 

- 

use, other than in schools ° er the author “y or for the 

subdivision of a state.” " ' My State or Political 

When Congress wrote the definition of “infringer” in ,k 
1976 Act, ,t would not have occurred Z ^ the 

say “Anyone, including the States” he * draftsmen to 

r ds r u,d w b « Tziz c 0 d,,ionai 

co Py r ighted work, *"'r ' b " 

copyrights for decades." Congress hid ^ ° Wn 
anticipate that i® no reason to 

paie mat, years later, opinions written bv the 
Court, construing different , y e Su P rerr *e 

extended to the cSpyrig^lct ^ COUld be 

intention to el erase the Tldf a f b ° Ut COngressional 

power to subject infringing stated to ° the" f^'range ‘"“f 
statutory remedies in favor nf » , L " ran 8 e of 

legislative history dispels it Th u co P yn 8 ht owner, the 
ory dispels it. The history of the Copyright 


w,,hin ihc - 
hearings. E.g., Copyright Law Revnt 7 revealed in the House 
n. 31, at 169 Hearin «* on H.R. 4347. supra 

registration of co^y’rights^orthe * tatUtes had Ion 8 authorized the 

convenience of ,he Court. „„, ples „ r ',T°“' F “ ‘ h ' 

are attached as Addendum A hereto. * Ca3ifornia statutes 


27- 


Act of 1976 repeatedly demonstrates that Congress 
meticulously examined the extent to which states used 
copyrighted works and decided that, except in the limited 
instances of exemption outlined above, states should be 
subject to liability for infringement. 

The lengthy debate concerning the use of copyrighted 
music at state fairs is a striking example of Congress’ 
attention to the issue of state liability for infringement. 34 It 
is evident from the testimony presented to the Senate that 
Congress believed that the states would be liable for 
copyright infringement unless their infringing conduct was 
expressly excepted in the Copyright Act. 

Similarly, extensive testimony was offered to justify the 
need for exempting limited uses of copyright materials by 
libraries and by public radio and television stations, 
including those owned by state institutions. 35 No one 


34 Copyright Law Revision: Hearings on S. 597 Before the 
Subcomm. on Patent, Trademarks and Copyrights of the Senate 
Comm, on the Judiciary , 90th Cong,* 1st Sess. at 31, (1967) (letter of 
Sen. Frank J. Lausche); Id. at 625; (statement of William B. Hartsfield, 
President, Southeastern Fair Ass’n); Id. at 632-636; (statement of 
William T. Collins, President, Outdoor Amusement Business Ass’n, Inc ); 
Id. at 1337 (letter from Sen. Jennings Randolph); Id. at 1338 (letter 
from C. T. Sydenstrickcr, Secretary-Manager, State Fair of West 
Virginia). 

35 Copyright Law Revision: Hearings on H.R. 4347 , H.R . 5680, H.R , 
6831, H.R. 6835 Before Subcomm. No. 3 of the House Comm , on the 
Judiciary , 89th Cong., 1st Sess. at 459-464 (1965) (statement of Dr, 
Charles F. Gosnell, Chairman, Comm, on Copyright Issues, Am. 
Library Ass'n); Copyright Law Revision: Hearings on S. 1361 before 
the Subcomm. on Patents, Trademarks and Copyrights of the Senate 
Comm, on the Judiciary , 93rd Cong., 1st Sess. at 97-98 (1973) 
(statement of Stephen A, McCarthy, Exec. Dir., Ass’n of Research 
Libraries); Id. at 100-02 (statement of Dr. Edrnon Low, Chairman, 

PAmt/rinkf CuhAAmm rtf A m I ihrarif Acc’n- P T • 
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expressed any doubt that state instrumentalities would be 
liable for infringement under the Act unless the exemptions 

frrnnfarl * 


A contrary reading of the 1976 Act would destroy the 
comprehensive national system of copyright protection that 
the draftsmen of the Constitution and of its Copyright Act 
intended. If states and their subdivisions were not subject to 
the remedies prescribed by statute, the limited monopoly 
envisioned by those draftsmen would vanish. Authors 
would be unable to guarantee the exclusivity of their 
copyrights if the states could exploit the rights without 
compensating their owners. 36 The point was vividly 
expressed in Mills Music , Inc.: 


[a] state may not, consistent with the Constitu¬ 
tion, infringe the federally protected rights of the 
copyright holder, and thereafter avoid the federal 
system of statutory protections. The ‘exclusive 
Rights’ of an author, guaranteed under the 


</ run. of Justice of the House Comm, on the Judiciary, 94lh Cong 
1st Sess. at 213 (1975) (statement of Frank McKenna, Exec. Director’ 
Special Libraries Ass’n). ’ 

j, 8 *** 1 * 0 C °Py ri « ht ^vision. Preliminary Draft for Revised 
3. Copyright Law and Discussions and Comments on the Draft 

, ° n the Jud,ciar y’ Part 3. 88th Cong., 2nd Sess. at 322-24 

(1964) (statement of Eugene N. Aleinkoff, General Counsel, Nat Educ 

stTZToreth Th Cemer); C ° Pyright LaW Rev ^ brings on 3 
597 Before the Subcomm. on Patent, Trademarks and Copyrights of 

nIhiTT 6 C ° mm ' ° n thS Judiciary ’ 90131 Con 8-> 1st Sess. at 991-96 
(1967) (statement of Edwin G. Cohen, Exec. Dir., Natl Center for 

ChaTmersH j^ 0 "' 8 . 6 J elev,sion >' Id at 1003-1022 (statement of 

“ r ’ Educ - Te,ev,sion stadons ’ Nan 

36 Scholars have concluded from the text and legislative history of the 

Copyright Act that Congress mtended to abrogate Eleventh 

immUnity - M Nimmer, 3 Nimmer on Copyright 

§12.01[E] at 12-21 (1986). copyright 
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Constitution and Copyright Act, would surely be 
illusory were a state permitted to appropriate with 
impunity the rights of lawful copyright holderfs]. 
Accordingly, we conclude that the Eleventh 
Amendment’s sovereign immunity does not 
permit a state to nullify the rights reserved and 
protected by Congress, acting pursuant to the 
Copyright and Patent Clause.” 591 F.2d at 1286. 

C. Immunizing States from Liability for Copy¬ 
right Infringement Is Contrary to Accepted 
Principles of Federalism 

States, like California, have long understood that 
copyright protection is exclusively in the federal realm 
whenever Congress has acted on the subject. California 
statutes expressly authorize the state and its subdivisions to 
pay royalties to copyright owners. 37 The opinions of the 
Attorney General of California have long accepted 
California’s amenability to suit under the copyright laws. 38 


37 See, e.g., the California statutes collected in Addendum A, 

Standing Order 100.4, subdivision (gg), of the Bylaws and Standing 
Orders of the Regents of the University of California , adopted April 
18, 1969, as amended July 17, 1987, states: 

“The President is authorized to develop and implement 
policies and procedures on matters pertaining to intellectual 
property including patents, copyrights, trademarks and 
tangible research products and to execute documents 
necessary for the administration of intellectual property, 
including those which may contain commitments existing 
longer than seven years. The President annually shall report 
to the Board on matters pertaining to intellectual property.” 

The state, and its political subdivisions, including the Regents of the 
University of California, have registered thousands of copyrights. See 
discussion infra , pp. 33. 

^ — in* (i no9\. */i /“w,, a r ±— 
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Imposing liability for copyright j n frin„ 

impose unanticipated or serion* k a 8 e ment does not 

compensation for the Tse oT copyrighteTm /° ^ 
create results that the draftsmen of th atenal would 
never contemplated. For example Calif C C ° Pynght Iaws 
other state to enforce all of th f / C llfornia can sue any 

!! s OVyn co Py r ‘ghts becau J S ,he“ E^„7 h ed, A ‘° rf ro,eC1 

origmal jurisdiction of the Sunreme°r C °™' Wlthin ,he 
MUler & Cooper, F^p^Zn^Z , ” 

PP- 124-26 (1982) Th.,* ,ce and Procedure, § 3524, 

copyrights of the ^ 70^“ ** 

University of Santa Clara Word ‘ f0rma ’ but 
private universities could no U "‘vers,ty, and other 

invoking the sa'e ^ * 

University of California. 8 nfr mgement by the 

of a major film/copy h ^how UinT^ 3 S ' ng ' e print 

copies to students^without'^nav 1 Campus heaters and rent 
anything. It could buy one recorTof ^ C ° Pynght OWner 
copy it on tape cassettes, p, ay it on IV** S ° ng ’ 
and sell copies in the camnn* h ^ tUdent radio station, 

«n, to the'contposer,“Tartar 5 '"' ' VUh ° U * a 

check out one copy of a textbook any ° ne dse ’ II couId 
-pies for sale to ° f 

his work. The copyright owners couht ^ hmg f ° r 
much as a fraction of , • ° U d never recover so 

state, and the exclusivity onhe^ ^ againSt the unw ilhng 
be destroyed. copyright monopoly would 


186 (1981). For the convenience of the Court th 
Opinions are annexed hereto as Addendum B. 


Attorney General's 
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he possibility that the copyright owners could obtain an 
injunction against the state or its political subdivision to 
prevent future infringements of their works does not save 
the copyrights* B y the time the infringement was 
discovered and an injunction obtained, the value of the 
copyright would be seriously diminished or destroyed. 

ihe In Fi r<ler l °u h A W that thC C ° pyright Act did not override 
the S eventh Amendment, the Court would have to 

attribute to Congress an intent to create first class 

copyrights for states and the United States and second class 

copyrights for everyone else.«> Congress would also have to 

ve in en ed that states would be permitted to deprive 

due Va nro^ OPyn f! ° WnCrS ° f ^ pr ° perty rights without 
p ess o aw and without just compensation The 

cn^re tor, of,he ,976 Ac, a„d the history of copy, “h, ,Iw 

forbids ascribmg such irrational intentions to Congress. 


tn Ij 116 EleVCnth Amendment does not bar federal suits against states 
o obtain injunctions to prevent future violations of federal lfw See e * 

™7^Z e Sch °° l A H0Spital V ■ ^alderman, supra, Zl U £ 
79 L.Ed.2d. 67. 79-80 104 SO onn cna r* __ ^ 

^d’ ^*4’ S.O.'+CZ (,908y^' P<lrte Y° un 8< 209 U.S. ,23, 

s jj he Eleventh Amendment has no application to suits by the United 

s^suSTn IT ^ C ,° nStitUti ° n COnfCrS J^sdjrS 
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III 


CALIFORNIA HAS WAIVED ITS ELE¬ 
VENTH AMENDMENT IMMUNITY FROM 
COPYRIGHT INFRINGEMENT SUITS 

A state waives the bar of the Eleventh Amendment when 
Us intention to do so is expressed clearly. Except for 
Parden, supra, the Supreme Court has only focused its 
attention on the consent of the states to be sued in the 
federal courts when a remedy is available in the state courts 
or vindication of federally created private rights. 41 
California eliminated its sovereign immunity to suits for 
damages in tort actions by judicial decision and by statute 

f Tn Z pf v ' Corning Hospital District ' 55 cai - 2d 21 r 

89 > 359 P2d 457 (1961); Cal. Gov't Code §945 
(West 1980) (public entity may sue or be sued). California 
has thus resolved the first inquiry in Eleventh Amendment 
adjudication by expressly consenting to suit, thereby, pro 
tanto, waiving sovereign immunity. The only remaining 
issue is whether California intended its consent specifically 
to waive its immunity to a suit for damages in copyright 
infringement actions triable only i„ the federal courts. 

A state’s intention to waive Eleventh Amendment 
immunity to suit in the federal courts cannot be inferred 
solely from a state’s waiver of sovereign immunity in its 
own courts. 42 However, California’s intent to subject itself 


41 “A State’s constitutional interest in immunity encompasses not 

Z? y sTT/r y " bu ‘ “ ■"*' <» ««<••" 

State School <* Hospital v. Halderman, supra, 465 US at 99 79 
L.I*.2dat78, 104 S.Ct. 907 [Emphasis in original] "* 79 

Florida Dep ° rtment °f Ilealth <* Rehabilitative Services v 

Florida Nursing Home Ass’n, 450 U.S. 147, 150 67 L Ed 2d 117 i « 

101 S.Ct. 1032. 1034 (1981) (per curiam). As theCourt stated in Great 
ut. <n, Co. » R, aJ . 322 0A 47 , g8 L E< , , , 2 , 
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to suits in federal court for copyright infringement is clearly 
found from a series of acts that, coupled with waiver of 
sovereign immunity in its own courts, constitutes a waiver 
of Eleventh Amendment immunity in the copyright 
context. 

By statute, California recognizes its obligation to pay 
royalties to owners of copyrights by its educational 
institutions. For example, California Education Code 
section 60289 provides: 

“The amount fixed for royalty and costs of films 
or copyright or patented matter in favor of any 
company, or individual, shall be presented by the 
Superintendent of Public Instruction to the state 
board for its approval. Claims shall be paid 
quarterly, in the same manner as other claims 
upon the State Treasury.” Cal. Educ. Code 
§60289 (West 1980). 

California Education Code section 60291 provides that the 
state board determines the cost price of books “by adding: 
(a) the cost of manufacture, (b) the contract price to be paid 
as royalty or for the use of films, maps, engravings, or 
copyrighted or patented matter, and (c) transportation 
costs.” 3 Cal. Educ. Code §60291 (West Supp. 1987). 

California statutes expressly authorize state subdivisions 
to secure copyrights and to collect royalties and other 
revenues from copyrights. 44 Acting pursuant to its broad 


S.Ct. 873, 877 (1944): “ [l]t is not consonant with our dual system for the 
federal courts ... to read the consent to embrace federal as well as state 
courts .... [A] clear declaration of the state’s intention to submit its 
fiscal problems to other courts than those of its own creation must be 
found.*' 

43 See statutory materials collected in Addendum A hereto. 

^ 44 See, e.g„ Cal. Educ. Code §§72207, 35170 (West 1978), in Ad- 
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powers conferred bv the (' ., 1 ; r 

exercise of its own rules of nrne C ° nsdtution and, in 
of the University of CaliforniTh ^ ° f Regents 

copyrights. 43 The California Attorn^O^ *? Usands of 
have consistently advised state off / General s opinions 
officials are subject to th° fflC,a ' S that the ^te and its 
unauthorized usf of r CO Py^ht laws and that 

infringement. 46 The Regents'of "the if m3terials is a " 
have defended themselves il fL Univers « y of California 
the title of a copyrighted work thh C ° Urt againSt misuse of 
Amendment objections 47 ° Ut raisin 8 an y Eleventh 

prlL^ b ar to 

assert the same defense to avniJ ^ gh OWners - th ey can 
patent owners. The Patent Act’s d ? ayi ° g Com P ensati on to 
ihat of the Copyright Act literalt efm ‘ I ° n ° f lnfri uger, like 
no. specifically na me .h'e m .« *Z ^ do “ 

states and their political 

Data Base contain! the biblwg^ph*^ Machinc Rcad able Cataloging) 
Cataloging Distribution Service oVThTt;^ W ° rkS pr0cessed b V the 
Congress cataloging all English lan ^ Un,ted States Library of 
h. other ™ 

copyrighted works registered in ih Basc rcveals 3,140 

^46 V ^[ S * t y California. (DIALOGIC M^RCHi ^?® CntS <* the 
A representative samnle of th MARC flIe - f >le No. 426). 
attached hereto. See Addendum B. U ° mey ° enera, ’ s Opinions is 

v. n f tU r t 

1086 (D. Mass. 1977) (owner of Cali f ° rnia . 441 F.Supp 

“ ° f •"* "'■» title ?„ nl T "■ 

0970)). 0n ° f the Lanham Act, 15 U.S.C. § 1 i 25(a) 

States during the term of the ZZt T > ™™ Uon ’ wd hin the United 
Patent, (b) Soever act.vely ind^ " mfrTn ^ ^ inft **W* the 
liable as an tnfringer. ( c ) m,o ev lT^ TT™ ° f ‘ ^ sh *“ «* 


naLmf TU ^ »» thousands of 

u«d ,h, ? h' ,' 8en ' S ° f ' he U " iversit y of California have 
used the federal courts to enforce their own patents/* 

ThC L en ! ir f Pattern of California’s conduct in the 
copyright field — by legislation, opinions of her Attorney 
enera , entry into the federal courts, and acceptance of the 

tha n tIh 1 ^ l° Pynght ^ “ ,CaVeS *> reasonable doubt 
that the state has voluntarily subjected itself to the full 

reach of the copyright laws, including suits for damages for 

S"fn 8 ' me "a in “*"«■ Ca£l 

cted m that manner decades after the enactment of the 
Copyright Act of 1909 and has continued that conduct 
• T e enactment of the Copyright Act of 1976. Thus 
just as Alabama consented to FELA suits in the federal 
district court by operating an interstate railroad some 
twenty years after enactment of the FELA, California has 
necessardy consented to such suit as was authorized by 
[the Copyright] Act.” Parden v. Terminal Railway d, 
supra, 377 U.S. at 192, 12 L.Ed.2d at 240, 84 S.Ct. at 1213 
The Court’s holding in Parden on the consent issue has 

AsTh rPard ** ^ Amendmen ‘ decisions. 

AS tile Parden court stated: 

“Our conclusion that this suit may be maintained 
is in accord with the common sense of this 
Nation’s federalism. A State’s immunity from suit 




k 


added.] 33 U.S.C. §271. 

a J 5 U f SC f Section 281 Provides: “A patentee shall have remedy by civil 
action for infringement of his patent.” 35 U.S.C. §281. 

Unlike the Copyright Act of 1976, however the Patent Art, , • 

iLSsszr 8 - 

49 o 

Inc ™ ft Un ‘” rS " r °> -• 

nc., 530 F.Supp. 846 (D.NJ. 1981). aff’d. 67#, P 0M A0-7 nj 
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recog„ iled by .he £1°““,“?“"' ^ b " n ^ 
-bsecuen. - by 

state leaves the sphere that is , Bu ‘ ' vhe " a 
■nd enters i„,„ «« 

regulation, it subjects itself .v congressional 
fully as if i, were aprivate^ "*ula.ion as 

3 ” US. a, r 

1215. ’ 12 L Ed 2d « 233, 84 S.Ct. at 

®y its own conduct ;« fk 

«* ^ere that is fWd - <**»„«. has 

Which IS exclusively regulated bv C ° Wn ^ Cntered that 
thereby consented to the jurisdictioT?*?' Ca,ifornia has 
-er suns against her for copyright infr^gl'e^'™' C ° Ur,S 


CONCLUSION 


Court to scridinize^gisi^dp ba y e Er0n,pted th e Supreme 
Congress truly i„,e„ d e d to *° ass “re itself that 

damage suits in the federal * C ‘. unwd,in S states to 
and patent fields. Congress hac i * . CXlSts in the copyright 
encompass states within the c^^ ^ * intention to 
uopyrjgh, reg„,a,i 0 „ ««ahhshed hy^Co" T™ ° f 
1976 by expressly dealing with stZ ? Pyn * ht Act of 
and governmental bodies! the tex of^ ^ 1 Subdivi «on, 
history of that Act and its nred Act ' The wh ole 

° f 1909, as amended, demonsTra^"’ ^ C< Wight Act 
to subject the states to the full re ^ Con « r ess intended 
Power to establish, to protec l„ d f ° * constitutional 
monopoly given to copyright' own “ lhe exclusive 

deprive copyright owS.*f £?*"■ , To <*">* states 

copyright infringement wou)d impairrS^TheTaluI 
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of copyrights and the national system that the draftsmen of 
the Constitution and the draftsmen of the Act intended to 
impose. 

If authors cannot enforce their rights to royalties against 
states and their subdivisions, the losers are not only the 
copyright holders, but the state and its citizens as well. How 
many authors would be persuaded to write books for use in 
schools, colleges and universities if those entities were not 
required to pay the authors anything for their works? How 
many persons would pay royalties for an exclusive license to 
use copyrighted works if they knew that the same works 
could be used gratis by all of the states and their 
subdivisions, unless those entities volunteered payment? 
How many persons and firms whose livelihood depends on 
licensing copyrighted works would survive the destruction 
of the exclusivity of copyrights? 

Congressional intent to protect copyright owners from 
infringement by anyone, including the states, and 
California’s intent to embrace the copyright laws is 
unmistakable. Accordingly, California cannot raise the bar 
of the Eleventh Amendment to defeat the copyright owner’s 
right to damages for infringement. 

Dated: November 3, 1987 

Respectfully submitted, 

HUFSTEDLER, MILLER, 

CARLSON & BEARDSLEY 

By: SHIRLEY M. HUFSTEDLER 

Attorneys for Amici Curiae 
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The Organic Act 
Chapter 244 
Section 1. 

A State University i s hereby create 
requirements of Section ® ted » Pursuant to tl 

Constitution of the State of nine ’ of fi 

devote t „ the , arge ' ° f Caltforni., and in order 

made to the State of CalZLi U “ lion «>' benefacti, 
° f »" Ac, of Co„are» r Z , ^ ^ P™visio, 
hundred and su,y., wo , entitled^Am * ei8h,e '! 

rr ,o ~— 

several Faculties prescribe the h ' recommendation of tl 
be used in , he sS^St^"2T^ ' a " d 
confer such degrees and ««•« , d Co leges ’ a °d also 
Universities. ... (1868 Cal. "* “ SUa ' 

at Cal. Const, art. IX, sec g]) ' 56 (Current versa 

California Education Code 

Sec, ion 32360. Copyright,; „ se of f „ nds 

No funds shall be expended bv a srhe , ... 
community college district, a county boa rtofn ’’ 

a county superintendent of schools educat,on ', 

any person or firm but noth |° Secu re a copyright f< 
construed to prevent the ao *”* *" th,S Section sba H 1 
district, commn^ oXe 2 n, "f b ° ard ° f «*» 
education from securina to T*’ ° F county boa rd 
district or board to all P yr 'ghts, in the name of tl 
the district or board. copyn 8 htab le works developed I 

( tats., 1976, c. 1010, §2, operative April 30, 1977 .) 
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secure a copyright for any persotw'r 'r *"! ' mploy « *° 
this section shall be construed to f ' rm ’ b “* no,hin S in 
board of any school district PrCVent ,h ' governing 

county board of education '"° D,mu,my colle 8e district, or 
name of the “ py r,gb, s , ta , he 

developed by the district or board. " COpyr ' 8h(able works 

(Stats. 1976,c. 1010,§2, operative April 30, 1977.) 

^Th 0 ” 3SI ? 0’ Au ,h 0 rlty to secure copyrights 

,?r -■— 

uk B? r “ 

School district securinTsaid copy jg?,:. ° r "* ^ ° f *• 

( ats. 1976, c. 1010, §2, operative April 30, 1977 .) 

Section 39528 Sal* 

terialL ^ ! xchan * e of Published ma - 
a u 6 ia1,1 cense of copyrights 

adopted th^gm^ning^o^d^r^ ^ reguJatlons 
educational use, sell, g i ve or exch ° and for 

materials, published materials 3086 ^ S,milar Published 
connection with the curricular anT^ ^ ^ d * Strict in 
district is authorized to perZTnT that the 

regulations of the governm* reStricted b y the 

made to, and the exchange ma^be ° r gift ma >' be 

political subdivision, public offWr * W ‘ th ’ any P ers «n, 
tional institution. The distribute r T agency ’ or educa- 

in accordance with this section " ° H ^ pubIished material 

SeCtl ° n 18 declared to be a public 
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Sr‘ n fUI * h "““ " f — -X, Section .. or tl 
held by tte districT tTth ^ ^ USe ° f co Py ri « h 

th ;r d r rposes - p ~=^ fi 

organized unLTL^h^y^f msZaT^ 

publishlr. 1,CCnSe ^ PrCViOUSly been granted aT priva^ 

a r ed such a pubHc 1 «h | 

the district holds the copyright shTl ^ materiaIs ' to whk 

rep JurcCrighW ™"£l is dectare^' JTT ' 

pubhe purpose i„ fureherauce of Article x, e, !' 

the Constitution. article XI, Section 1 , < 

(Stats. 1976, c. 1010, §2, operative April 30, 1977 .) 

Section 60281. Means of , cq „, si , lon 

included in ar^fe, rileTby^he "^"^^, 1 

the state: he hoard to be in the best interests , 

manufacturer at an^of iteoffice ^ publisher ' 

or from any publishers’ or manuflcture^d ^ ^ Ca,if ° rn 

sr a ;r™r “- 

SyS " mS and -crialr 
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“L” ay * PUrCh “ Md *om (he pubiisher or 

m a„ b uf.«,r'!LL hem ' ° r ' hem ‘° ■* Spiled and 

printing, or publish!^ (hOT. COPyr ' 8htS for USe “ com piling, 

“r for the 

Of the material. ... 8 the who,e or any part 

Section 60289. Annrnvoi „r 

SSlS*' roya,,y - 

copyright or patented matte^iffavorV 08 ^ * ^ ° r 

shall be paid quarterly in th ^ d ^ a PP rovaI - Claims 
upon the State”"; ma " n ' r “ claims 

(Stats. 1976, c. 1010, §2, operative April 30, 1977 .) 

section 50797. Determination of cos, priee of bnohs 

es.im n ,, r re™of a h C e ° Py ° f ' hC T""*" 8 «P« — the 
shall determine and fix th' S 108 ° any l* 1 ® state board 
Price shai, £ ^ 

manufacture, and (b) the contract price to £ p,“d al 
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royalty or for the use r>f m 

copyrighted or patented matter. mS ’ maPS ’ CngravIngs ’ 

(Stats. 1976, c. 1010, §2, operative April 30, 1977.) 

Section 72207. Authority to secure copyrights 

ThC g ° VCrning board of a community college district m 
pyrignts, m the name of the district . 

or rete“^ 0 : kS d d ' V '' 0P ' d by ,b ' a "d r'oyaIt,'. 

th e d istric :i~ ,o ^ for the j 

(Stats. 1976, c. 1010, §2, operative April 30, 1977.) 
California Public Contract Code 

Sedan, 03 18. Speema,t,a n for bld ,. prMhMo „ <>f ^ 
specific designations; bonds by bidders 

to ^draf lT nCy " T Pl ° y “ lh "' of shal ‘ draft or can 
o be drafted, any specif .cations for bids, in connection wi 

the purchase or contetnpiated purchase of auv suppheT 
materials, or textbooks for use in the h * , PP 

elementary schools of the state, in such a manner as toZ 
the bidding directiy or indirectly, to any one bidder 

Bidders may be required to furnish a bond or oth 

patem"nfrTngement.‘ he S ‘ a ‘ e "*■*”“ C ' aimS or liabili ‘y 1 
(Added by Stats. 1983, c. 123I,§4, eff. Sept. 30, 1983.) 








Bylaws and Standing Orders of the 
Regents of the University of California 

PREFACE 


l h 2lX‘of “ n J. Sla " din8 °f The Regents of the 

April 18 I960 fTn W ' r ' ad ° P,ed by Thc Re 8ents on 
April 18, 1969, at which time all previous Bylaws and 

Standing Orders were Rescinded. They include amend 

ments adopted to and including July 17, 1987. 

STANDING ORDERS 

Standing Order lOO.d. D„,ie s „f ,. reside „, „ f ^ 

University 


* * * * 

(gg) The President is authorized to develop and 
mplement policies and procedures on matters pertaining to 

™r£T„d7 P "h!'' indUdin8 Pa,en,S> “P™ 1 -* ■Re¬ 
marks, and tangtble research products and (o 

documents necessary for the administration of intellectual 

property including those which may contain co1 11 

eats tng longer than seven years. The President alual 

SeZl^erir B ° ard ° n 
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65 OPS. CAL. ATTY. GEN 106 
Opinion No. 81-503-February 5, 1982 

SUBJECT; INFRINGEMENT OF COPYRIGHT 

The showing of video-cas^n,. * ^PYRIGHT - 
to prison inmates by c Z e ^ T ° f picture 

authorization from the con authontles withou 

infringement of copyright. 1 owner constitutes aij 

Zlr te t by: DIRECTOR or CORRECTIONS 
Op,„,„„ by; GEORGE DEUKMEJIAN 
Attorney General 
Ronald M. Weiskopf, De pil , 

Inc Honorable Ruth r 

ha °rr i:::r t ~ rrec,,on 

Picturea to prison inn^r^n'r^lr? " m °' i0 ' 
constitute an infringement of copyright aU,hOTi >* 

CONCLUSION 

he showing of videocassette tapes of mm' 

Prison inmates by correctional 'T ° tl0n P lctur es ' 
nation from the coDvriirJChornies without author, 

infringement of copyright COnstitu tes a- 

analysis 

The Copyrights Act of 19 76 l h i 

19/6 declares copyrigl 


States Code. All *°- ° f thc Uni “ 

United States Code. The act was made cffectivcJ ** *° ** ” ° f 
94-553. tit. I. § ,02 (90 Stats, at p„ 2598 2 <Z * h 1978 < p - 1 

a Pplies to all recording _ r . P . 2399 ); note prec. S ion 
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protection to “subsist ” o 

original works of authorship P W ‘ th ‘ tS terms in " • • 
of expression, now known or liter *1 P tanglble mediu m 
they can be perceived renrnH ! deve,0 P ed > from which 

dinS or w l UC ' d ’ “'■-wise co mmuni . 

*"**■" « >02,suJoZT > pt aid ° f “ °r 

the term “original works P P * ,nent to our discussion, 
include “moTmTpicPsPd a m h ° rShlP .” i§ defi ^d7o 
within its rubric. (Id., subsectionPPP'P W ° rkS ” 2 
act grants to the owner of a S ‘ U ° n 106 of the 

“exclusive rights... to perform"™ “ ^ 3 W ° rk the 
authorize the doing of the sfme h pub,ic, y” and to 
provisions of sections 107 th >.others, subject to the 

various limitations, qualifications^^ 118 Whlch P roy ide 

exclusive rights” so granted tsToP„ eXemptions fr°m “the 
finding of noninfringement i/fhe use mid^ C ° mpe,S 3 

work ,s a “fair US e” under the ^ 3 co Py ri ghted 

particular circumstances, 


other grounds. Universal rm, c, j. 

Cir , I98I > 659 F-2d 963.) 

question under the current act. d,rected to "solving the 

The term “audiovisual works” u h r . 

• -; works that consist of a series If i ^ SeCtion 101 to mean 
intrinsically intended to be shown by the use "i ated J mages which are 
^ pr °J ector s, viewers, or electronic ma chines or devices such 
accompanying sounds, if a „y. regard!- with 
objem, such as films or tapes, in whichZ wo^ ° f the material 

The act also grants the owner a similar embodled ” 

S’! TtF'T ° r ° thcr aad iovisua 

(5)) The display of such a work ho^ ° X ‘ ,06 ' subsect 'on 
Performance, involves “the showin p ho ^ ever - contrast to its 
sequentially." 101, ‘ display;- see JsoP individual images non - 
at pp. 63-64; S.Repc op . «£, infra at ” f Re *" °P <*.. Infra, at fn. 6, 
the case with the showing of motion ’ P 6 °' ) Clear,y that is n <* 
involves the showing of related imagesT"*' WhiCh by definiti °n 
impression of motion. (8 t0 i ” mnfi succession to impart an 

*3-64; ^ p . eof l ° h m ° t,0n ***•"«” -e also H.Re p ^ t “ 
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while sections 108 through Its 

for particular situations Oth prov,de specific exemptio 
of the exclusive rigte of ? h e '0""“ T°"° Wh ° - 

of Ihe copyright. (§ 501.j Py rl g t owner is an infring 

We are told that videocassef^c 
dramatic works and ( W , mOSt ° f Which « 

copyright in which is held by a'tT h m ° tl0n P ‘ Ctures « 
Public domain, are to be shn^ ^ ” 0t in 

authorities to the inmat* W ° by state correction 
institutions under the follo^^^en^^ *** j 

on a random V^siT from ^ PUrc J lascd b y the authoriti 
prevailing retaU Tate^ with "*?" ° Utlets a < « 

concessions . 4 They are to h* i Spec,al government 
-d are to be 

viewers located in particular C Pm ° ners over televisit 
n particular viewing areas.* I„ order , 

4 As we shall explain in greater detail th* ». 
normal retail outlet which seh s th! P “ ^ “ made throu « h 

«*-* *»• p-.». cr ,o pri ™“ ^ 

‘ d ‘ ,,r<> “8 h « distribution outfc, whlch . “ ' WO “< 1 >" beii 

copyright owner to sell or rent th* * h ^ authori «d by u 
work to institutions for unlimited C ° PV ° f the co Pynght- 

cassette secured from the former 1,86 ^ Price of 

-cured from the latter it will ruH^l^T ^ ^ ^ 
differential no doubt reflects section 202 f u a " d $60 ° Th 's pri 
ownership of a copyright, or any of the T Pr ° VidCS t} 
copyright, u distinct from ownershh, of CXC,us,ve ri ^ts under 
the work is embodied” and that transfer L*"* materiaI ° bject in wh * 
not in itself convey any rights in th* own «ship of the latter ”d< 

object - ( § 202 , / n 0 Z7l nghtCd WOfk Cmbodied »" ' 

copynghted work from a retail outlet ° f * cassettc °‘ 

of the copyright owner's rights. Typically ““ in dero « atl 

contain a statement that they are for private flf Cassettes » purchas 
Post.) The question still remains however JtoZ T ^ ^ P ' 1 
reflects the owner’s enforceable rights under th ^ hether that Seurat. 

As we understand the technology th* Act 
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iew a cassette, an inmate neither has tr» 
nor pay compensation- in . ° provide services 

charge for their viewing lnl 7 7°^’ there is * no 
free access to the tapes. As a Wou,d n °t have 

of an individual institution are toch the aut horities 

and while inmate preference ma^TT programm *ng 
required. RegerdieeT Ly “ "•>• 

tape, it would only be shown once or I r f * glVCn Wdeo 
prison system and then return hT f * W t,mes ’ within ‘he 
"Here * may be ordered y Ch rLT!^ ^'<„r y 
are only for exhibition to inma^T Ut ‘° n - Ti * tapes 
California prison system and n i ncarcerated within the 
Their exhibition is to be to the * for *** other Purpose, 
and is not to be open to theirfemd Pm ° n COmmuni ty 
•he pubiic. Strict Lardy ^2" “ OT °"’ er "-*« <* 
Prevent theft and duplication. ^ t0 be enforce d to 

Since the states and state off-; - i 
copyright laws ( 64 Ops Cal Aft A *, S ° bject to the 
are -hed whetier this showfnl^^ ,86 * 191 < 198 *», we 
inmates by correctional authorkJs *° Prison 

copyright infringement We he ® wouId constitute a 
exhibition would constitute a “public”'terf^ ^ tHat 
the meaning of section 106 and sine . perfo " nance within 
to a “fair use” of the conv u V* Wou d not amount 
audiovisual work within the mel* - m ° tion Picture or 
covered by one of th ee , mn l 8 ° f SeCti0n 107 "or be 
through !0S 


recorded on the videoca^tr- . 

»gnals by playing them in a machine ^ COnverted into electronic 
a Vldc « recorder. The electronic sian^ “ ^ p,ayback mechanism 
monitor, such as a television set ca^bleT "* ^ trans m«tted to a 
85 p,cturcs on a viewing screen’anSThl " eproducin « th * video signals 

speakers. ( C/ . Universal & ££ ZT fT^ 

480 F.Supp, at p. 435.) ny Cor P* °f America, supra , 
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Article I, section 8 of th* f j 
C ongress with the" power m C< Tvest 

science and useful arts bv se pr ° mote the progress o 

authors and inventors the excl 1 " 8 ° r ,imited ‘‘"les t 

writings and discoveries.-’ fU s^r ”*** t0 ^ respectiv 
Pu ™»« <° this co„ st „u„oS! ra ^ nS ,‘ -7 *' * 8 ' d ' * 
enacted a copyright law at its vcry rl “ y Congr “ 
Stats, at L. (Peters), ch. 15 , p *247“°"“ 17 » ( ! 
Encouragement of Learning h, c . " Act for th 

Maps, Charts, and Books to fhe Auih^ 1 ” 8 ^ Copies f> 

Such Copies During the Times Th h ° rS and Proprietors o 
from time to time Cong JsTa, 7 Mentioned ”>. an. 
reflect new technologies of ustr and! ^ reVised U ' 
new forms of expression. (See 17 U S rT! Pr ° tCCtion * 
note; H.Rept. No. 94-1476 at p 47 / § ! ° 2 ’ historic « 

Inasmuch as the rioKte 

wholly statutory, owing their'cr ^ C ° Pyri * ht - 

Passed in exercise of the afar ^ ^ federaI statul 
provision. {American Tobacco constitutions 

207 U.S. 284, 291; Bobbs-Merrill Co e ' kmeister VW? 

U S. 339, 346; Holmes v Pf ,, V ‘ Straus ( 19 °8) 21< 

7 fT >, 174 US - 82 ' 8 

holders have monopoly power only 7 580) ' copyr '8 tl 

»orks that Congress has protected7» ^7 ““ ,hc ' 
Straus , supra , 210 1 1 f (Sobbs-Merr ill Co 

Columbia % T 346 - 347 l W* ,„ c . 

F-Supp. .65, 173, In other worthT-th^right^f 13 

me rigiit of an author t 

House Committee on thni*7r c !t7h*' h C °" 8 2 " d S “” of " 
-threfe,eu«s given to its png^ Sf 8 "”"is reprint, 
and Administrative News (vol 5 ) ^ 6 U S Code Con « r cssion 

reference in ,„e .nm,,,,^!^ i“ 'T? ^ ^ -H.L. si 

United States Code Annotated The cor PPr ° pnate ^ions in title 1 
Committee on the Judi,^. rv7 „ CSpond,n * Report of th. 
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;rc.^r b ( 'rr 

■ new 

Lai of S ?9^k re (tT? n W ^ at j;yf en f ,ly tile c <w£* 

copynght owners m section 106, including the Lh, ° 
perform or authorize performance of a work publiclv //^ 
subsection (4).) But that right as are all ^ ’ 

copyright owner under section 106 k “ ^ * CC ° rded a 
sections 107 through 118’anH /rt made i to 

conjunction whh fw ^ [therefore l * read in 
SJtept. a " D I tT P rov ‘«ons.” (H.Rept., at p. 61; 

whether Congress has^ answenn « the question of 

£ 6 nr t ,hrou8 J the 

the recorded audiovisual material from !h C ° Pynghts m 
project here, our .„ alysis r“^“* 

ZLrzz"' ,h h : r won'™ m that is 

muse then determine wh toe r L t ' " m ““" we 

forth in section ,07 apphes t d In adt “ 

examine whether one or more of the r!to" " mUS ‘ 
provisions fSK 108 i 1 »\ i,- tde odler statutory 

^ section S mt.h.TTn 8 ' ^ 

f Section 106, Subsection (4): Public Performance 

right which P smIi d s°tote vto, U ate!i"d S tham”’'d h d eXClUSive 
106, subsection (4). which eran ‘ , T’ " SCC “ 0n 
copyright m a motton Jctot o" ler L T ° f “ 
eight to control its public performance, tout W ° rl< ‘ he 
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"Subject to sections 107 through lift th 

copyright... has the exclusive ri«htf tod ’ T ° Wner f 

any of the following: 8 * * d and to auth °ri? 

<< 

the copyrighted work publicly » ’ perform , 

sh ™ in * ot * *•«—* <> 1 
p ~/~ of ZX^ ZTJZ'i 

terms (and their variant forl^ i, ^ pertine, 

•"« P'rform „ work ’ 

°r other a JdiovLa” wortto sho ' >“* ^ 
m any sequence or to make the *> to show its imagt 

audible." The question though is wheth ““ 0mpa ">' in e 

of the work constitutes the tyne ^ J P ' rfo ™“"‘ 

section 106, subsection (4) protects pu . Ic . per f° rm anc 

course would be to answer that 4 ^ ,mtUl1 ,nstinct < 

summarily rejecting ihe notion^ 0 " "* b 

considered a "public nlace "Km m PnSOn cou,d 1 

forther analysis which’ wi„ bel“‘o^ 

— used , 

. Yn T y section J01 to mean eithe. 

K i) To perform ... it at a ni«o 

uud its social acquaintances is go,here/or 

performance £££- J,h“a T™*** 
clause (1) or to the public, by mel ^' 
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receiving the performance or disnlav r* 

Place or in separate places and at th “ “ Same 
different times.” (§ 101; emphases added') ^ at 

videocasse^ed^orkTunder the showing of 

appears to mean that they wouldTr^"^ described 
Although a prison is certainly not len 7^ 

with its ingress and ejtress car^f, P to the general public 

Ops.Cal.Atty.Gen. 295, 296 (1980)^1 ^ ^'* 63 

Place where unhappily a “s..L r i however still a 
outside of a norma^Lle ofTLT^ P ~“ 
acquaintances is gathered.” Such „ ^ ^ a " d lts Social 

persons would be gathered to ■ * ub8tant *al number of 
showing of them wUMn'”,™" f ' v"”' ' h ' 

performance” set forth in section 101 " PUW ' C 

if the actual viewing nf th • j ’ ciause i *)• And even 
would take pC in 8 by the inmat « 

involve a “transmission” of the w^T^o?^** 

to separate places where such a “subE ^-’i tranSmit ”> 
Persons . . . is gathercd> . ™ ° f 

“public performance” of them asthe t C ° mtitute a 
section 101, clause (2). h term ,S defined in 

. h e ‘ b ,T^r4r" ed „o,T h e :r r ,ha, , the in *'~ - 

history must be examined Bm theT * US ,egis,ative 
best inconclusive and history is at 

construe [it] so as to to 

inconsistent with its claims . tUte m a manner 
Studios a Sony cl ,77 m ' an ' ng ” Ci,y 

968-969, riting^dltrStbr 9 "f * " 

^-^..Hough,«irS'Ss: as 

place from which they are sent.” 8 (§ 101.) ^ “* recC,ved bc y° n d the 



history, that by defining public performance as it di 
Congress tntended to reject a line of cases that £ 

Ma^yerDi^rib^C^ typified b y Metro-Goldwy, 

?n 7 , ' - C ° rp - v • (DMd. 1932) 21 CO Bui 

“Publi" a' , mamt t ed ^ “ P^-nce was 
p bhc as long as the audience was in any way limited to 

group more restricted than the general public, L^rdles^ 

size such as that m a club where only members and invite 

guests were present (see H.Rept., at p. 64- 5 Rent at n ! I 

and appears to have come closer to rh, P ‘ 

holdings of another line of cases ^ZTl^t 

n °' ^ " PUbliC ” Wh ' r ' “«« res trictioj 
of fL h and meaningful so that a substantial segme 
the public would be precluded from attending (see e , 

llTin- Le WOnd Z ^ InC ' (D MaSS ‘ 1959 > 1 W F-Sup 
354 ’ 357 3 58 ^”? r n V ' Shectman ( D -Minn. 1964) 228 F.Sup 

so far as L h WC T* “* ^ C ° n * ress "leant to, 
tar as to brmg the showing of videocassettes 

correctional institutions within the ambit of “ pu bl 

performance.” The legislative history states that: ? 

“One of the principal purposes of the definition 
was £ make clear that, contrary to the decision in 
• Wyatt . . . performances in ‘semi-public places 
such as clubs, lodges, factories, summer camps 
and schools are public performances* subject to 

p7S ,8 61 t U 0 F ntr t” {HRePt ’ 31 P ' SRept ’ * 

pp. 60-6 1 .) (Emphasis added.) 

And the history also states: 

“Routine meetings c f businesses and govern- 
mema personnel would be excluded because they 
do not represent a gathering of a •substantial 
number of persons.’ ” {Ibid.) 

Although a prison is no, open to ,he general public a, , 
and although unlike the dub or other . 1 X 1 
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gathering of voluntary member, it, 

prison is only f or involuntary ^ Vlew,n « audience in a 
a gathering in a place of a “subs/ C1Pa ? tS ’ SUI1 ' f represe nts 
outside of a norma, fall T*” ° f P " S °" S 

Md the showing of the vidercassettec ?!*'“ ac<Jua,nta nceV 
fit the definition of “public nerf hreat w °uld squarely 
given. So conceived, C °"gress has 

videocassettes to inmates by correctionaT Sh ° Wing of 
amount to their being !. 1 author,tles would 

meaning of section 101 and tha^fh publicl y” within the 
f 7 f^ section 1 

2 - Section 107: Fair Use 

doctrine of "fair use" , h a, „ as deveto' fhf' h<! 
arising under the 1909 Act *< P hy courts in cases 

to balance the competing inter "tsT^ reaS ° n ” 
and the public generally (Hr copyr 'ght owner 

at P. 62; If. ZlJfcZsZr T 6 ^ 

America, supra, at 480 FSunn y Studlos v - Sony Corp. of 
cited.) Characterized as “th P PP ’ PP ' 447-448 a nd cases 
law of copyright’’ ( Dellar ^° St tr ° ublesome in the whole 

1939) 104 ^ (2d Clr 

copyrighted material in ! r 17^° to use the 

owner’s] consent, notwithstanding manner without [the 
the owner.” (Rosemont Enternrhe ^ m p ° n ° po,y « rant ed to 
Cir. 1066) 366 F 2d 303 3 n/ * Random (2d 

'009., While section ,'of I ^ ( ' 967) 383 U S' 

characterized "fair use" as a 'e^ the doctrine and 
an excused infringement in e " 0 " mrn, ! 8 ' merl1 rather ,ha n 
did not intend to “change narrow"o '“ c,ion C °" 8 ress 
In any way.” at p „ 6; doctrine 

Section 107 does not define “f ■ } 

•otended to do so given both ( \ \ ^ n ° r Was U 

8 " b «th (a) the impossibility of 
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providing a general definition for * 

•o be applied on the varied f“ «!“■«* rule which i 

«?> ">*<% hanging ,echnol v ^ V an, 

City Studios v. Sonv Corn of f' See a,so Universa 

969.) R a th er , the section ^ / j W,ca ' 659 F.2d at , 

guidance io users “ovWing'aT ‘h ^ 
considered in determining if the of fact °rs to b 

doctrine apply, i. c .. „ he 8 „ «* "fair use 

particular case is aC^i^V"^' <* 
5-66, S.Rept., at pp. 62-63) Thus “I77h Re P f > at PF 
be drawn between fair use and o ^ whic Mis t< 

depends on an examination of the foT ^ ,nfr,n 8 e mer 
cannot be determined by resort to “ Cach case ‘ 1 
fixed criteria.” (Meeropol v Nizer Od ^^™ 17 rUleS ° 

' 061 . 106 8 ,cert.den.(, P 978)4 ^^j"m '*"> « 

Section 107 provides: 

th '~„s of section 106, 

"™ by reproduction and cmlr^n "if SUch 
means specified by that section fn ^ ° ther 
us criticism comment ’ ^° r Purposes such 

• • • scholarship "r rT^*' ' eaChi " 8 
infringement of copyright m 

Whether the use made of a work man !' 8 
case is a fair use the factors to b<* >particular 

include: S J ° b cons idered shall 

inclulrwheZTuchusf i"T a f ** ^ 

uatureorisfornon-profi, —al 

The nature of the copyrighted work; 

portion used rZn",! SUbsta "«ab.y of the 
whole; and co Pynghted work as a 



B-12 


mark* "* “P™ «■' Potential 

(&icn ac he co Py r *ghted work.” 

United StatiTiCLCI & Wilkins v - 

curiam (1975)420 U S. 376) ^ ^ 1352 ’ aff ’ d P« 

However, as is pointed out in the latest M •* 
fair use doctrine which is binrfiL ^Position of the 

^ Col of T UP ° n US ' t0 WU ' 

(hereinafter, “Sony^Zori i™"™’ ^ 659 F2d 963, 
four factors given in section 107^0 the ^ aPPly the 

we must first cross the threshold T / ° Ur situation * 
use doctrine is even available to it r 659 F° 9 H Whether the fair 
972.) In Sony the court vie™ a tu (659 R2d at p P' 970 > 971- 
the Copyrights Act to be a grant < J. Stat ! Uory frame work of 
only by statutory exception! eXC,usive ri ghts limited 

disrupt that framework ”bv’ ^ * Sa,d COUrts should not 
broad grant of rights apart froZth* ° Ut exce P tion s to the 
{Id., at p. 966.) According/ i ^ statute itself.” 
the proverbial monkey on a user’sT 8 ^ a " alySiS U p,aced 
intended use of a coDvrtohfert , b8Ck t0 Sh ° W that an 
section 106, is specifically W p"r m inZ 7 '“"“ Under 

“ m "“ f °“ nd ta sections Vj"'h 

the copyright holder’s back tn , g ” 118 ’ and not on 

Needless to say, with “ * «• <««■> 

a narrow view of the availability oi Z Z “T '°° k 
Prom the preamble to section 107 if i h f USC doctrin e. 
of the fair use defense to cases , lm,ted the avail ability 
of copyrighted material that is T™ V " 8 * productive ” uses 

his own furTher t ‘rr y,OCaSeSWher ' i ‘“scr 

copyrighted, the types of situatio° ° n8lnal Work as 
the court explained: ” S ment, °ned therein. As 

use'^iasbtradftio^aJl^^nv^vejj^^j^ 11 ^* 03 ^ 8 ’ 
termed the ‘productive use’ of be 

material. [Citation 1 The ° f co Py ri ghted 

L t, °n J The Purposes listed in § 107 
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^::rr^crj™ ,a,ive : bu * ** 

itT'™', 1 ' isnotew ° r ‘l'y that 

list... entertainment’ . . as r,,„, , aoes 1,01 

wilWn the general scope „f fi“L J 

•»* 

air Use in Copyright (1978) states: 

reflects “ U may be ’ 

has in the historv nf > ^ ^ Ct matter use 

**»■ 

author of a first author’s work j„“'l ? 

SV£=r ,?•£=£ 

[Hmthalrorigrnair * ^ ^ at 24 ‘ 

■Hii^ ^^ d r,„rr dh r ,o 

generally been applied.[6^5 It p 970.]^ 

Ihe mass copying of L so tZ, ed TT 
precludes an application , 1 mvolved «n this case 
971-972.) Pp, ‘ Catlon of fair use." (Id., at pp 


8 Section 106, subsection (1) Branf<i h,- „ 

‘‘to reproduce fnnH _ wncr of a copyright the i 





situation the movies have already be P n , 
and no further reproducllon is 

seen, another riaht oiver, ,u ed ’ Uut as w e have 

106 stands to bivL ated hoJder ^ section 

performance of the 

subsection (-0.) Since the situation before us^d^h (§ k ^ 
the court in Sony both involve use of ? h ^ bef ° rc 
intrinsic purpose without „h^v ? f he Work for its 
by .be 

and inasmuch as we are ™ ■ unproductive use,” 

>° seriously cues,ion ta « 

more *» -«... : z ? lzt s :;z 


llul the putpos^ e iisted"hi t^uL ‘“oT™ S ° V COim ' s 
limitative. (See «.*.*, al p H*'""”*"™ »<> »« 
as sure that it supports the court’s „. P ' 62 ) However we are not 
give some idea of the general orientatin S f tC ™ ent lhat those Purposes 
emphasis on eduo.J isIn ™« ! r ““l™' ^ 

around classroom W centered 

at p. 66.) That the same standards ,!?“«•• photoco Pying” ( H.Rept 

other acUvities has been stated in both the lT ** applicable to 

Committee Reports: tH House and Senate Judiciary 

in the fair u ~ p ^°- 

obscure its application in other ureaThmu^bT ■"°* 
again that the same .™, , mUSt be em phasized 

•pplicahle ,T*U to* Tr „ “*7"* ° f f,ir “* - 

...hough the reiative weigh, to^ ""“W. 

from ease ,o case." <* *« '* f™" , , h "" 

65.) P ’ at p - 72 ; ^ also S.Rept., at p. 

“It is also important to emphasize that the «; i 

~tz:jz7 2 ,he “«- ^ r „:: 

b.beyond f„ r *«““ »«*< 

™ r ^*: h : ^ 
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cover ourselves. Desniff* ,♦«. 

situation before it nreclnH A pronoun cement that th 
doctrine the court in Sonv Dro^" ^ hcation of the fair us 
four factors ^ 

contrary result was not r " °" ly t0 find that 
Following - P- 672 

characterization of the ‘Tair use" A • h afor mentione 1 
examine ,Ke factors enumerated in t^tlon'lo'. U " d<!r,ak ' ! ' 

. h e a pu ^:zi\z:^7r heuse - ^ 

express recognition a * “ d' "7 “ "» 

commercial or nonprofit ° der CP r,or 3 law, th 

conclusive to fair use can a er , 0f a " aCtivity ’ whi,e n< 
o<her factors in fair 'use a, ° n * wi ' 

noncommercial Id ^“ofit't,^ 

stveiy determine the matter, for the statute n °* C ° nCl ' 
simple commercial/nonr*« . ^ statute does not draw 

cn p .s-,„di,rrcSr° 'rr' disunc,ion - < c '"— 

Broadcas,ingSy s , em ' s ^ r e r,Jl7 rPOr ‘"“‘ ' Columb 

the .976 Aci waTdeT l ' FSUPP . “ »' l75 > l"dee 

exemption under the 1909 statute the outri 8l 

nonprofit use. (HRep,., at pp J° r "““““mercial a, 
Furthermore, the factor , 3 ’ SRe P 1 ’ at P 5‘ 

nonprofit ' Z™™™' » 

distinguish our situation from that "° reaS ° n 

observed that “therf* ic ” w h ere the cou 

there is no question that the copying 

situations and combinations of circumstances that 

cases precludes the formulation nf -_ hat can anse in Particu 
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here “"■“‘t« 

undoubtedly provided corr . S . Sette technology has 
important tooHo further th hTr authorities w ‘‘h an 

I™r- “>ds of «he 

~”of 

rt » y o presentation of such mafpriuie //-. r 

f * h - = 

usta* videocassette Lh„o“o“ ^nd ‘^IT 
publtc interests, the inescapable fact remains ThaHh' 

noteworthy that the statute does mu lif? is 

as [one of the] pnrp^ thhin th ' T"'™™'"' 

use.” (659 F.2d at n 97n f general scope of fair 

that while ComnvJTh ’ n ' ormtted ) II is a Is° noteworthy 

copyright mZ:i h “ Pr ° V,d ' d a exemption from 

JLIL' S T ;*“ «) fa- ".be 

course of face-to face te F " S rUCtors or P u pUs in the 

history makes Vclet thaT^? 8 aC *' VitieS ’” the legislative 

“performances ... that are to 

given tor the recreation or 

10 Motion pictures are not only nroduceH For » 
a vehicle for contemporary social comment crta mment but also as 

them to be utilized as part of the eff rt 11,6,1 bclng such enables 

."d education of p“«C? 0 hi 1 ‘° W " d U “ "’"‘M-lou 

of moiety. Also £ I'ZT" ’'T'"' 

motion pictures to inmates does much to diJtaT m”'" 7 'i 5 " 0 * 1 " 8 
prison and to remTi™ rhei, touch with the "onS^ ““ ‘ n 
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entertainment of any part of their audience ” (H Rent t 
81; S.Rept., at p 73 - «« a i c „ te - (H.Rept., at p 

Surely , hen Ih^na.u “ ^ § "° (,) **»• 

weigh against a finding of fair use. ’ rtainment > wouk 

A reexamination of the character of ,he 
plated herein cnnfirmc use contem 

wdghs against fair use Zl^i'can^lsT h ‘ f ‘ m ^‘“j 
only has a distinction been made between the ^WriT'"’ n ° 

~ *£*?zz 

-. by the use^dX C^s^" “ 

nfforu to i, .“he* 2“ "■**“ -* Ws ow, 
serious question has been raised as .“tlerl^ T' 

^r::z ;c:r : r ,he ^ - 

Studios v. Sony Corp of A nn * etnent - ( Universal Cit 
971-972 i Peri • i ^ mer > supra, 659 F.2d at pp 97 (i 
1 y72 ) Cer tainly, the use projected here is of PP 

— 

embellishment mad'; fo“ ^HrloTh' ” fUr ‘ h " 

=„“ n t' c r“ ,he ~ 

be no doubt that the firstT"?” “ lh “ S '"' r, " sfc ' '■»«* ca, 
fair use. f “ :,0r We, * hs -gains, a finding o 

factor' f%"!£ M. l 'fl COPlrtg * ,ed Work - T l>e secon 
nature of the ° f * h 

other aud°^L^d' a ^ e “ r p ^; gl ;« pi d ures 1 

-“ia,^Ttc rrr “ : 

education, and although te have savT “"“—O' <■ 
materials can serve " 


1 rrvAfr ee 
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created for * ‘entertainment ’ ’ purposes 11 i, , . 
appear that their nature would 1 W ° U,d theref ore 

“public interest in the free disc readlI y Serve the general 
cardinal factor favortaT a^? , ”“ 0n ° f a 

<*—« Bn,J;ZT e ,‘ tTT*" of ,,fair -*■ 

» F ™ *p. m L lL ZZ r ° use ' ,nc - su "' a - 

Associates (S.D. N.Y. 1968) 293 pc '“'i Bernha '‘‘ Gels 
being characterized as “cntertainm an< ^ ( beir 

>hai a claim of fair use W|H * ™ k< T 

-, s mo,ion 

danger posed by unathorized r. a " d th ' “•’““I 

City Sludlas , Sony Corn of . r ' Pr ° duc "‘®‘" (Universal 
fn. 4, referencing « Yo 8 z^^m!^ , ’ ** P ' 967 a " d 

Congress was especially concerned* p ^ ll2 ( a ).) That 

those forms of expression to the r d ab ° Ut the ex P° sur e of 

from the legislative history Th^ ^ doctdne is evi dent 

position given uses of education^ h ’ T 6 " in the favored 

reproduction, Cong^»^ ^° adC “ te a " d c,assr °om 

fair use doctrine would be ^ ^ th * avadabiJit y of the 

applied strictly in the case " f aiT ° Wly circii mscribed and 

audiovisual works. ( H.Rept at ° f other 

but see H.Rept., at pp. 7U7 2 \ Th ^ SRept \ at PP- 64, 72; 

of the copyrighted work, both the ^* am,nin8 the nature 

presented (a motion picture or o h!r ^^ “ Which U is 
P cture or other audiovisual work) and 


As we have shown thev at* ni c 

nature of that use is “intrinL” ” Pnmarily “***’ which is why the 

We recognize that the line between “the tr ■ 
mere entertainment” is often much • w*? anSmisslon of ideas” and 
Georgia (1969) 394 U.S. 557 566) e,u »ve” to draw. (Stanley v. 
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the purpose for which it was created r * 

rr* “ “•—s srsris; 

T*r * '*• 

our determination of fair use 107 us in 

substantiality of the nortinn i • the amount and 
copyrighted work as a whole ” Need) *" re ' a “ 0n '° lhe 
showing of videocassetted motion ““ ‘° “ y ’ wi,h the 
amount of the work used i« * piCUres to “mates the 
copyrighted work is “taken” for thC COmp,ete 

question, that taking foounJed ?[ P erf ormance. Without 
to which it is put L ni"S u l W,t , h ^ faCt that th e use to 
fair use being found. (t/mverJov"^ 8 heaV ‘ ,y against 
of Amer., ™pra, 659 F.2d *7^97 3 .)'3 StUdtOS v ‘ Son P Corp. 

d a ::^ d c ; n ha : th d ^:L s 7TZT ty <* • - Wng defeating 

context of cases involving “parodies” “he el ' 1 in ‘he 

the parodist appropriated a greater amount * < \ qUCSt,on wa * whether 
was necessary to create the criticism or Jr* ° nginal WOrk than 
Productions v. Air Pirates (9th Cir 1 978) SsTf^V ^’ ^ ° iSney 
13; cert. den. (1979) 439 U.S. 1 1 32 . bZ^ l ’ 757 & 757 > fn. 

Cir. 1964) 329 F.2d 541, 344 cert ’ d E ' C ’ Publ ‘oations, Inc. ( 2 d 

Random House, Inc., supra 366 F 7 h Enter P ri ^. Inc. v. 

Columbia Broadcasting System (SDC 1 m P 3I °’ Loews ’- Inc. v. 
a ff’d. sub nom. Benny v. Loew’s Inc ZJZ* 239 FSupp ' ,65 . 175, 
aff ' d (1936 > 356 U.S. 43); and that son! " ,936) 239 F 2d 532, 

««» are to be treated differently f r ™ ^ he,d that thosc 

Productions v. d,> L. ™ " Cases 

f C F “ W .cari-, SMpra> p ^ at p. 757, f„, 13; Berlin ' 

Sony Corp. of Amer., supra, 4 TO FSunn ’ . C “ y Studios * 

Loew s, Inc., supra, 239 F. 2 d at pp 536 537 ? CO " tra Benny v - 

their context may be different, the notion f 0 h N °" ethe,css . although 
productive use is not different from the situ ^ ^ Par ° dy Cases of 

the parodist who over-aonm™ _ ° n we have here. Neither 
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Valuer-h?cw%gtudlv!iFnY*T ial Marke ' ot 

in .he fair use caLLl ^he e,Tec t „f ^ “ nd *** 
potential market or value of the ^ i*® Up °" the 
commonly known M lhe ■ ' "“V’ 

misapprehension and misapplication of f, , T S' 

cnmWre rf f « “ 2 ““' had >«" 8-en ,o The 

owner's po.en.ial market vZ'l p” wTsWnT!! S' 

reTctoof fa'r'uLTmvrrn^hrrmi "'"™ 5 unde ^ 8 '.ding 
had been improperly minimized 'f 7 d "S C ° Pyr ' 8flts scheme 
970, 971, 973, 974 97 fiiT, <M ’ “ pp ' 965 ' 967 > r "- 4, 

analysis of .he fourth faclor in sItaTo 7 PrOC< ^ Wi ‘ h °“ r 
we “mu, “„rC.“ir,oT 0r b a CWri8h, ' d WMk 

copyright owner the exclusive naht ’lo^h" 0 " <4) 8 ‘ VeS “ 
performance and that section 70 ? authonze ‘ts public 
be,ween ,he owne rsl up“r;ha, n ;hr m y , | d ' S ' i '' gUiSh ' :S 
holder) and the ownership of the material C ° Pyright 
is embodied (i. e „ the cassetteV ln ^ 8 “ Wh,Ch * 

buying of a cassette does not mean ^ 

perform it willy-nilly in derogation of any ofTerTZs^f 
the copyright owner including that of h • S 
authorize its being performed n.fhli . , 8 ab,e to 

in the Act (SS 107 1 Iff* P ° V. n ess an exce ption 
^ ,07 ' U8 > 80 P erm its . 14 ( Universal City 


copyright owner by section lOrsutoSubTSTw n81 " f™"' “ 
display of his work, section 109(b) provides th«Mh C ° ntr ° ^ PUt>li 
™“' copy “is entitled, without ^ anthol “ .S !!”“ °! * M 
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s z iic H^; n ^ t z. V:;: 7? 659 F 2d - p 9s * - 

compare § 109(a): subsequent disposMont PP ' a " d 

Aa we understand the industry practice, exploitation of 
Ae Videotape medium normally occurs after the basic 
motion picture or other audiovisual work has already been 
ex aus ive y exploited in its first runs in motion picture 

coDvriahted l WOTdS ' WUh “ fCW P ° SSiblC exce P tio ™. the 
copyrighted works are made available on the videocassette 

medium only after their economic potential from their 

primary original and first use (in the theaters) has been 

hnM and U 1S °” ly at tWs juncture that the copyright 

sucfL h * CXPl0,t thC WOTk thr ° Ugh subsidiar y means, 

HI h K ShoWlng U on television and in a number of 
elayed subruns at motion picture theaters, and by having it 
placed on the videocassette medium. But although a 
econdary market may be involved, its exploitation is not 
merely frosting on the profit cake. While the new 
videocassette technology may have created secondary 
markets for the copyright owner, still they have very real 
economic potential for him and are equally deserving of 
protection by the copyright laws.(C/. Universal City 

97? dl f° S Q on7 a n° rP ' ° fAmer ’ su P ra ’ 659 F-2d at pp. 971^ 
972, fn. 9, 973, 974, 975.) 

Regarding that market, we understand that a dual source 
gether with a two-tiered pricing system exists for the sale 


Cither direCtIy ° r by the *"***» of •» -ore 

is li"Sat f t0 V,eWCrS PrCSCm at thC p,8Ce where co Py 
located. That of course .s not applicable here because we deal with a 

ft TTn n ° nSeqUential ****** of -ore than one image at 
a time. (See also H>Rept. t at n. 80* S Rent ** -70 \ v r * 

discussed in the third part of this opinion,’we find no 
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or rental of videocassettes reflet L 
to be authorized by the transact ^ contem P lat ed use 
obtain videocassettes from a conv" nstltutlonal users can 
distributors for a price in fh. Pynght OWner ’s authorized 
rights of unrestricted performance 86 °f $2 °° t0 $600 ’ with 
commercial showing be ” ’ InC,Udlng P ub,ic or even 
authorized.On the other hanH f contem P Ja ted and 
Pnce (J40 to 5,00), individual,' can ,h «« 

from a retail outlet but there onlv ^ he Same work 
contemplated and authorized Thaf PnVatC ° r home use is 

Clear [ ° <he individual retail purch^rtor'"° n “ made V " y 
cassette itself will invariably C ar r vT ^ 0 b ' Cause a 

t'h' lT“' d na,Ure ° f ils authorized use Th Warnin * of 

' B ' ta .;i d V c HS f °™ a ‘ following sbdemen/appears”^ 

Picture contatald h L^e P v'idlo r ^ lic ' nsed > h e 
home use only and nr vk' 0 *' 1 ' for P rivat e 

copying, reproduction or nerfor S “ y 

whole or in part.” P f mance ln public, in 

RCA SelectaVision Video nic . 

statement: D s bear the following 

“The copyright proprietor has i; 

Program contained in this viH J ,lcense d the 

““ °" ly a "d prohibits any other^ c " Pr ‘ Va ‘ e 
reproduction in whole or in C ° Pyin «’ or 

“videocassettes”) are thusn'ut a ” d Vldeodiscs (herein 

owner has no, author!zed ZZZT" 

performances. Needless to say usina ^ W ° rk f ° r public 

the normal retail market, where onf'"" PUrchased °n 

authorized, for other purposes such „ PnVate use is 
P rposes such as institutional use and 
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-I 0 ,h ' premi “ m “ 

special mar P ket au^hoZd bv T° m,C "T'*' ° f th ' 

wh f* 

owner _thf* , \ * h pntnar y market of the copyright 

theater to seeTetat ™^. 8 Hk " y ‘° ^ 80 >° “ 

so because of 

version (Universal City Studios v Sonv r ^ CaSSCtted 
Amer., supra, 480 F.Supn at d 4 fi» f a ° rporatlon °f 

Si™-*™- 

Accordingly, i n the context presented h,r 
co„ s .der.,io„ of ,he four guiding favors offered^ 

au,K„rdt: f l“ t : s h :' o r ,hOW ' n8 by 

piciures or other a„dto“ ua, Z k T,7 C ° Pyri8hted m «'»" 
"Ot be a ••fair use” of the wo7k with77° n mn,a ‘ CS "'° U,d 
permitted by that section mCan ' ng ot and 

Ihroughm S '°' MOry Exem P‘‘°ns: Sections log 

J^Ttbee 6 ’ “! W ' haVe SUbjeC,S the esclusive rights 
granted therein to a copyright owner tn • 8 

ratr 'd°e 7 7„r 8h dr 8 d W ' have *- da *"H« S .h 0 I 

r ab,e in the £ 

aul“Lf ™ ~pl„ m0,i0n P ‘ C,UreS ” ^ 

authorities. Our discussion howev^ cannot 
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owner’s ^ C °^ ht 

since they app^LSyT^renM' ^ 118 

H I (secondary transmissions) ll 2 f e ° f works - (§§ 
H3 (Pictoral, graphic and sculntnr? emeral recor dings), 
recordings), H 5 (nondramatic m T X U4 (sOUnd 
graph records), H6 (nondramatic ^ °" phon °- 

^ . 117 (computersT lTs" 3 *" * ke 

broadcasting).) And because tu , (noncommercial 
.ctiviiy .« C an s , mi|ar|y J«* «'»< with different 
(reproduction by libraries and » r u Sectlon 108 

subsection (a) (second sale or oth^H ^ and SCCti ° n 109 - 
and see H.Rept., a pp 79 ° c“° n § 202; 

Section 109, subsection (b) also w!i * PP 71 - 72 » 

situation with which we deal because it" 0 * ** gCrmane to thc 
from the P rovisions of section lOfi ® rants an exemption 
with the exclusive right to J! / SUbsection O dealing 
which conce P t requires a nons * pla ? co Py r 'gbted works! 

<•-3.14. j , t , showing «">«.«« 

exemption w as mM11 "fT“, diSpla> ’- the 
market for reproduction Li , co Pynght owner’s 
(H.Rept., at p . 80; S.Rept., at p . 72 } Stnbut,on <* copies. 

!nfri WhiCh deC,areS Certain 

thus merits closer examtaU^M™ 18 ° f C ° P ^ and 
contained in section 110 obviousl °!i ° f tbe exem ptions 

^zz dc iiz b *. coursc of 

performance of nondramatic litrari’ (7> <«> ***> to the 

assumed is not the type of w^k which we have 

urthermore clause (6) applies to the^nerfo C * h,<>,ted t0 th * inmat « 
musical work by a governmental * * nondr *«natic 

the course of a fair or 



appear to do so. 

Clause ( 1 ) decJares 

copyright the: “performance^. of ! 30 ‘"^ment of 
Pupils in the course of face-to fan , W °[ k by mstruc tors or 
nonprofit educational institu .n Ching activiti « of a 
Place devoted to instruction u 3 C,3ssr ^ or similar 

"* for which the exhibition of the^ide '’ (ho " sh ,ha 
,h ' correctional sating might ^‘ d eocasse„es is made in 
Pa« educations,, i, is on^o „. as being in 

contemplated by the phrL •from that 
<’>- l.«er is more ™ rso „'“ C s v 7 ‘".use 

designed and purposefully inst y temat,c > Programmed, 

' dU “' i o„" Pri S oner, p u , ™r na ' ,ha " *■».. 

al»ve, the legislative history mate b disCUM « l 

reference to 'teaching activiti^" '“ r ,hat wh «e “the 
encompasses systematic instruction 7 Pted by the clause 

Of subjects . . . they do nnt ; , ' f 3 ver y w «de variety 

are given fo , , he re c reatio „ or **,' p ' rf °rn>a„ces . . 

their audience.” (H.Rept., at p 81 cT*"* ° f 3ny part of 
legislative history also ' i„* ’ SRe P 1 ’ at P- 73.) The 

“aimilar place deteed iotel^ ““ ^ence 

<he term ■■classroom" and nm " T “> 

educational institution.” (H Rent , ^ tCrm “ non -profit 
73-74.) Given that underlie * P ‘ 82; SRe P< > at pp. 
Purposes of education such J df Cann °‘ Matly fit the 
•"Mdution in, o section, 1 J hey are 'he penal 

'be teaching activity be face In f “”*• ' he dema " d >hat 
application of the clause where ,h““ W " Uld Preclude the 
-.ained fn , he fihn “ 


exhibition, and clause (7) to its h* 

ZTTr Cl8USe (8) a ^ ,ies only ^T h g e ^ a vending 

the blind of a nondramatic literary work Pt, °" (perforr "ance) for 
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(5) which declares 


We are lef, with subscaim 

nomnfnngement of copyright: 

[The] communication of a tmnc™- • 
bodying a performance . . of a work h fT" ““ 
receiption of ,he traMnu^ PUbl | c 

ki " d ' 

Imnsnlisum'lT Ch “' te “ made to s “ or hear the 

transmitted to the^ubhc"' hUS r ' Ce ‘ V ' d is fur ther 

This exemption however was dede„.n , 

"Who merely turns on in , n, hi , d pro " ct som 'one 

or teievision^ece^ving "apparatus* of 1 a< L- e ' 7 ^ 

to members of the public for prirat^usTlsT' 1 '™'' 1 S ° W 
under the rationale that “th. ( SR ‘P‘; at p. 86 ) 

transmission by turning on an ordinary «r y ” ° f ‘ h ' 

so remote and minimal that no n, h ,T “1 P “ blil! is 

imposed.” (Ibid.) It was not ' ' ' blllty should be 

standard radio or television en ^ ° C ° VCr Sltuations where 
sophisticated or e^ 

improve the aural ■ . P u,callon equipment” to 

(S.Rept., at p. gy ° r ™ U “' qUalit >' ° f the performance. 

difcen, supra, 422 U.S 15T , (four C o , d Ur ' ,, Mm ‘ C C ° rp ' V ' 

grouped within a relatively narrow circumf^ IOUdspe<,ker s 
ls permissible).) I n the sifn f nrference of the set 

would be a sophisticated and 17 enV ' Si ° n ' d h " ri ". 
versatility of” the* ' hC 

necessarily be from an amplification of i„ „ m ‘ 8 " 0 ‘ 

capacity, still the system would involveTo °J ^ 
ordinary and unembellished television ‘ h “ n ‘ h ' 
therefore we do not believe its use falls within Ih"’*’- 
the exemption provided in clause ( 51 , WerT^t J™, h 
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ws25=i=z2z: 

Accordingly, having determined that the cihihiiin i, 
correctional authorities of videocassette t»U r bj ’ 
pictures or other audiovisual 'w" i^ef to °t£ 
prisons would amount to th,. ™ • i_ . state 

performed publicly within the Wnght ' d work 

sul^,i„ n ( 5), ^ir m “"' n ? ° f 

>07 would no, be underThe ebc'ms.^ S ““° n 

conclude that the showing of those works to CCS ' We 

:~:r' au “ 

copyright owner would constitute <>„-«-• e 

copyright. constitute an infringement of 
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64 O p S. CAL. ATTY. GEN. 186 
No. 80.1106—March 3, 1981 

SUBJECT; PUBLIC RECORDS ACT-An el , 
or high school district must provide " 

Rdords p PUrSUan ‘ '° ,he California Public 

(a) his ta ,“ P “, 0nS '° ,hiS Obli8a,io " would be if ; 
Act hi a e ' [ ' D ' P ' from disclosure b, the 

^urCvLt^L^ infrtaee ■ 

unreasonable burden onV “ 

Requested by: MEMBER OF THE ASSEMBLY. 

SEVENTH DISTRICT 
Opinion by: GEORGE DEUKMEJIAN, 

Attorney General 
Paul H. Dobson, Deputy 

Assetnbl^Seventh Distric^'lias Wa, " S ' ° f «- 

following question. ’ requested an opinion on the 

ss «. ** sch °°, 

material used in a „ . , th ntten mstructional 

of the California Public Record A«? SUan ' ‘° ‘ h ' pr ° visions 

CONCLUSION 

co,t n ofi n ;: r ;;^;: )r h ;ir:::;: dis,ric *—. 

used in the district pursuant , D a ™Zr iC "° naI mat ' rial 
the requisite fee ^ accorn panied by 

Records Ac, un’leTs“ WitTLld C f fOT " ,a P “ bli ‘ 

disclosure by the Act; (b) providing "he '“py^wouM 
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infringe a copyright; or ( c ) providing tu 

constitute an unreasonable burden on ^ * °° Py W ° Uld 

district. d the operation of the 


analysis 

The California Public Records Act fch 1st, 
with § 6250), div. 7 tit 1 nf i 3 5 ( comm encing 

provides that public records which ° V ’ generaI, y 

state or local acencv ar ’ Hh are maintained by a 

times during office hour ° P f ei \ t0 public ins Pection at all 
6253.) 8 6 h ° UrS ° f the a « enc y- (Gov. Code, § 

Government Code section 6256 provides- 

^rxr„ r r v ; op ; 

rK|U ' St .‘„ copy shall 1* pr^ 

impractical do so. Computer data sh a ,l ^ 

provided a form determined by the agency ' *" 
Government Code section 6257 provides: 

A request for a copy of an identifiable public 

certified*' Pr0du “ d ‘•’crefrom, or a 

rttfled copy of such record, shall be accompa- 

med by payment of a fee or deposit to the state m 

!u° a agCn , Cy ' prov,d ' d sach fee shall not exceed 

the actual cost of providing the conv or m 

prescribed statutory fee ifanv whi u Py ’ tbe 

y ice, u any, whichever is less ” 
Government Code section 6258 provides that » 
institute judicial proceedings for ini,, PCrS ° n m,y 
relief to enforce the rivhi t junctive or declaratory 

any public record “ a copy oj 

Subsection (d) of Government Code section 6750 r 
public records" for purposes of the 
writing containing information relating to 7 hl d “" y 
the public’s business prepared COnduct ° f 
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any state or local agency regardless of physical form or 
characteristics.” Subsection (e) of section 6252 provides: 

" ‘Writing’ means handwriting, typewriting, 
printing, photostating, photographing, and every 
other means of recording upon any form of 
communication or representation, including let¬ 
ters words, pictures, sounds, or symbols, or 
combination thereof, and all papers, maps, 
magnetic or paper tapes, photographic films and 
prints magnetic or punch cards, discs, drums, or 
other documents.” 

Local school districts are agencies subject to the 

provisions of Ihc California Public Records A« (S 6252 
subsections (a) and (b>.) ^ 0^52, 

By the reference to “textbooks and other writi™ 
instructional materials” in the question, we understand the 
requester ,° mean instruction^ material within the meaning 

?. ' 2 ' dlvlsl °" 3 ' Pa" 33 (§ 6000 a sen.) of the 

uca ion Code. Education Code section 60011 provides: 

. ** ‘ In * tructi °nal material’ means all materials 
esigned for use by pupils and their teachers as a 
learning resource and which help pupils to 
acquire acts, skills, or opinions or to develop 
cognitive processes. Instructional materials may 

textbTk h ° r n ° n P rinted »d may include 
textbooks, educational materials and tests.” 

Section 60016 provides: 

nunik T r tb0 ° k mCanS 3 b °° k desi * ned for use by 
pupils as a source of instructional material, or a 

teachers edition to the same book.” 

reslect mTh ati ° n ^ ** ^ Certain requirements with 
r!T i 6 C ° ntent ° f instruc tional materials fSee Ed 

Code, §§ 60040-60047; 60110 , 60650.) It a^o sets forth 
various provisions wiih respeci ,o .he Uci™, 
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and procurement of textbooks and other instructional 
materials for elementary schools (Ed. Code, §§ 60200- 

60420.) 1 SCCOndary SCh °° 1S - (Ed ‘ Code ’ §§ 60400- 

Our first task is to determine whether instructional 
materials are “public records” within the meaning of the 

the clhf 8 p R J C ° rdS ACt ' ThC ,C « isIative intent behind 
the California Public Records Act is to provide public 

access to formation concerning the conduct of the 

peoples business. (Northern California Police Practices 

hiZdV' 8 V 979) 90 Ca, App 3d 116 > *23.) It is not 
limited to particular documents recording official action, 

but also includes information which is supplied to the 
government which may not in itself reveal official action 
but may have sharp relevance to inquiries into official 
conduct. (See Black Panther Party v. Kehoe (1974) 42 
Cal.App.3d 645,652.) V } 

,'" 58 ° P f k CalA ‘ tyGc " «■ 67 0975) we had occasion lo 

information relating to the conduc7of the'public’sTuTinrss 
• • ■ m subsection (d) of Government Code section 6252 
with respect to a pupil's mental examination report on file 
in a school district and found it to be a “public record- 

stated- thC meamng ° f that P rovision - There (at p. 67) we 

The ‘business’ of a school district is the 
education of students and the report in question 
was obtained in order to promote such education.” 
Instructional materials are also obtained and used to 
promote education-the “business” of a school district. The 


' "° tC th f with **** to materials used in elementary schools 
the statutory scheme expressly provides for public participation in the 
selection of insti-ur-tinnot „ . _H“*«^ipaaon m the 
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content of textbooks and other instructional ma t , 
not itself reveal government . , materials may 

material has been considered or selected f^ ^ ^ SUCh 
used for instruction i„ the 

the conduct of the public’s business” (Cf 7 , 
California Police Practices Project y Cr N ° rthern 

=Ss5£s=~~ 

Government Code section 6253 (C ,n ® pect,on Pursuant to 
Cal.App.3d 773 7 ^® ( f°°* '• C ™‘* 0976) 55 

eaceptions set forth in sectL’"^ m^bV^eT' ' h ' 

«~z b zr, ci ,he "™ 

t»ee Cook v. Craig, supra, at p. 782.) 

===t=irvravrv 

Education Code.- As we have seen a “test - Its [ 
and other educations material • . l t ’ ke textb ooks 

of -instrnctionTmlr I.'S .ncluded in the definition 

60011. Thus, the Legislature in* a "° n COd ' SeC,io " 
instructional matertaTfrom^1- uaempttng certain typ*, of 
•He California” ZZI'a??"' « 

that the act does annlv to th Ct ' ^ revea,ed »*s intent 
does apply to other instructional material* We 


? r TOord " ■» <“» or 
Education Code sections asotjO^sois'Thi'ch^ “ •° nnKd H» 

of the California Public records Act f Ed rJrTT th * provisic>ns 
“instructional material" as defined in^d^f ^ * “ Y 

•Ho stains W teeord- infortn.do. 
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conclude that text books and other written • * 

material used in a nuhlir- c u i ntten instructional 

"“J' ob,ai " ■ copy of 
6256 states the rule ,1,1? , A Oovern ' nent Code section 

is exemptfrom Zteur" " Public record 

but also -receive" a oo^TiZT “ '" SP ~‘ * 

? I APP M ?M ' 

whether the [California] Public RrcTdsAM ' '“If °' ' 

public Official or department t„ “ Act mand ates any 
ot... public 

<o have 

Development provide him with ofTaTtb 7^“ 

menfs Benefit Determination Guide (bf all Par '' 

lated papers mem™ ™ j ’ °«ier circu- 

determine eligibility for un"” 3 l ^ dOCUments used to 
and (c) the amendments defetiSTS' > U1SUranCe benefits > 
updates and all other chances in th * m ’ SUpplemem s, 
offered to pay any £££££■ “ 

copies. None of these records were exempt frl n ? 8 
and they were all available to the nublifT & dlSclosure 
offices of the defendant at a„ reasona*” ** 

deflll^^^ aC f COTdin « to 

Defendant declined to provide 

The tna, court denied plaintiffs peti, ion , findilgl (,7?^ 

r* d “* •»—- 

Honhem California Folia FroaZT‘pr^7'' ’ 5 °™““'°"' <S “ 

Cfll Ann Xf4 1 1 ^ -V Project V. CVfl/tf\ fit npw nn 



the California Public R-r ^ 

defendants to provide plaintiff° r S u Act did not require 

nol yet i„ esistence, (2) that u k C ° P ‘ CS ° r pubUc records 
C/trot-me Public '*J« no, the inten, of tha 

(3)"7h , r T“ tS for P“ w « reeordTfr" P ' rS ° nS ‘° mak ' 

£L n wh '« * general raouZTr, 

records is made the Acf r« ^ CSt co P‘es of D i,hi,„ 
request be provided with the puhl^*' <h ' Pm °" mak| ng the 
reproduce the pubhc recJrdshta° ?*** “ ,hat may 

=* fOT — 

SS? h ' S ~™ * a ‘ "e was 
«uld be prepared in ZhT^ 'l^T ° f whlh 

the r ' h ' ‘ rial COUrt ' s decision ° f A PPeal 

the California Public Records a ?' 1 COnclude d that while 

make the right to inspect and h, 3ppear hterally to 

coextensive, the literal Jan r ngbt to re ^ve copies 

, Way t0 the ^ttled principle o/smT f^ 10 ” 6256 must give 

^nguage of a statute should not bl^ ^at 

O do so Would result in absurH 8 3 * teral meaning 

CaUd 666,"a^whlh'pred^tT * ° 967 > <>5 

Records Act u a , cn P re dated the r , a?;r } 

Pnu , ' hut which construed „ r Callf ornia Public 

Code of Civil Procedure wb l ™" P r °«sion in the 

“spec, and obtain a copy 0 f a h „ ,C '' “ citiren Jo 

The Supreme Court in »r! PUb ' ,c wrili ng of the statl 
inspect and have a dd ,b « hUn 
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to protect the safety of th 

inspection from interfering wfthT 1<>SS ’ t0 P r event 

public agency, and to generally * ° rder,y func ti°n of th e 
archives. 8**nUl y avoid chaos in record 

reasonabieness°set^fartb* in' ^ osenl ^ applied the rule of 
Plaintiff had the rig* .Vi!™* Ih « wh.te .h ' 

agencies could i mpose reasona*** 1 '' 0 documenls . Public 
requests for voluminous clas"!' ^ ricHon » °» general 
eop.es to specific requests. d “e"ntents restricting 

of «« questions. 

The Rosenthal case states the T'l P “ Wic R ' c °rds Act 
nubr ' he Paj " nent of » statutory "ie o^' UP ° n l *’‘ M and 

public agency has the duty to 1,1 reaso "aWe charge, a 
°f any identifiable „ u b| lc ° , “ t*™" with a copy 

circumstances it would be unr ^ Un,ess u nder the 
reasonableness of any particul eaS ° nab,e to do so. The 
Public document presents a factual a of a 

this opinion foTt^a de'f^^fT" ? ^ We Cannot « 
all possible requests for conies of C WWch Wou,d a PPly to 
already indicated, the Education , " S ^ UCt, ° naI materials. As 
Procedure for the adoption a „d nr *** f<,rth a Wic 

For example. Education Ond 
governing board „r Codc section 52327 „ , L . 
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of instructional materials may place an unreasonable 
burden on school officials. In such cases under the rule of 
the Rosenthal v. Hansen, supra, 34 Cal.App.3d 754, a school 
district would not be obligated to furnish such copies. 

In this respect, we note the problem of copyrighted 
instructional materials. (See generally, 17 U.S.C. § 101 et 
seq.) Textbooks are often copyrighted and textbook 
publishers may resist uncompensated copying of portions of 
their copyrighted materials. (See Treece “Library Photo¬ 
copying,” (1977) 24 U.C.L.A. L.Rev. 1020, 1052.) In 
addition to textbooks, other educational materials may be 
the subject of a copyright. (See, e.g., Gelles-Widmer 
Company v. Milton Bradley Company (7th Cir. 1963) 313 
F.2d 143 (copyright on educational flashcards).) 

States and state officials are subject to federal copyright 
laws. (Mills Music, Inc. v. The State of Arizona (9th Cir. 
1979) 591 F.2d 1278; see also Association of American 
Medical Colleges v. Carey (N.D.N.Y. 1980) 482 F.Supp. 
1358, 1361-1363; but see Wihtol v. Crow (8th Cir. 1962) 309 
F.2d 777.) We believe it is clear that the Legislature in 
enacting the California Public Records Act did not intend it 
to be used in a manner which would constitute a copyright 
infringement. We note that the Act itself expressly exempts 
from disclosure records the disclosure of which would be 
prohibited by federal law .(Gov. Code, § 6254, subsection k.) 
The Act does not address the issue of reproducing records, 
the reproduction of which is prohibited by federal law. 
However, to construe the Act as intending to authorize such 
activity would clearly result in an absurdity not intended by 
the Legislature. 4 (C/. Rosenthal v. Hansen, supra, 34 


materials from lists adopted by the State Board of Education “for use 
only in California." 

4 The Education Code provides for the payment of royalties to 
publishers of instructional materials. (See Ed. Code, §§ 60222, subsection 
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Cal.App.3d at p. 760-761.) Thus, we conclude that school 
authorities may refuse to honor a request pursuant to the 
California Public Records Act for a copy of copyrighted 
material, where the reproduction of such material would 
constitute a copyright infringement or where it would place 
an unreasonable burden on the school authorities to provide 
such a copy in compliance with copyright restrictions. 

We emphasize that, even though instructional materials 
may be copyrighted, in many cases, it may be possible to 
comply with the California Public Records Act without 
infringing upon a copyright. For example, it would not be 
an infringement of a copyright to provide a person with a 
particular copy of copyrighted material if the copy has been 
purchased by the public agency. (17 U.S.C. § 109, 
subsection (a).) Additionally, reproduction of copyrighted 
material under certain limited circumstances may fall 
within the “fair use” exception to copyright restrictions. (17 
U.S.C. § 107; Key Maps , Inc. v. Pruitt (S.D. Tex. 1978) 470 
F.Supp. 33 (county fire marshall’s reproduction and 
distribution of copyrighted fire zone maps held to constitute 
“fair use” in view of public interest in dissemination of 
maps for fire prevention purposes).) 

It is our conclusion, therefore, that an elementary or high 
school district must provide a copy of a textbook or other 
written instructional material used in the district pursuant 
to a request, accompanied by the requisite fee, made 
pursuant to the California Public Records Act unless: (a) it 
is test material exempt from disclosure by the Act; 

(b) providing the copy would infringe a copyright; or 

(c) providing the copy would constitute an unreasonable 
burden on the operation of the district. 


(d), 60281, subsection (e), 60283, 60289.) 
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18 OPS. CAL. ATTY. GEN. 203 

j Opinion No. 51-123—November 1, 1951 

■ 

SUBJECT: STATE BOARD OF EDUCATION may 
I purchase right to use copyrighted musical selections in 

i manual prepared by Department of Education and 

| approved by Board for use in public schools, without 

complying with minimum and maximum time limits 
set by Education Code section 11184, or requiring 
bond from copyright owners. 

Requested by: SUPERINTENDENT OF PUBLIC 
INSTRUCTION. 

Opinion by: EDMUND G. BROWN, Attorney General. 

Elizabeth Palmer, Deputy. 

Honorable Roy E. Simpson, Superintendent of Public 
Instruction, has requested the opinion of this office on the 
following question: 

“Does Education Code section 11184 apply to 
the purchase by the State Board of Education of 
the right to use certain copyrighted materials 
(musical selections) in a teachers manual prepared 
by the Department of Education and adopted by 
the Board of Education for use in the public 
elementary schools?” 

The conclusions reached may be summarized as follows: 

The provisons of Education code section 11184 do not 
apply to the purchase by the State Board of Education of 
the right to use certain copyrighted musical selections in a 
teachers manual prepared by the Department of Education 
and adopted by the State Board of Education for use in the 
public elementary schools. 

The facts of the situation which have led to the 
submission of the above question are these: 
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The Consultant in Physical Education of the then 
Division of Health Education, Physical Education and 
Recreation, of the Department of Education, prepared, as 
part of her duties, a manuscript entitled a “Physical 
Education Program for California Schools.” This manu¬ 
script included thirteen musical selections copyrighted by 
the A.S. Barnes Company and four musical selections 
copyrighted by the H.T. Fitzsimmons Company. At its 
March 1947 meeting the State Board of Education adopted 
the material in the manuscript as a teachers manual in 
physical education for use in the public elementary schools, 
under the authority of Education Code section 11151. At 
that time, apparently, it was not known to the State Board 
of Education that the musical selections referred to above 
were, in fact, coprighted. When the material was being 
prepared for publication by the State Board of Education, 
the existence of the copyrights became known and 
negotiations were entered into with the copyright owners 
for the use of the copyrighted material. The A. S. Barnes 
Company offered to let the State Board of Education use 
the thirteen selections copyrighted by it for ten dollars for 
each selection, and the H.T. Fitzsimmons Company offered 
to permit the State Board of Education to use the four 
selections copyrighted by it for five dollars for each 
selection. The State Board of Education accepted these 
offers at its meetings held in January 1949. 

A claim subsequently was submitted to the State 
Controller by the State Board of Education for the payment 
of the amounts due the copyright owners under the 
agreement referred to above. The State Controller rejected 
the claim because the provisions of Education Code section 
11184 had not been complied with and cited Attorney 
General’s Opinions 10178 and 45-182 (6 Ops. Cal. Atty. 
Gen. 126). 
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Section 11181 authorizes the State Board of Education to 
compile and manufacture text books as are now in use; to 
compile, or cause to be compiled, additional text books; to 
“purchase books when necessary or lease plates, maps, 
engravings, or copyright matter for use in manufacturing 
text books”; to contract for or lease copyrights for use in 
compiling, printing, or publishing text books; and to provide 
for the payment of royalties. 

Section 11184 prior to its amendment by Chap. 660, 

| Stats. 1951, read as follows: 

“Whenever any plates, maps, or engravings of 
any publisher or author are adopted for use, or 
whenever any books are purchased, the State 
Board of Education shall enter into a contract for 
not less than six years nor more than eight years 
for their use in the elementary day and evening 
schools of the State, and shall require a good and 
sufficient bond of the owners of the books, plates, 
maps, or engravings under a written guarantee 
that they shall be kept, revised and free from all 
errors and up to date as may be required by the 
State Board of Education.” 

The 1951 amendment added a paragraph to the section to 
authorize the readoption of books after the original 
adoption period has expired. It has no bearing on the 
question herein considered. 

Opinion 10178 was concerned with the situation where 
the State Board of Education in compiling text books for 
use in the public elementary schools of the state had voted 
to use certain text book matter contained in certain books. 
The authors of the books in return for certain royalties 
proposed to grant to the Board the right to use material in 
the text books for a period of not less than 6 years nor more 
than 8 years. The opinion held that the bond described in 
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School Code section 6.273 (now Education Code esction 
[ sic] 11184) was required in this particular case. 

In 6 Ops. Cal. Atty. Gen. 126 the opinion was expressed 
that it would be unsafe to adopt a teachers manual prepared 
and published by a private concern for use in the schools for 
a one year period only because the 6 to 8 year period 
provided for in section 11184 might be construed to apply 
with equal force to teachers manuals as well as text books. 

The situation here differs from the situations considered 
in Opinion No. 10178 and 6 Ops. Cal. Atty. Gen. 126. As 
you state “There is not here the situation in which the State 
Board of Education has adopted a teachers manual wholly 
prepared, published, or copyrighted by a private party. All 
that is involved in the present situation is the purchase by 
the State Board of Education of the right to use in a 
teachers manual prepared by the Department of Education 
certain copyrighted musical selections.” 

The purpose of securing a bond from the copyright 
owner is for the expressed pupose “that they (books, plates, 
maps, or engravings) shall be kept, revised and free from all 
errors and up to date as may be required by the State Board 
of Education.” (section 11184). 

Obviously a copyrighted musical selection differs from 
books, plates, maps or engravings in that there would be no 
need for the requirement that the copyright owner would 
keep the selection “revised and free from all errors and up 
to date as may be required by the State Board of 
Education.” It is worthy of note that copyrighted musical 
selections are not specifically mentioned in section 11184 
nor in our opinion are they covered by “books, plates, maps 
or engravings.” 

Since the manual was prepared by the Department of 
Education and the copyright owners of the musical 
selection authorized use of the selections in the manual for 
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a flat fee with no limitations as to the period of use, the 
agreement does not have to include the minimum and 
maximum period of use as provided by section 11184, and 
since section 11184 does not specifically include copy¬ 
righted musical selection nor would the purpose of section 
11184 be served by requiring the bond, the State Controller 
should approve payment of the amounts due the copyright 
owners pursuant to the agreement herein referred to. 



HARCOURT BRACE JOVANOVICH, INC. 

ORLANDO, FLORIDA 32887 TELEPHONE (305) 345-3984 TELECOPIER: (305) 352-8125 


RICHARD UDELL 

ADMINISTRATIVE VICE PRESIDENT AND COUNSEL 


Office of the General Counsel 
U.S. Copyright Office 
James Madison Memorial Building, 

First and Independence Avenues, S.EI 

Washington, D.C. j r- ir - 

I IZ* 

Dear Ms. Schrader: 

This letter is in response to the request by the Copyright 
Office for information on Eleventh Amendment immunity claims of 
immunity from suit for money damages in copyright infringement 
cases. 

Harcourt Brace Jovanovich, Inc., a United States 
corporation, is one of the largest book publishers in the world. 

A major part of its book publishing enterprise is the development 
and publication of elementary, high school, and college textbooks 
for the United States market. This involves tens of millions of 
dollars of development expenditures annually and hundreds of 
millions of dollars of sales annually. By far the largest part 
of such sales are made to state government agencies. In the case 
of elementary and secondary school textbooks, virtually all of 
the sales are to state government agencies. With modern 
technologies capable of duplicating books rapidly and cheaply in 
whole or in part, copyright protection of such works would be 
illusory if Eleventh Amendment immunity claims were upheld. 

The lengthy and thorough deliberations culminating in the 
1976 Copyright Act contain a record of prolonged and careful 
consideration of educational uses of copyrighted materials. The 
Act grants numerous exemptions to states and to governmental 
bodies for specified activities, including classroom uses, and 
for the first time spells out criteria for determining "fair 
use". Such exemptions would have been unnecessary if Congress 
had intended that states and state educational systems were not 
as fully and completely subject to the Act as is any other user 
of copyrighted materials. State immunity from money damages for 
use of copyrighted material would revoke fundamental rights 
granted to creators under the Copyright Act. 


February 1, 1988 





in the market which makes possible the creation of these complex 
instructional programs. 

The fierce competition among publishers as to quality and 
price_of school programs, and the importance of obtaining major 
adoptions to support large investments, gives school systems, 
school districts, and even individual schools great bargaining 
power. 

It has been suggested in the Copyright Office's request for 
information that publishers may be exerting undue pressure on 
state agencies to pay for uses of copyrighted works which are, in 
fact, fair use. In the context of the process described above, 
far from being subjected to any unreasonable demands by 
publishers, state agencies are able to extract from or even 
impose on publishers substantial concessions of basic rights 
under the Copyright Act that are go far beyond the borders of 
fair use, educational exemptions, or the educational guidelines 
incorporated in the legislative history. 

As a condition of sale publishers are often required to 
grant permission to schools to create translations of entire 
works for distribution to thousands of students, or to make 
recordings for all students not merely for visually handicapped 
students, or to permit revisions of portions of works for other 
special purposes. Schools expect permission to create literally 
thousands of copies of translations or thousands of audio 
cassettes or derivative works and they expect publishers to grant 
these permissions at no charge. 

In negotiating grants, the publisher attempts only to retain 
elementary safeguards with respect to the copyright in the work 
and to prevent distribution of the resulting translation, 
recording, or specially revised material outside the school 
district involved, to avoid the state agency's becoming a 
distributor of the publisher's materials in other forms or media. 
(Attached as Exhibit B, is the relevant portion of an agreement 
concerning such arrangements.) 

In addition, statewide regulations increasingly require a 
pre-grant of these kinds of rights as a condition to the 
publisher's submission of a qualifying bid. (Attached as Exhibit 
C is a proposed regulation from the State of Texas.) Publishers 
have been required to grant permissions entailing the payment of 
substantial additional permission fees to the original copyright 
owner. For example, school reading programs contain numerous 
selections from a variety of sources. Industry practice is such 
that the permissions which are obtained and granted only extend 
to a specific edition and do not permit reproduction in any other 
form or medium or by a third party. The cost of generally 
obtaining broadened permissions that include recording and 
translation rights in advance of publication of a work could 
increase the cost of all permissions by more than 50 percent. It 
is obvious that private sector publishers cannot be expected to 
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STATE OF ALABAMA 
DEPARTMENT OF EDUCATION 

TEXTBOOK CONTRACT 


WHEREAS, the State Board of Education duly advertised for bids from publishers 
of textbooks to furnish certain textbooks for use in the public schools of the State of 
Alabama for a period beginning on date designated and extending as designated in Section 1 
below; and 

WHEREAS, pursuant to said advertisement, sealed bids were submitted by various 
publishers, and after giving due consideration to the report of the State Textbook Committee, 
the State Board of Education did on the 13th of December. 1984 , accept the bid of 
the hereinafter named Publisher for the textbook or textbooks hereinafter designated: vc 

& 

NOW, THEREFORE, This contract made and entered into this 1st of Julv. 1985 , 

between the State of Alabama, by and through the State Board of Education, hereinafter 

referred to as the Board and _ Harcourt Brace Jovanovich, Inc. _, 

of the City of_ Orlando _, State of Florida , 

hereinafter referred to as the Publisher, for the period designated on Page 4. 

WITNESSETH: That the Publisher for and in consideration of the adoption of 
certain of its textbooks or publications hereinafter named, at the prices and upon the 
conditions hereinafter stated, for use in the public schools of Alabama for the period 
beginning on date of contract and extending to June 30, 1991 , designated below covenants 

and agrees with the Board as follows: 

The Publisher stipulates that the author or authors of these books is not a member 
of the Communist Party or known advocate of Communism or Marxist Socialism, and is not a 
member of the Communist Party or of a Communist front organization. 

1. The Publisher covenants and agrees to furnish for the period beginning after 
the date designated for this contract to begin and ending on June 30. 1991 , the following 

textbooks and/or publications at the prices stated. The Publisher covenants and agrees 
that the price herein made for said textbooks and/or publications, which price includes all 
expenses and charges of shipping such textbooks and/or publications to the local county or 
city boards of education or their agents, after all discounts have been deducted, does not 
exceed the minimum price at which the Publisher sells such textbooks and/or publications 
in wholesale quantities f.o.b. the Publisher's publishing house, after all discounts have 
been deducted. Retail prices do not exceed an increase of 15% of the wholesale price. 

The Publisher further agrees that pupils enrolled in the public schools of the State of 
Alabama or any parent or guardian of any such pupil may purchase the textbooks and/or 
publications covered by this contract at the price herein contracted for by the State Board 
of Education, plus handling charges, such handling charges not to exceed 15% of the contract 
price paid by the State Board of Education. 


COPY- TITLE 

Net Wholesale Price 

Retail Price 

RIGHT OF 

DATE TEXTBOOK 


KfQSHI 



1985 MATHEMATICS TODAY: YELLOW 
(Consumable), 1st Edition, 

Grades K-l 

$ 4.50 

$ .... 

$ 5,18 

$ — 

Practice Workbook 

2.55 


2.93 


1985 MATHEMATICS TODAY: YELLOW (BIG 

BOOK), 1st Edition, Grades K-l 

189.00 


217.35 


1985 MATHEMATICS TODAY; BLUE 

(Consumable), 1st Edition, 

Grade 1 

6.75 


7.76 


Practice Workbook 

2.97 


3.42 


Tests, Standardized Format 

3.90 


4.49 


Tests, Free-Response Format 

3.90 


4,49 

_ 

Problem Solving Workbook 

2,10 


2.42 


Computer Workbook 

1.65 


1,90 
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TEX • BOOK CONTRACT 

-la- 

COW- TITLE 


Net Wholesale Price 

Retail Price 

f RIGHT OF 


KGisBI 

With 

Without 

BlEifM? 

DATE TEXTBOOK 



MMWtiltl’U 

t: EHSI 


1985 MATHEMATICS TODAY: RED (Consumable), 





1st Edition, Grade 2 


$ 6.75 


$ 7.76 

$ —. 

Practice Workbook 


2.97 


3.42 


Tests, Standardized Form< 

it 

3.90 


4.49 


Tests, Free-Response Format 

3.90 


4.49 

_ __ _ 

Problem Solving Workbook 


2.10 

— -- 

2.42 


Computer Workbook 


1.65 

— 

1.90 

---- 

1985 MATHEMATICS TODAY: GREEN, 

1st 





Edition, Grade 3 


10.95 

10.73 

12.59 

12.34 

Practice Workbook 


3.69 

........ 

4.24 


Tests, Standardized Forim 

lU 

3.00 


3.45 


Tests, Free-Response Forr 

nitt 

3.00 


3.45 


Problem Solving Workbook 


2.70 


3.11 

— — _ 

Computer Workbook 


2.10 


2.42 

— 

1985 MATHEMATICS TODAY: ORANGE 

1st 





Edition, Grade 4 


11.10 

10.88 

12.77 

12.51 

Practice Workbook 


3.69 


4.24 


Tests, Standardized Forme 

it 

3.00 


3.45 

^ mm mm mm 

Tests, Free-Response Format 

3.00 


3.45 

_ _ _ _ 

Problem Solving Workbook 


2.70 

____ 

3.11 


Computer Workbook 


2.10 

— 

2.42 

— 

1985 MATHEMATICS TODAY: PURPLE, 

1st 





Edition, Grade 5 


11.10 

10.88 

12.77 

12.51 

Practice Workbook 


3.69 

__ 

4.24 


Tests, Standardized Format 

3.15 


3.62 


Tests, Free-Response Format 

3,15 


3.62 

_ _ _ _ 

Problem Solving Workbook 


2.70 


3.11 

_____ 

Computer Workbook 


2.10 

— —— 

2.42 

---- 

1985 MATHEMATICS TODAY: BROWN, 

1st 





Edition, Grade 6 


11.10 

10,88 

12.77 

12.51 

Practice Workbook 


3,69 


4.24 


Tests, Standardized Format 

3.15 

--- 

3.62 

_ _ _ _ 

Tests, Free-Response Format 

3.15 

-- 

3.62 

_____ 

Problem Solving Workbook 


2.70 

.. — 

3.11 


Computer Workbook 


2.10 

— 

2.42 

— 

1985 MATHEMATICS TODAY: SILVER, 

1st 





Edition, Grade 7 


12.60 

12.35 

14.49 

14.20 

Practice Workbook 


3,69 


4,24 


Tests, Standardized Format 

3.15 


3.62 


Tests, Free-Response Format 

3.15 


3.62 


Problem Solving Workbook 


3.15 


3.62 


Computer Workbook 


2.70 


3.11 


1985 MATHEMATICS TODAY: GOLD, 1 

St 





Edition, Grade 8 


12.60 

12,35 

14.49 

14.20 

Practice Workbook 


3.69 


4,24 


Tests, Standardized Format 

3.15 

—— 

3.62 

«... ... 

Tests, Free-Response Format 

3.15 


3.62 


Prohlem Solving Workbook 


3.15 

- - 

3.62 


Computer Workbook 


2.70 


3.11 


1983 HBJ ALGEBRA 1, 4th Edition, 






Grades 9-12 


13,20 

12.94 

15.18 

14.88 

Skills Practice Book 


3.00 

— 

3.45 

— 

1983 HBJ ALGEBRA 2 WITH TRIGONOMETRY, 





4th Edition, Grades 10-12 

13.80 

13.52 

15.87 

15.55 

1982 INTRODUCTORY ALGEBRA 1, 4th 






Edition, Grade 8 


12,30 

12.05 

14.15 

13.86 

Skills Practice Book 1 


3.15 


3.62 

---- 

Test Booklet 


2.85 

-- 

3.28 
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TEXTBOOK CONTRACT 


k VrT- 111 

Wight of 

DATE TEXTBOOK 



GENERAL MATHEMATICS: SKILLS/ 

PROBLEM SOLVING/APPLICATIONS, 

1st Edition, Grades 9-12 

Workbook 

Test Booklet 

ESSENTIALS OF MATHEMATICS: CONSUMER 
AND CAREER SKILLS AND APPLICATIONS, 
1st Edition, Grades 9-12 
Workbook 
Test Booklet 

HBJ GEOMETRY, 4th Edition, Grades 10- 
12 

Geometry Practice Book: Proof 
and Skills 

TRIGONOMETRY, 1st Edition, 

Grades 11-12 

HBJ ADVANCED MATHEMATICS: A 
PREPARATION FOR CALCULUS, 3rd 
Edition, Grade 12 

HBJ HEALTH: YELLOW (Consumable), 

1st Edition, Grades K-l 

HBJ HEALTH: BLUE, 1st Edition, 

Grade 1 

HBJ HEALTH: RED, 1st Edition, 

Grade 2 

HBJ HEALTH: GREEN, 1st Edition, 

Grade 3 

Tests (Booklet Form) 

HBJ HEALTH: ORANGE, 1st Edition, 
Grade 4 

Tests (Booklet Form) 

HBJ HEALTH: PURPLE, 1st Edition, 
Grade 5 

Tests (Booklet Form) 

HBJ HEALTH: BROWN, 1st Edition, 

Grade 6 

Tests (Booklet Form) 

HBJ HEALTH: SILVER, 1st Edition, 
Grade 7 

Tests (Booklet Form) 

HBJ HEALTH: GOLD, 1st Edition, 

Grade 8 

Tests (Booklet Form) 


$ 13.20 
3.30 
3.00 


13.20 

3.15 

2.40 


13.50 


13.50 


15.45 


8.70 

.90 


9.30 

.90 


9.90 

,90 


$ 12.94 


12.94 


13.23 


13.23 


15.14 


9.70 


$ 15.18 
3.80 
3.45 


15.18 

3.62 

2.76 


15.53 


15,53 


17.77 


8.97 


10.01 

1.04 


10.35 

1.04 


10.70 

1.04 


11.04 

1.04 


11,39 

1,04 


11.39 

1.04 


$ 14.88 


14.88 


15.21 


15.21 


17.41 


8.45 


8.79 


10.14 


10.48 


10.82 


11.16 


11.16 







TEXTBOOK CONTRACT 


The Publisher covenants and agrees to print on the Inside back cover or on back 
of each textbook or publication delivered to the State except those purchased by the State 
or local Boards of Education, the retail contract price at which It Is to be sold, and the 
following statement: THE PRICE FIXED HEREON IS FIXED BY- STATE CONTRACT AND ANY DEVIATION 
THEREFROM SHOULD BE REPORTED TO THE STATE SUPERINTENDENT OF EDUCATION. The Publisher 
further covenants and agrees to furnish said textbooks or publications to local boards of 
education where purchased for free distribution at a price not In excess of the State 
Contract Price. 

2. FORFEITURES:- For failure to supply the State with a sufficient number of 
textbooks or publications listed above to fill promptly all orders received from the State, 
County Boards of Education, City Boards of Education, and local Agents thereof, the 
Publisher agrees to pay to the State Board of Education of Alabama, the sum of One Hundred 
Dollars ($100.00) per day of such failure provided that the forfeiture shall become 
effective at the expiration of thirty consecutive days after the date the purchase order 

is given or mailed to the Publisher, unless the purchase order designates a later date for 
delivery, at which time the forfeiture shall become effective. It is further understood 
and agreed between the parties that the State Board of Education may, at its discretion, 
relieve the Publisher of any forfeiture or liability for violation of this contract upon 
its part unless such forfeiture or violation results from the willful act of the Publisher. 
The Publisher agrees to replace defective or substandard books without cost to the purchaser. 

3. QUALITY AND CONTENTS:- The Publisher further covenants and agrees that the 
textbooks or publications furnished under this contract shall equal or surpass in all 
respects the Official Minimum Manufacturing Standards and Specifications adopted by the 
Board and available for inspection by the Publisher if he so desires; provided, that any 
typographical errors which may be found in such textbooks or publications or errors of 
fact shall be corrected by the Publisher, but in no case shall any change be made that will 
result in any confusion in classes using the corrected copies and copies previously 
purchased. If at any time during the continuance of this contract the Publisher fails to 
maintain the standard of quality and excellence described above, this contract and the bond 
herein provided for shall be declared forfeited at the option of the Board. 

4. LOWEST PRICE:- The Publisher further covenants and agrees that he is not 
furnishing under contract executed after January 1 of the year this contract becomes 
effective to any state, county or school district in the United States, the textbooks or 
publications embraced in this contract at a price f.o.b. the Publisher's publishing house 
below the price stipulated herein. The Publisher further covenants and agrees that if at 
any time during the period of this contract the textbooks or publications herein named 
shall be contracted for at a price f.o.b. at the Publisher's publishing house to any other 
state, county or school district in the United States lower than the price agreed upon in 
this contract, then that lower price shall become the contract price between the Board and 
the Publisher named herein. The Publisher further covenants and agrees that if, at any 
time during the period of this contract, any editions of the textbooks or publications 
herein named similar to the Official Copy on file in the office of the State Superintendent 
of Education shall be contracted for at a lower price f.o.b. at the Publisher's publishing 
house with any other state, county or school district in the United States, the Board may 
at its option substitute for the edition herein contracted for the said edition at said 
lower price. 

If the State Board of Education shall find that any such book or books so 
contracted for are being sold af a lower contract price f.o.b. at the Publisher's publishing 
house in any other state than the price for which they are being sold in Alabama, the 
contract shall be forfeited. The Publisher further covenants and agrees that in the event 
of violation of this pricing agreement all money collected for such books shall be returned 
and also forfeit said book or books to the State, this being the agreed measure of damages 
stipulated to have been suffered by the State Board of Education. Suit may be brought in 
the name of the State on the bond of the Publisher for all losses sustained. 

5. EXCHANGE PRICE:- The Publisher further covenants and agrees to supply each 
and all textbooks or publications embraced in this contract at the exchange price or prices 
herein named in those cases where there is offered in part payment a school book which is 
In use in the State of Alabama when so offered, and which is on the same subject, grade 

for grade, as the one for which it is taken in part payment; provided that the time in 
which old books may be exchanged for new books shall be for a period beginning on the date 
of this contract and ending June 30, 1991 It is further agreed between the parties 
hereto that the Publisher will accept textbooks for exchange on the most favorable exchange 
conditions prevailing in any State. 
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6. SPECIMEN COPIES:- It Is further understood and agreed that the publisher 
will furnish the State Superintendent of Education and each county and city superintendent* 
where such book or books are locally adopted, with an official copy of each and every 

.textbook Included In this contract which shall meet In full the Official Minimum Manufac- 
turlng Standards and Specifications approved by the State Board of Education, except for 
specific exemptions approved by said Board at the time of adoption. 

7. LEGAL PROVISIONS:- It Is further understood and agreed between the parties 
hereto that this contract Is made in pursuance of and with reference to Act 221, 1965 
Legislature of Alabama and said Act Is hereby made a part of this contract as fully and 

to the same extent as though incorporated In the body hereof. The Official Minimum Manufac¬ 
turing Standards and Specifications and the Warranty by Publisher are by reference made a 
part of this contract as fully and to the same extent as though incorporated in full herein; 
that the State of Alabama shall not be liable to the said Publisher in any manner or in 
any sum whatsoever In consequence of the execution of this contract, but that the said 
Publisher shall rely solely, exclusively, and entirely for its pay and compensation upon 
and from the proceeds of the sale of the textbooks or publications embraced in this contract. 
In the event suit Is brought by the State to enforce any term of this agreement or to 
collect any forfeiture provided herein, the Publisher agrees to pay a reasonable attorney's 
fee and all other reasonable expenses incurred by the State incident to each such suit. 

8. RIGHT TO CHANGE LAW RESERVED BY STATE:- It is hereby understood and agreed 
between the parties hereto, and It is hereby made a condition of this contract and each 
and every part thereof that nothing in this contract shall be held or construed to limit, 
restrict or Impair the right of the Legislature of the State of Alabama to make any change 
or changes, alterations, or amendments in the statutes under which this contract is made 
or awarded, anything in this contract to the contrary notwithstanding. In all respects 
this contract shall be deemed subordinate to the right of the Legislature of the State of 
Alabama to amend, modify or repeal any of the statutes relating to textbooks for the public 

„ schools, in which event the terms of the contract Insofar as it may be in conflict with 
such future laws of the State of Alabama as may be enacted by the Legislature on the 
subject of school textbooks shall be deemed abrogated and of no effect. In the event any 
material change in said statute shall be made which shall be to disadvantage of the 
contracting parties hereto to continue this contract under said statutes as changed, either 
party hereto may rescind this contract by written notice of the intention to do so at any 
time within ninety days after the effective date of any such changed statute. 

9. REQUIRED BOND:- The Publisher further covenants and agrees that at the time 
of the execution of this contract it will execute and deliver to the Board a bond in the 

sum of_ Two Thousand Dollars _conditioned for the faithful, honest and 

exact performance of this contract, and that the same shall provide for the payment of a 
reasonable attorney's fee by the Publisher In case of recovery thereon in any suit upon 
the same, with a guaranty company authorized by law to do business in the State of Alabama 
as surety on the said bond, to be approved by the Board; and that said bond shall not be 
exhausted by a single recovery, but may be sued on from time to time until the full amount 
thereof shall be recovered. The Board may at any time during the continuance of this 
contract, by giving thirty days' notice, require the Publisher to give such additional 
security or additional bond for the faithful performance of this contract, or of the 
matters and things stipulated to be performed by the Publisher; and the Publisher agrees 
hereby to give such additional security or execute and deliver an additional bond on such 
notice by and from the Board. Should the Publisher fail or refuse to give such additional 
security or additional bond after thirty days' notice, this contract and the bond herein 
’■'rovlded for may at the option of the Board be forfeited. 

10. CANCELLATION OF CONTRACT:- It is further understood and agreed that the 
Board shall have the power to drop any textbook or publication named in this contract in 
whole or in part at the beginning of the third or fourth year by giving written notice 

to the Publisher at least ninety days In advance. It is further agreed that the Publisher 
shall have the right to terminate this contract in whole or in part at the beginning of 
the third or fourth year of the contract provided written notice has been given to the 
Secretary of the Board six months in advance. 


IN WITNESS WHEREOF, The State Board of Education of Alabama has caused this 
contract to be signed In duplicate by Its President and Secretary and the said 

_ Harcourt Brace Jovanovich, Inc. has caused Its name 

to be hereto signed In duplicate by Its Executive Vice ^resid e nt" and Its coimnon seal 
Is hereto and hereby fixed. 

ft 

DATE CONTRACT IS TO BEGIN July 1, 1985_ 


STATE BOARD OF EDUCATION 





By {ZL'TyUL/ — 

Executi\4 Officer and Secretary 

Date 7~ /5 ~ SS_ 


By _HARDQIJRT-BRAfF. JQVANQVIGi. INC , 



Executive Vice President 
Title of Officer 


Date March 18. 1985 


* ?ase attach certified copy of Power of Attorney 



Ac a duly constituted! meeting of Che Board of Directors of HARCOURT 
BRACE JOVANOVICH, INC., held on March 8, 1983, Che following resolution 
was adopted: * 

RESOLVED: That RALPH D. CAULO be and he Is hereby elected 
an Executive Vice President of the Corporation, effective 
Immediately. 


I, the undersigned, hereby certify that the foregoing Is a true copy 
of the resolution adopted by the Board of Directors of the above-mentioned 
Corporation at a meeting of the said Board held on the aforementioned date, 
and entered upon the regular minute book of the said Corporation, and now 
in full force and effect, and that the Board of Directors of the said 
Corporation has, and at th£ time of the adoption of the said resolution had, 
full power and lawful authority to adopt the said resolution and to confer 
the powers thereby granted to the officers therein named, who have full 
power and lawful authority to exercise the same. 





CsulM 


ary 


STATE OF NEW YORK ) 

) ss.: 

COUNTY OF NEW YORK ) 

On this'&^'day in the said County of New York, before 

me, a Notary Public duly commissioned and qualified, in and for the State 
and County aforesaid, personally came MARGARET MARY McOUILLAN, personally 
know to me and known to me to be the person described in and who executed 
the foregoing certificate, and acknowledged to me that she executed the 
same; and being by me duly sworn, did depose and say that she Is the 
Secretary of the Board of Directors of HARCOURT BRACE JOVANOVICH, INC. and 
that the foregoing certificate is true to her own knowledge. 


Subscribed and 


sworn to before me this«^^day of 



No. C'^'5 
Qjoi.::-:: ;n Cc:.. w ? "«u«ty 
Cert, .-iica in N- V Cou. 'y 
Commission lixpi.'oo i.io.ch cO, 1-35 




Certified Extract from the By-Laws of 
HARCOURT BRACE JOVANOVICH, INC . 


ARTICLE VII. 

Execution of Contracts, Vouchers and Negotiable Instruments 

2. Any instrument under seal of the corporation, except such instru¬ 
ments as by law or custom require different signatures, shall be signed by 
any two officers of the corporation provided, however, that either the chairman 
or the vice chairman or the president shall be one of the signing officers, 
unless they shall be absent, in which event the instrument shall be signed by 
any two of the other officers. Contracts under seal entered into outside of 
the United States may be signed by any one officer or by any one director 
of the corporation. Any contracts under seal for the products of the 
corporation, and any Instruments to be executed in connection therewith, 
may be signed by any one officer or by any one director of the corporation 
or by any duly appointed attorney. 


I, the undersigned. Secretary of Harcourt Brace Jovanovich, 

Inc. do hereby certify that the foregoing is a true and complete copy 
of an extract from the By-laws of the said Corporation, and the same 
is in force at the date hereof. 

IN WITNESS WHEREOF, I have hereunto subscribed my name and 
affixed the seal of the said Corporation, this ^ day of (J)q^uc.t< 192C. 



(W 'buJti 

'Secretary • 


(seal) 


CAM nr. AGREEMEN T BETWEEN 
SAN DIEGO UNIFIED SCHOOL DISTRICT 
AND 

harcourt brace jovanovich, INC 
for the 

ACQUISITION of INSTRUCTIONAL MATFRTatc 
for HEALTH EDUCATION, grad" "s 


exhibit b 


to ima.r ho ;‘ di, " ict in th « st «‘«'o£ s * n Di '*°. “ 

Petaluma BRACE JOVANOVICH. I* 0 .T‘T 

. OA 94952 . (hereinafter referred to .."PUBUSHER") Hi * h "»T, 


recitals 

District (^Dl STRICT )^is B authorized“pursuant^to^Ed^ 311 ^ g ° U ° ified S ^ool 

et seq., and 60003, et seq to t0 Edu cation Code Sections 51040 

Che 1986-1987 school year; and through eight for implementation in 

*■ com petent and 

through e£ght" r .‘nd° l " Structl0 ° in ^cation fo^grade'.’M^ergar'ten 

contract all'^^t• on the date of execution of thia 

are complete and are available f or immedi.u'd^iverf to Slfunp 11 ‘ 983 ' 
HOW* THPUFirnDi? . * 


j w v wioiiut i j 

and agreement s^contained 

een the parties as follows: 



VIII. REPRODUCTION AND TRANSLATION 


RIGHTS 


A. 


B. 


AGREEMENT, th^?ig^I^ t ^^eproduce ^ «I t ecUd T J IC Ii *** ten “ of thi » 

*» ■««« n.A.2.. .^;;; h T "rr c f p * cka «" •• «««ib* 

•• described in Section II l ,i" A Creweh Sound Filwetrip. 
AGREEMENT. Such reproductive i- fo^e? 7 BISTRICT F«r.u,nt t0 thi. 
uee within DISTRICT only, end DISTRICT *'* ff <>«*«lop.ent 

distributed, .old, or otberwie, ^ViV^lS 

PUBLISHER grant. DISTRICT th* ri.K. . DISTRICT, 

■aterial contained in the HBJ Heflth Pro^^c* J U C0 PT ri * ht «<l 
Teacher Re.ource Package, and Health Si!?!"* S “ *“ 8 ’ 

roL^MfJu^iJrL^if^f^eJelopieSt u IT.^ ** “*»*<*** da..- 

c - SSZX • .* 

D * Proper copyright credit, to PUBLIShfb „,-h w . . 

of aaterial. produced by DISTRICt! * U b * xncluded 00 «11 copie. 

E. 


P. 


PUBLISHER .hall not use or aellithA ». . . 

-l..io» of DISTRICT or without . licUSS'S^*"' th ' 

Stem, Gredee V-8,^intVother lVguVel V’n”'”'' °* HW Be * Uh Pr °- 
PUBLISHER. SUCh BXgned a R r eement. .hall be .ubmitted to 



C, 


Tiu, n 

c «. 


*•1.177 



£u!a 


(d) «- ift,. _ 

rt.ii „i f : 

‘SnT 10 b “^.rf d ,r w °"'4 1, id f f r —-*«! „„ 

* - s= 

, ** *o*rd of *a thl * chai 

•*tboolc r.- * < * Uc *tl 0n# . 1 


' «»• Stata ‘ J 

r# ** *°*rd of 


T ***« 8duc« tf _ 

^^* tlo n Coda *i, 

"fm\ . *12.01* 

<*> r*xtK^.,_ A * 


* 12 . 01 * 

( > r «*tbooka aA. 

•chool* -k ^ €do P t «d bv M, 

ch * pt * r ’ •‘<aS? 4 « I 1 te fc * s 5 S^SSf 04 “^tion to 

(b) ***• adoption ° *** pup11 * attauT/ ***• plan^ 11 ** ln tha p , 

^S? >00ka • h *ll P ^ ClU **' dlatrib, °* * Uch •chool,** t ° Ut lo 

^t. r . ^ b. carrlad^^tlon. ^ 

c > fttcapt «- * Ceor danca withaJ* * Uch «tata 

^.-J^nnaa ** pr °^**o£* f 

•ttrUn ^ . 


out f*a * *®w fr** 

■CO fcc^ t * ce ortUn c . «eh"4.°' "*rt .ft, 

•book..** ®<*Wirl^ «po cfr . prov **iona 0 

•atari-i.** “**d haS! lf4c *Hy 4m 

«z?^P-rk£i * £-3*2* s** 

Stata *» 1CU tt 

*«. * educ * ti »» pocVc 1 ;;. 1 '. 0 "o^.c. 1 . 

C.) ^rtll.ij_ 

■■•pro^*:* *>-11 jr.nt „. 

« «udiV^ f a,. 

lawut ^n.,^ or *P.t. a, ^ 

roy *^- 



****• 19 » 

U *** A+t£ rt 11 

c *fttZL tUtut °*y 


a» 


P^rtiotiM of „ 

«*i* ^tboolc r. 

*“ ~£S: ,b - 11 * ^ 

-eh local a. " prov!,. 

°» «udi^ B 1 D * duc «tlon 1 tructi ®n«l i 2l f 0 

•option «£? ,* t «*tbook ^ * h * 11 W. th dlu 

~ «-TjT 52 ^- * 

PCOl mA. _/ thl« . t# *tbooW - * nt 


*^«- ^* * *n Wo 

<•> . r 67 -*'^ 

r *Pvoducod ^ 

n H*ney. **y not b. “ c * d o n audi ot « n . 

* V *«*M. 


60 



>VANOVlCH £LEPHON E-6,9-699-6263 TELFx ,. 

Vice Preside- * 18,726 


JETER jov ANov , ch 
Execudve Vice President 


W'jtuAMjOVANOwSj t,VC ° fl 

^ es, ' < fent 

J'viu£ NOV|(: » 

^ [p ^c.'S ,WM 

Jack o. sny^er 


January 18 , 1988 

Dorothy m. Schrar, 

C °unsel dSr ' Es< ?- 
Ub?ary h o f °f flce 

Kington, ST^ 

' u - c - 20540 
DSar Hs - Schrader: 

^^SRSfBfSjpar 

I- Khoiesaie 9 the —e gU e„ ces 

^ich^ec?^ "= ut and paste „ 

gut together S f , ro1 " differed ? extb °°ks in 

damaging author'? 3 *® U P °ne textbn X ^ books are 
present their 5 ® t an ? PUMishS?*' the reby 

«1 three of t h ln the »Xer f h 19hts to 

courts to viof?? Se act ivitie s ha, * y See fit . 

libraries? a 3 n d 10 , ns Wpe a, on autT^ "hat arf^"* states 

" “"rversitiel/^-. rubii sh | r -w good 

relationships 


serve 



- 2 - 


Dorothy m. 
January 18, 
Page Two 


Schrader, 

1988 


Esq. 


the interests of all 

science and useful arts” P r °»°te the progress n r 

education. After re^chi™ thereb y the cause of oF 

tS de^enTth a “ P-rtS^Sug^^"*^ *» the 

states? nd tha ** ^ rsaff^.^^^omc. 



PJ/vrk 
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™D^r SAWILLIA MSON 


January 26 , 1988 




m. Schradei 
General Counsel 
Copyright Office 
Library of Congress 
Washington, D.C. 20559 

°ear Ms. Schrader: 


^ — leagues and I in i-hn ♦- 

concerned about the * est P ubl± shlng industrv aT - 

iiztTiiir iumi ™ ■"■»£ ^™n y ely 

institutions represents over 80* J f °® state supported 

the very <* o„ r tzt™- 000 & 

Therefore "xlst. eCOnomic labilityoftMs^so «“> *P e dal needs 

d.veropSt t I 1 n ns ne t r 1 t n s s r ould be put u s r rket - 

and adjustment. n8Ua ® e learning development' an 7 beL^ Ch 

Granting states immunitv 

and def end't he "copyright ^^Omce^uph^’ 

states. l8ht Act ' especially as It applies to the ' 


TAW :1cm 


Most cordially, 

^dWiv/ A, IkQiA 




Thomas A. Wllu amson 


harcourt brace jovanovich, INC. 




academic PRESS, INC. 

Harcourt Brace Jovanovich, Inc. 

1250 Sixth Avenue. San Diego, California 92101 
TELEPHONE: (619) 231-0926 


January 26, 1988 


Copyright Officr *^ 1 Counsel 
Library of Congress 
Department 100 
Washington, d.c. 20559 

Dear Ms. Schrader: 

wtiSlK 

(worldwide) of tt,.*SSS? r reS2ar5h bilcation and 


The basis 
of resear 
in print, 
the best 
t r adition 
material 
it to exi 
instituti 
of resear 




governments in thi^current'^be*^ fr ° m fche inroa <3s of state 
oiosmg the door to u^ 0 ^™ t0 ^ 

SAD/rh without compensation. 


Sincerely, 

oL^ /l. 

.even a / DowTin^ 
Vice President, Direc 



CABLE ADDRESS: HBJ COSO TELEX: DOM. ,81126 


FAX: 619-699-6320 



BILL M. BARNETT, v K ^ RKII)E ^ 

director, college department 

(619) 6W-A2I7 


<©) 

Harcourt Brace Jovanovich, Inc. 

1250 SIXTH AVENUE, SAN DIEGO, CA 92101 


January 22, 1988 


ice of the General Counsel 
Copyright Office 
Library of Congress 
Department 100 
Washington, d.c. 20559 

Dear Ms. Schrader: 

To allow states _ 

state community colleges "stnE- 6 *^ 0 * 6 state universities state ,, 

X^n^ 

tTcont er C ° llege Publishers produce^^e^ C °^ ing of the books we 
:™ nUe publishin 9 books with t h ; most SimPlY be unabla 

TeaoH m ° St USeful Pedagogical featnn CUrrent scholarship, 

unSJe n ?- an ^ llarieS that we now prolZT' ^ the numer °us 
unable finally to publish at all. might ver y well be 

College Publisht^r-Q 

authors of material we reprint'i^h 0 '^ paying Permission fees to 
this department paid a tornofMoloo"^ “ e P^ish. m 

Ses if P fh re f that We COTla hot hope to ™ Permission fees. 

S if the books for which the f P fc recover the costs of the^e 
copied in whole or in part by thfr 8 -^® Paid Could b e freely 
use them. And there is a re^i institutions whom we relv on e- 

Paid for the use of their ” rk h °“ would^e *° 

mJaht ^ P ^ rmiSsion f ees were collected^^hers did not see to it 

XoVtTef^ mXsXp“ X bSn^VreaXS “ 

* whioh to learn S !- £ th b e y ™ °* the 


Sincerely. 




BMB/cjb 



January 27, 1988 



PRESS, inu 

(HARCOURT BRACE JOVANOVICH, PUBLISHERS) 

111 Fifth Avenue, New York, New York 10003 
TELEPHONE: 212-614-30W CABLE: HAR6RACE TELEX: ,2, eg , 


u f the General Counsel 
Copyright Office 

Library of Congress 

Department 100 

Washington, D.C. 20559 

**' EXe " Ptl ° n fr0 " el,i B ed by states 

Dear Sirs: 


In 1988, Academic Pre^Q w-r 11 , . 

and 140,000 pages. Each f 1 ^ ubll f h 93 scholarly journals mm • 

subscribers thaf% , ° t * iese journals is supported -r P ris ing 764 issues 

nature ■*> ».«r.h SSI .'’IZHl % 

average 900 for 1988. * ber ° f institutional subscribers if not larg f? 11Ze< 

Over the past two decade* <-v,e. 

continually decl-fma , * the ave rage number of institnnm i 
budgets-bave beco.e e'er tS -f rtlC “ lar1 ^ 

increasing costs and there™" ££.”“**■ °““«*>« subscriptions^ 

oT^rlTilu. th iLrtt 0 V er f S ‘ St “ e university syste.s is t d 

each of several camnn* ead of having a subscriptiof to a reduce holdings 

W ^ ld , ex P and fnd^fuld^ devastating 0 ^ P ^ r f 8 ^ t * these Photocopying 

Jt ^^nl^^e ---cannot “££ » 

faced with the possibifit-v rconformity i n the rest of the world tu this matter » 

°ur journals througbout tl‘ LiT" i" the „„ n ber of sSsc’hbers'to 

Sincerely, 


ACADEMIC PRESS, INC. 

-&.wj 

David Swanson 

Vice President, Editorial 

DS/bc 


Director 




HOLT, RINEHART and WINSTON, inc. 

1627 WOODLAND AVENUE. AUST.N, TEXAS 7874, (5,2) 440-5700 


BOB BLEVINS 
President 
Schooi Division 


January 28. 1988 


Office of the General 
Copyright Office 
Library of Congress 
Department 100 
Washington. D.C. 20559 


Counsel 


Dear Sirs: 


ln n fhe a S„i? e d°L the £ive *««•« 

entirely opposed to any extension of St ? tes : We are 
liability of the states for soverei ?n immunity to 

of copyrighted works. The impact of^uch f or unauthorized use 
on our company and the school texthooir - h ,, a chan ^ e ln the law 
would be great. School textbook f^^try as a whole 

more than $1.5 billion pe?vearwffh S ln the U ' S * now *°tal 
sales made to states, public school^h approximateiy 89% of these 
schools throughout thecountrv wm- dl8 ? riCt8, and public 
substantially reduced but such ?? ly would these sales be 

incLas^s otLr U s« s 10 ^oh° Uld lnevUabl r 

. who woina — u-... . cb as Private and 


produce price 

church schools. who"would''Jresumably e stili U be hn P J i :' ate 3 

Copyright Law. ^umctory still be bound by the 


The purpose of the CoDvricrht raw u *. 

of products such as school textbni£« encourage the creation 
(workbooks. testbookl e?c ° a " d Hilaries 
protection to authors and niihi-ioh the conunon 9°od by providing 

copying. Removing this pro'tecJiorior^;^ Unautho “^d 

market would be catastrophic since it segment of our 

financial incentive for us o L ^ eliminate the 
ancillaries. School tlvtLnt P ??? C ?. these books and 
without the protections provided by S the 9 ro° Ul ■ £* un P r0£lt able 
application of this law to all segments o? Se^rm a " d ^ 




Office of 
Copyright 
Page 2 


the General Counsel 
Office 


January 28, 1988 


alone ls as -* « *«; J&rak;™-•i. 

We urge the Copyright Office 

the concept^of i£tV?. Pt °? ideS '° r •* Utho " 

y state immunity for copvrioht <«?• by re Jecting 

^wpyrignt infringement. 


Yours sincerely. 


Bob w. Blevins 



Broadcast Music, Inc. 


EDWARD W. CHAPIN 
VICE PRESIDENT, SECRETARY 
generalCOUNSEL 



320 West 57th Street, \ ew York, N 


January 29, 1988 


y 10019 212 586 

Cable Address: Brocastr 
Telecopier .Vo,; 212AS 


general counsel 

Or (0 :PYrwocrr l 


FEB 0 


P 'oc o 
f yod 


RPT';.-p. ... i 

_ <L - -~ s V i:i 3 ;,j / 



U ice ° f the General Counsel 
Copyright Office Sel 

Library of Congress 
Department 100 
Washington, DC 20559 

Attention: Dorothy Schrader, Esq, 

PropJ^JorfSho^ttfmprto 7 C ° PYri ? ht 

claims of copyright; infringeme^Iga^nit" 

- - -^t^-gov ernment infri nnn^ 9 St 

Dear Ms. Schrader: " ~ ~~ ~ 

Information issued W November n 2 re j 98 ? Se t0 Y ° Ur Re quest for 
42 Ptio„e, suh ject . Oocket No! RI ” .bo™ ^ 


>,nen * Letter 


* ~s 


cl... 


Crisis °h ^ enf ° rc ^^ e pJocess enC ?h nt f red at vir tually all 

^i~U° b » ■«" &vS h v “ hy- «rn h T h 

categori^S as 1 t = "! ch less =° with Spec? to A- 1 
Country Estates P 3 or "arms of the state" to c entltles 
391 f1.979)-rtrp H— v- Tahoe Rp. ;,,,] pi . ' e, 9- ' Lake 

Problems are rai^S g he succe ss of a damaae = ! entity is 
criteria C^fcArt Sf “ Cal 

they^esol 1 ™' “orV^f^ a "™ise'’mo?e p?aS«| a i nSta ? ces “ eir 

. arrangements m between°t!ie^ U ^ 

others AS a PP lied - Each ol thlse re the criteria 

—s on & ^terpr.t.tio„“V?So 1 . r r:SS i 8 t i“ n d al 


s e R V I N G 


M U S , c 


s f N C Ei 


1 9 4. O 








Office of the General Counsel, Cont'd. 


January 29 , igj 


any t ^°"™Plaining S p"ty e n.ay te at a SUlt “ c °™ e nced. 

° h ? lL ^ £ pr^ThaUhT^ 1 ^ 

municipalities and eSunttes , Even in suits agUs? 

the courts have consider^a , +. lcb f° r adm ost one hundred 
amendment- o,, r 1 a ^ outside the qpnno r^-p ± ^ ysuirs 

rath^ 3 ^ 5 ^ anC ^ fr ingSment i aSti ^ rSCentl y a s June^f"Ss? 
defendant's cltZ ^ ? dded burden ^explnse ™ unt Y college ' 

reas hfe to expec ° fc f • “dflt ^ 


fact, state t univeriitL = ° nS ° lation to kn °« that as a 
pyp^nf n /4 1 * rsi ties , acrenci pq ^ mutter* of 

^•r£E^:^^^^hFv ly 

considerable incentive to sfte‘Tt? ht infri n9ement pUwef 

reason to d&lmr « . 0 s ^ate entities fh^i ^ v lues 

license. 0 l°"t° f a license r “f. ” " h «— 

will ^have t !°J a 

inlfl ° ? executing 0 ^ -leiVt^^ 

eventualities^! 11 raise^h 6 t0 b ® c °™enced? ^oth^he 010 " 31 
Copyright Act. raiSS the «« of enforcing rj^ts^ler the 

*r 

government owned stariiLo fc S of mus ical attractive • 
governmental entitv ' arenas ' etc. When an V ! ln 

to the governmental entitv a .P osltion that there is 'nc^liatrf • ? he 
voluntarily and readi i ty ' the P rom oter becomes i«e - 1 ? blllty 
of course it- ? readll Y accept his copvri nhf uf • 1 inclined to 

musicS litiapif ° bten ^fticult to Ugations * And ' 

att raction has taken place? l0Cate the Promoter after the 


BMI 

amicus briefs 
Y- Radford U n 
docketed. No. - 
No. 86-4708, < 
docketed, No. 
595 F. Supp. c 
F.2d 290 ‘(6th 
(December 14, 


-"n^thTcl^rcl^ShaM L r r ratlOT «« filing of 
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Cir. 1987), cert. dehll^SpiSir-iiouKdiT-^r' 

19871 • Thesi_E ?iit 2 5 ihIfSirE 7 7r ^ r ' 
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BMI s contention that <- 

copies t o rthlse“ e C ? Py °^ i ’‘ S * c t b of 9 1976 ? leventh amendment 
you, should you so'des^re^ “°“ ld be ha PW to lo?„a?d cSpiTto 
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Very trnlv __ 


Very truly yours, 


Opperman « p AQU1N 

ATTOR NEys At 

aaoo wash, NGTon souare 

f °° WASHINGTON A V f* kj 
M| NN tAei« CNU£ south 

NtAp 0 us, min Nc , at 

NCS OTA 55401 

tslcphonc ie. S) 3 30 . esoo 

TEUC a PIER ,S| 2I 339-Q9B, 
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D'ANE M. HEUand 
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RAYMOND OECHSLER 
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sation to ai^h^ Q and It s pavmenfo 'r West's businooa, 6 . Ucatl0n al 

” d ??? d - The information provM^i“«! ™ d othe^o^en' 

'ill be subsfan^.-f:?' 


setlJnt'o a£ d and i.S Payme^ 8 '-, "»t ed .“«tio^ 

reduced. i^e nTn-*™ 3 inf °rraation nrn *-a yalties and oth- 111 obvi ~ 
royaltiees if la tter, i n Providers win k °ther compen- 

online database 0t vend 0 CO,nt,e " s stion^ paid^ Sl ” Uar «ducWon a “ y 

t?on n9 i„ Cr I a 4 a a d aad "°s rS a liil eV/ S^ 8 ~ « d " 

«-?• available l ,,dadu «tion.I ea?S in t.ri, 4f S£ r W J rks 
injunctive rtii»f* est d °es not ben- nd mat erials dev-f r * duc ' 
9reatly iner-f«j f al °ne will uf lleve that the av*?^ e ^ oped a nd 

“ lthout th ; 

^^e^^^T^States 3 !?* 1 ^^ =°«ts ‘do „ ot 
protection Of 5 islatl » n will bTn£ 8 from d S">a9ef fo r r 8V8rse the 
Protection as ^f^ted Propertyf° 88Sary to clari/ v C ° pyri 9ht 

w«ks re th w 8 s rtfnue b d aS 4ea 0 t f iof he? { on £& 

tha 
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Dorothy Schrader, Esq. 

General Counsel 
Copyright Office 

WasMS t S n f , C nf e 2 S 0559 ePt - 100 

Eleventh Amendment 

- ^ reg. Keq. 42 045; Nov. 2. ioat 

Dear Ms. Schrader: 

We write on behalf of The National Music Publish¬ 
ers' Association, Inc., The Music Publishers' Association of 
the united States, Inc. and The Songwriters Guild of America 
we are pleased to enclose our comments in response to the 
request for information cn the issue of states' Eleventh 
Amendment immunity from suit for money damages in copyright 
infringement cases, submitted with our comments is an 
appendix containing two briefs filed by these organisations 
m the Fourth and Ninth circuits regarding this issue. 

We look forward to working with the Copyright 
Office on this matter. 


Respectfully submitted, 

NATIONAL MUSIC PUBLISHERS ! 
ASSOCIATION, INC. 


B y—£ 


IS*. 



Steven B. Kosenfeld, Ekq. 

rsks o x n s ' rifkind ' 
p ^ 9 icas 

(212) 373-3000 


Dorothy Schrader, Esq. 


PUBLISHERS' 

“X£fES.° F ™ E ™ ITED 



Powell Wattenberg & Perlstpin 
130 West 57th Street 

York 10019 

(212) 582-1122 


THE SONGWRITERS 
AMERICA 


GUILD OF 


ta«?ca 9WrlterS GUild of 

New Yort h J VenUe ' R °°® 316 

eel New YOrk 10001 
(212) 686-6820 



"MKWU MUSIC PURL T c: 
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BEFORE the 
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n ' representing ® Usic puJbii she , 

leathers th*. * 9 approx i*atelv trade 
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representing the < * is a nonprofit 

60 neabers who at interests of it 
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c urch and sacred mu &ic, including 

»“M=. sga is fflUSi °' and concert P ° PUIar 
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— wh :r 0ra « composers ln ^ ** 
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—etors 7n **' « 8Pd 

f nndamentapp *"“ l0 indd -ry, ea ch of „ h 

—-- ihatT on effeotiva 8 -^r: iiv — 

royalties for use ° 1U<, ° ““ aW Hty to obtain ^ °° Py " 

USe « their music and to 

40 SUe f °r damages 
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- - >-uuse — j 

make SUch ncl ^i ng state 

filed , Without Thes " ent enti «- - wh 

“ “tea organizations have 

" «" of states. ™ Nlnth ^ 

ZZT COP7rl9ht vT Snt 1JaUnity fr °" 

-rv“- -—- - - 

in the Sixth 

Til -is submission ,• 

*■“-** - ietf of the ° c n ; s - m - * »**. wa ahd sga 
Composers, Authors ^ “e African Soo 

^USic. Tnr, ^^^ishers ("ASC&nm ^ ° f 

re in response to t„ ^ Broad «st 

mest - nbpa, « PA , sga the “bright 0fflce , s 

-*-est in enforcing the rl “ "* ^ Sh *“ • common 
the musi 0 industry As ? ** ° f co Pmg ht prop riet 

with nf °nnati on sought k Present 

respect to practical diff • 7 ^ C ° Pyri ^t Off ice 

c °Pyrigh t owners by virtu lcuIti es encountered by ffl . 

Amendment immunity bv & ^ *** assert *on of EIev 

lty b y state ffoVfl ^ Eleventh 

__ government entities ln 

---- - in copyright 

y Ellg [ rr y j, . 

v. MicMg- aS an ap P en <Jix! Py ° f the se 
2erh othr?^^' 559 p. - - . 


S£T.' r*' 3 ’ *'• Supr 


cases - Thus, our „ 

copT' interPretatl ° n ™ 6n ^veTth I 0 " PrlnClMlly “Pon the 

p ^**lsrht infr-Jn ^sndiaent jm*,, 

nfri ngeDlent ca r inununity in 

ave “rgea ln ths ' As *» note below 

E1 ~ Wndsent defe ^ - We fUed “ " 

law. In . defensa ought „ ot to fUed " «h 

h6 event , however t k Preval l under curr. 

Prevail in the ' that °ur posit ( en 

in the courts, , Position does not 

°opyright proprietor tha lnt8 nt of 00 n 

S a-_ , Prietors should be c °ngres« that 

Shts under the Copyr lght * t0 anfor °e all of the 

aViaJiI ‘ against all oth S?alnSt «* states 

other users of _ tas as are 

oopyrighted »ateriai s . 

r 


^ notedT^r^^^^ 

1908 countered by auslo °° no Wing the pra c ti cal 

7-n, the copyrig ht —tors i n 

r“ lB ^ — « seventh I "**“ tnfri, 

less, ve j nrft Amendment nrri 1 

we begin these « nt def ®nses. w OT 

order t ooaaents bv re, • . "sverthe- 

ttfty stat at ^ l9?al iSSUSS ^ the :? 9 th ° S9 Pr ° bIa “ a - H 

ghtS and Patents. st „ 

States and 
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their a9SnCies utilize, exhibit 
Protected works th ' and copy these 

«Hege fflU sic ° f every day. In . „ 

Duh , . c lessee, bands and a ie In school an<3 

PUW 1C radio star. 5lee clubs, on cv,, 

, lons and at S oh„ , college and 

- heatedly studied, ^ *«-. «*«**« 

— Pictures are exhibited^ ^ ~pyri 9hted 

“ State PriS ° ns '- the latest scie S ti ate 0011896 ° a ” PUSes and 

; l80tr0nlC Who. are utijj ^ and 

in great profuse ed by st ate instm 

Profusion. As instrumentalities 

AScap* s suhm . j r for t* more «aiH-<„ , 

submission, t* Particularly in 

-ucted under three —noes are 

by appro *l»ately 870 st " Sin9 a 9 r eenents which are 

“ ntty - Wver, as Mcif " the 

i overU1 

»*». " ™"‘~ 

work th teiS WlC,eap «ad use and 

3uch h8re Sre *»“* to he instance 0988 * °°™ted 
“ ^ s tate entities. We ** “““““W use „ 

re * After music publishers 0 xf o ^ 3 **" e ** mples 
fe^re p «sser Co. and -ess. 

c en ° 9 that w=od college an °" LW - “Gained evi- 

Conunonwealth of Virg lnla/ ^ lna trunent,ii ty „ the 
0 C0 "P°sitio„a without authorisat P ir° OOPled * ^ ° f -ic« 

omiBenced an action agai„ st the J' ^ PUSic Publishers 

” U31 ° depar taent for win ful 0 ^ Caiman if 

* 1 c °pyright tntrlr* 

n rringement. 
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an settlement agreement between the d 

Plaintiff m usic pubi ishers defendants and 

dents acknowledged innocent infri ° “ 1981 ' defen ~ 

publishers ’ damages as well as ^ "* lc 

refrain from any such further pLt^ 5 ' ^ ^ t0 

Virginia's Attorney 

cautioning Virginia schools agaTnsV” adViS<>ry bUlletin 

° f CO ™- d ««- -at does not faiTw^hT" ^h 00 ^" 9 
exceptions of the Copyright Act. " fair 

In another settlement dated T 

” US ic P-Hshing members of nhpa Une W84 ' SeV<!ral 

«pyri 9 ht infringement of printed” 80 ^ alle9atl ° nS 
University of Ta xa, at Austin ,h B ° rkS * th6 

University's department of music ha^T ^ ^ tha 

infringing the music publishers' ll y 

oua unaHthorlzM photowcl by ..yyyy nm 

—. ir ;r;‘ - - 

» i=1 .. " "• 

Furthermore, the Universitv °P^ighted works. 

.«7“ “ ~“*~v •«, 
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In neither of 

did **— r ..7.r-« *— Uka then/ 
r~« grounds . eut j r °^ ity on Elaventh 

— Pinion. denying bef ° re o f racent 

daM?S — against the stata 7° Pm9ht cru= lal 

—«e S and other ^ ^ -e s show, stata 

the Seventh ABendfflant ntlti8S « 8 - increasingly 

UCh “ th °- ^ascribed above il ' 

Position upheld i„ ^ese ^ —» the ^ 

OUnerS ^ve had no dam" ' ^ 

r i 2 ed cop yincr k c ^ a ^ 21 * against t-h 

Pying by the state entity “nautho- 

l “ SOh °° 1S «*M run off thou “ abov «- State- 

With °ut Paying royaltie ° f ° oples °f sheet „ u 

a hit sono 8; Soho °i bands oould k ° 

s °ng< copy it and pa ° 0BW b "y one copy of 

= “bs could do the sane, as oould ^ 9iee 

c 9 P ° SSlblli ^ o, obtaining dana7° h001 ^thout 

»Pyri 9 ht proprietors would have “ ’' r ° n9fU1 °W»». 

« settlements with st ^ ^ ^ * — 
ib - — noted above or J ,7 *~~~**«~ achieved 
vindicated i f settlement were not po T ^ ^ 

^ several of th 

that injunctive relief * r *°*" t ° aSes ' it: h *s been ar 

Protection fr • a9ainSt “ate offi C i ala ar9USd 

■ ; mu ~ 

damage suits 
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3nd settl ements are not 
’’r^i -i « necessary -3/ 

belief« i s y * However 

13 illusory in th ® r ' injunctive 

; s ; awi —«« "ttjhe sole f :;r tances - jt is 

irl junction is to forestaU on of « action for 

V ’ ^iations,,, fflUts£U5tatag 

0 2) 343 U ' S - 333 

D 9ht OWners “here the aost ”° *° ™»Pensat e 

° CCUrrad - VarS da “^ aiready 

Miainatin, damage 

^ eSPa0i «^ d ®vastating to 2 ^ "* «W 
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" a * owner has d iecov By the 

=°Pie d or performa^ «®covered that a stat. 
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2/ Indeed in on 

actually *??? gainst indivff to h °ld that ff ^ ' the 
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contrary to £? end ®ent gro^«?= d barr ed eventhJi a Was 
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° f ^ bs ^boldingf rSUas ^ v ® ^authority S aa *to^not 

fte correctness 
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— to injunctive relief W*t 
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The Copyright 0ffi ca ha * 9ndaaV ° r ' 
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—ents: use of copyrighted^ ~ * — 

" y SU ° h practices. Copyright "* "* unaKar e of 
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cf their copy^lir Sa — 
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t A ;t' Thalr ^riding interest is” CO " PenSable ^ ^ 

° f C ° Pyri 9hted works by sverv the expioita- 

“*• iS to ‘believe thal “ in ° 1UdinS 9tataa ' 

engaging i„ u „f ai r P ra ctlc °° Pyri?ht °™ a - 
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are 
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Particui ar vlth 

lth respect +„ 

it is in , * to state use 

ln the interest of f “Pyrights „ _ 

Wlth «*• states and COp ™**t Propri ' * ather ' 

«■*« worhs, in re r OUra96 widespread „ 

by Act. lf B Urn f ° r PsyPent C f royaif ^ ^ C ° Py ' 

—*— - ,,abuse8 '' * - s as p — 

•*« - —c - - -«. 

entirely +- r * c tly, not t . y ls to deal 

betide ^ ^ — y JL' thS StSt - 

to au cc ^ ° f Vladloat *«* the ^ Si "*i* *°st 

Sht OWnars a STainst ali J ** C °"^ess 

11 infringe. 

XI. 
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Prior to i 98 s ., 

states V ere suh , ' here w *s little «, 

subject to da» a 1 ^stion the* 

®ent. see da aage sui ts foy . that 

***< mis », , bright i^A 

Oth Cir , a „ v . 4 in fringe- 

t • 9 ) • In fact «■(. * 591 p 2 d 

inability an „ *' stat ®s had i Q „ * 2d 1278 

Sight s aaenab ility to suit u acce Pted their 

state Attorneys G . Under the cppyrw , 

right Act 7 Ge herai have = „„ , PY ght law s. 

ct applies to *h Con duded that 

tha Stat «s and their . " C ° Py ' 

---agencies. 4/ 


4/ 


®P* Att'y Can 

' 3 se I 0 . 

*• *“■' a,"j;r 

" 64 OP- Att-y 
fContinuecjj 
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Indeed, these Attor*« 

Att °rney s General's on< . 

range of s t*+-« S oplni °ns show i-h* 

state use of cop yrlCTh * „ the *reat 

° f thSir expec ‘ t atio n that ” aterials and the breadth 

the General of “* 

:r utah have —«« -1:;;; c ; ilfornia '—~ 

"° tl0n PlCtu «= to etate prison . Vlde —«tte tapes 

" U “ «- co Pyright owner c ~i- 

gT r wwoh states *«- >???? oopm9ht infri — 

r sen. la. 436 (1 U982 >' «« Slip 

2K ^«ney general of ^ ° P ‘ Att '* St. 03 
—e d that a PubJio ^ J ?”* - -««~Uy 

co Pyrighted husical y8tem 8 ^Plication of 

- — - «, 

-t.y Gen. Kan. 202 at 4 " Par " 1SSl - 82 «ip 0 p. 

General has warned ^ P1 ° rid *' 8 Attorney 

^ n0t -Ptodnce or dfstr^t °* ^ that * 

c °pyrighted works without the # °° PieS °* *** type of 

OWnar ' sin « -uch reproduction^ 18810 " °* **“ °° Pyri ^t 

auction would be »« * * , 

infri ngement of 
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copyright, even by a state 
l485/ 

Not only have state Ati-^ 

adViSed at «e agencies that th ^ GS ” eral amal *~*lT 

ia - - -e g OVe _ n ;; ^ t subjeot to the — 

laities f „ their use cf bee ” pa ^5 

—er, “ ( 

Court's decision i n Ata^ ^ ^ StatSa Suprene 

D - s - 234 (Wes), v ‘ Ssanian, 473 

— *- abrogate etates-V^TT" ^ ^ 

expressly on the face or ^ ia " uni ^ 

have denied * 8tMuta ' sev “al district 

denied copyright owners the d„„ “ oourts 

nr affor -—- copyright:; :r;; y a9ainst *- 

-A, WA and si ; " D-S - C - 
___ a SGA (*s well as 

The Florid* nni 

Proposi- 

£ c dVUi ^ ^t C sSt!s haB » 1 ec i SSd ge " ent - 
°al. 186 9 a9 |° ) copyright holders!^*" 1 "•*•« 

There_ * Y Gen ' 


-- “'-‘- y sen. 

the Eleventh r f en ^^^ Tour distr^t 

entities SSnSf*?®"**/ have found^h ^ 3 whloh - oitino 
fot. aZjSSTvf «« f ? r la^es^et ^ 38 an ^ et| te 

Micht'rp n g 95 * 111 » I9a5j ; Miha tlHil 1 626 

(Continued) 
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numerous other am^ cur , , 

C3SeS th3t Co "9« S s has expressed It^ °' these 

states to Pressed its intent +■ 

° c °Py^9ht infringement , SUbjeot <*e 

statute —it- yeaent suits in th 

e ' The S lxth Circuit, in Mlh , lansua 9» the 

Seventh Amendment question ^ a t^' 313 "° t raach *>* 

-' nd « of the time of this 


Fla. 


—uant to thecop vr i ov. * e s tate 
. v The court i a PY 9ht Act ‘ • 

0m 

In the copyriah* ± he &illsjfu s i ~ dge ( now c hlet 

f *y°Pi r a 0 cT^e n =f fe^lS^n"^ of 

S57 

F - Su PP- at i 2 so. 

~*~^ Lgn ‘ 559 P. Suj 

srinrff^aMa^ M« g p. 


1/ 
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submission i- h 

' tbe Fourth Circuit- • 

and the w-i *. ln S lcba a n . 

the • „ nth Cir =u it ln Bv ' ciA3a «aao_a !2taa . 

the issue. 8/ ln «USnaia have yet t 

y c to rule on 

Th© i sera 7 +- 

allOV 5°ver naent ln rend represe "ted by the 

anr» . n strumentalit^ ^ ases would 

-- W.l„ to 

manuscripts froiB 1 test movies to i* 

an vit . com P u tar software lan 9thy literary 

With out havi„ g to to patented »* ohl ^ 

r °yalti es ae -a damage suit ^ 

have.ee ' t ^ ^ ««*. Xt ^ *° Pay 

® district court declai " the trend of 

states win ec isions continues anrt . 

"hteriaie and Pay “ g r ° yaI «« for their “ “ Pheld ' the 

for Sanaa- C ° Pyri 9ht owners win be ^ ^ °° Pyri 3hted 
daaages against i„ frJ „ , be le « without reo 

infringing states. teoourse . 

fed °°Pyright suit 

tt aral °° urts <2S U -S.c. s * ° an be brou ®t aniy ln 

no? re ° ant rulln9s ^ to g rant the Praoi *® effect of 

lloa nse to utiii Z e ail States * sweenin 

least unti, frighted work. , ? 

“"til each copyrntt Vith ifflpunitv 

®®nt and can k^. ^ OWner di scovers * ~~ at 

° an ofa tain an i„ ju „ otion ’*'* infringe- 

■-_ 5ainSt f «ure use.5/ ^ 


Jf°- a PPeal was , 

626 F Woelf»* 

28 rr o PP * 4 " i V \^ 

ff - S -=- I 1838 fa) _ • 1985) 


wupp. 4 9 q v* 

28 0 - S -=- S 1338fa 111 • 

ta) prov ides that e rtlh 

rtjhe district „„ 

*ict courts 

(Continued) 
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Poss ii>ilitv n-F 

sis ^smLU mmnmol fmn i H a > Waiver3 of 
1)16 Supreme Court's m. 

"cognize that the statas ^ ^ *“"*-'* ^dsions 

m stat e legis la t ion or constitutional 7 W * 1Va th8ir i “” Unity 
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*■ Ct ‘ 2541 <1937>! 4,; " D ' S -- - 

of tho ~ delusive iu2risd*f r *+-4 

h8 mPyri ^ scheme vould not or " Visions 

ncted above if in faot Presant 'the difficult!.. ' 

Eleventh Amendment immunity to ^ **“ ° lai ” ^ 

court tb j co Pyright suits in f j 

* order to find that a state h 91 

Amendment immunity through oonstituti ^ ^ ElaV9 " th 
Authorization, the supreme c ” al “ st »tutory 

indication" in the relevant eT “ "“^ocal 

— - - -endel ^ PrOVl3i ° n «« - • 

^ aS£aaaE2 ' 473 ri.B. at 23s n.i. 

(Continued) 

SfJilr ^H^^FS-lAtin^to 1 acti ™ 

nf£SSS&. - 
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But a state's 

s consent 

waiver of ths . Sult lr > its own 

‘he state's Eieventh a ls "ot a 

^ LJ0S ^ v. sea, , ^"toent imau 

Waiv <* be f ound * ' 22 D ' S - < 7 - 54 (I944 ' ~ CSS ^ 

m a genera i w '' nor can a 

y SUe and be sued. „„ . Uratlon that a state _ 

U9 ' 50 a981 > <50 0 .s. 147 

Applying these .tend 

ISIand ' ca n be said to „ °" ly °ne state »k 

Amendment i manity ^ ,V * e ^tess ly 

waived its El 

...... J. *" „».iw 

sovereign eXPres «y declared th . C ° nt «at, 

•••- ” ;r:r “•“« 

._ . Z, r Z?" ,tma ■■ • 

~--—__________ Another 

^ sio aen - haws S9 . 

pSSSjS “ 

mterpretat•?5 of st ate law Cir. v f 

accepted'agi^h bi the%£&.?>» «**.■ 

11 / „ conc lusive. s waiver prlv??? oou tt's 

W «°Wda, n , P r °vision Bust be 

• code Ann. § * 4 ' § 

fContinued) 
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fourteen statoo 

spates, while sii 

— nth Anen^nt to any specifio retentiQn 

jt or ciaia *— zr** tbat thair — 

3 aga o lnSt the state ia/ USlVS J«i«UotIon to heat 

simply that 0 f tH he re " al ” lng twenty states 

that their o„ n courta thirteen provi da 

lcn ovear c 1&1bi boa2*d« *» 

sion that su h S a9alnSt tha “ate, wlth „ 3 jUrisdi =- 

“° h jUrlSdl =^ i- e Xclus " Z aPe ° itlC — 

--_ ' an <* seven, 

(Continued) ‘ “ 

11-46-5(4, ^| 84); hiseiaainn, 

*™Tl&!} 9 ° PP j ; i 9 N s e 7 v ^v a v. c Sv.^ t s 

c °ns? stft 1 ?•' s * at - 
J-C. Code fc Ann nn * § 852l (^f\^ ); Pen «s ylvani**™ 1 tita 

South DaJcot? <, S n l5 “78-20fe) f?° n l982 ) f South'J 2 Pa - 

Texas, Tex aSee ' Tann col^™ 5 3-f? P ?■ «87? ' 

SfSiK'ss-. 

(West Su»® ,? heuiaiaia *3^ Rav - St 4t l V (West 197 | f 

svs?’- sui'.ss^.'&r^ t 

s ‘« a 1 ( . 1943 * Supp 7 i'q oPrasha, Neb P '„ Lavs A ™ § 

« 2743 5 .03 4i 7| : f fSu PP 1986f W Ha “Pshi«' »*?*. | 
ti°t da ^ J 6 ° 3 3 - 3 ( 0 B ! 1 i fin l 9? f|^ p Ohio onf' £H; Her. 

8. 01- 195 f 5 «la973) ! ViZlLY;**°nt, Vt. ital 3 *' Dt ah 

^ «., ^ "»• ■ ■-.% fS.%;. 

(1975 4 Supp> 1987 ^ 

(Continued) 
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although authorizing 

Circuni stan CeS/ ClalDlS * gains t the state in 

*>ru» s in vhi ' Sii -t with * Vari ° Us 

hlch such Claims h regard to the 

®vertheless, under ^ J b. brought.il/ 

heS<! or S J 4tMSUS “' «>• - lver bv 

^ -** - construed POrti ° n “ ^ -er.gn * 
ndaant inanity, end . * ’' alver « their « 

_r^rr -» 

^ c °ntinued) -- 

^V.' Cod 9 " 50,250 (1962 t 

4-160 ( bf f°nnectiS? e * 955 et s 2 4 Supp. i 987) . 
Stat. ,i s f ”?at 1969 iT’Conn. Gan ? it J” est M« ' 
(1979 I Vf 1 ' 1 ' 662-3 nffl ls »7); Ann - « 

258. g -j ^j?P* 1987V* ®85) ; Idaho t3*^' &3V. Oa w 

«inn. , ste/ Law * Co 'op. M f?? achus etts ' M A daho c °de ? * • 

^°ntana, Mont^r 55 3 , 73 2 ( 5 ) & ? Upp * 1987?* £? n * ^vs ch 1 
?f*Vork, ^y* S°J* Ann. ||'- 3 ‘ 73 « subd .2 ?i nnesot a, 

K" ^ S£- " 

SSS^®-.Cent a ?' c ^t J 14^ ««») » ioSg* <* 

1987,. 9t ° n - «ash. Rsv^clde 32 ^ 2 ' 0 ? «« 7 ) » North 

^ «•«», Ariz ■‘• 92 -010 S ( 1 sup p . 1987); 

An ” * 12-321 ( S 

&£• * «7°: S0 S o 4 ?^ rsu° p e f-19%^.^ tit S r|- «®M 6 

" Ja siai^a Sl n ad . ' Wls - stat. 5 - 


(810 
CContini 
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Clearly the state.* u 

7 endants * court . ;; e r iittie ^ aPPsar as 

Amendment: imm unlty , J - lver of their 

—xs „ ot likel ; ra ; iy -* o^istsj in 
east eleven states have adopte *****' in re cent years at 
Prov islons expres3ly ° r °°"*tit„t io „ al 

lty ° r Priding that claim BleVant * Amendment 

**•2d 869 a?, _ 

&£Hfi££i v ri* 7 ? f9th Cir. i 

waiver by ‘co f!! 8 798 P. 2 d ( n ° waiver h« « 

(2nd cirf iiS^? c f icu t); ZqqJ 0 * (| d Cir. 198 gf Hawaii); 

J8PSS: S3 

fefe 85 ? !;**”?(•£ c? 1Var ^ Al^af^S^ 

Si^. 9 ^7 t P n r 2 d wa fe^ 2ma ' v - 

ttsS to?; V 9 Sr -^5“ --pp (no 

Jiasauci, 68i p 01 ? 5 Car °iina)• 1 v a f; 135 i <o.s e c at fll 

W 8 a !) 0 u f n i); fiaaaoi v pp i a i , 287 

? 01 ^0, , L»M 


^Ue v. ei?:?i w f Q sc - 
k/ 386 
irsey) ; 

^sei“ wai rf^^'«xp.' s '“pp- ° u f D ^fr£gi up ": 7 

&t 33cado r “ n avor thlnesa> a 3 ? 6 "? X®»unity fon* 8 ? 3 , 1984 ) 

5iFl5d^T -o«d almost certainly ‘of 

y 06 out the other 
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° nly ln their OWn courts.^/ It . 

«»*».« ...... „ .. *“ — 

“»»**...... .’l‘ *■»« 

.. , M Ih "2 “ ■” *• *— 

"*“*• *"“*>. - “• ........ 

The Su Prexue Court^Z/ ^ 

h - ^ - - lovar federal oourts ^ 
-______ has the P--r to 

anended 1982 ananti ed 1984). 

Scute '*DaJcota 

aaended 1987) aaended^gol? 1 ^ clai ® act ^goJ; 

17 fstatuta f (stat “^ -e„S a r 9 i 7 s f««ti 86) -• 

Hsish v. «.*. .. . 1987 >'- »yo nin , 

U.s. 

i 
J 
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f9! ®5sa 

* '-t* 1790 


20 




states' Eleventh Amendment i mu . 
consent, in particular kind Without th ^ir 

^ — -r federal 

30 be made cl hat Congress' intent* 

• r in unaistakahi , inc ention to do 

itself.., soajcable language in *w 

*£**S*toxa, more ATi ® Sta tute 

^ -«•*— « *«■ - - shov 

filad ln tha Po «rth and Ninth ci ^ 19 /^ Saisaa briefs 
*brogated the states , - Congress ^ 

COPVri9ht «— by "unnistahahi a - M ~* *"»unity in 
Copyright Act. mat Act and , in the 

Plain that con,* d its le 9islati ve h ist 

suit , 5reSS olear ly intended at * ^ Xt 

. " co Py r ight infringement and *“ ^ 3Ubject to 

adapter Fi va of 

” an infri„ge r of th Co Pyright Act of 197s , .. 

Of the °°pyright» as ..r,, n „ ^afines 

the exclusive rights of ^ c Vho Elates any 

that the "owner °PY*ight owner » anr? 

owner of an exclusive , ' and states 

Sntltled • • ■ to institute an * °°^ight ls 

: at MrtlCUl - bight. 17 [; . s a c ° ti0n ^ ^ nf ri„geaent of 

0 1S ^ . the remedies e TO ^ <««»- 

C0 P y right proprietor agai„ st ^ 9r#ntad to the 

action to recover either- " y0na " Vh ° lnfrin 5 es is an 


127 See Appendix. 
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and a„ y 

‘ 1 stat “tory damages. ' ' or 

17 U. S C * - * • • 

• C * S 504(a) . mu..- 

that Co "9«ss has created a” a d Starti " ? P ° lnt ' ** * S Cle « 

— — y lnclu J t a - « —s 

415 «i. 6 72 . 74 (M74)- es - *■ v. aaota, 

tct„ 11,889 re “ edy provis ions are not „ 

1 ° f the "language of the st t V6r ' the hum 

hlaed for evidence of congre * ^ WMCh “ USt b ® sonj ti- 

8tat8S ' ®e supreme 2 ^ ***'*' ** 

emphasized that has on ly recently 

guided by a a( , eXPOUndln3 • statute, we must 

y a s l n gl« sentence St not fc e 

l°°Jt to the provisions of the h ” 9 ” lbar ° f a sante nce, but 
- °- S - _, 10 7 s. ct 018 liV '"' v. _ 

1 06 s ct (9UOtin9 2££a ^ 

^ ^ v s ° 5 ' 2494 <«•«»; 
^ ^■ 812 ’•» »u Cth 

Provision i„ isolation. Rat h ' “ ^ n0t vlaw 

given provision ^ siamaino “ " —* t0 und arstand a 


statm 


Lts 


ltoth€ 


as -- - 

issi, 108 s. Ct. 22 7 ( 19S7) 1 fanphasis added), sgj^ 

, A t Ct ' th8t ° eanS looW n9 not only a Vth ““ “ **“ C ° Pyrl ^‘ 
also the unmistakable language of J re " 8di8S 8e ° tl0nS ' 

oop yrl9ht liability, appiie M Varl ° US axca P«°ns 

applicable solely or principally to - 
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state governments, that clearly de 

intent to permit federal c onstra te a congressional 

i court sm'f 

in the absence of those express ‘ infrln * in * 

express exceptions. 

specific exex P tlo n s°s h Z™i”T tat0rr ° f thaaa 

— * be cthermise 1 ^ ^ °"~ — 

• - --ion : ;; rt c rr ht infri ~- 

MPA and SGA is sec-M lar relevanc e to NMPA 

s Sec tion lio(6) of * h - * a. ' 

by c °ngress at length bef ° ' WhlCh Was deb ated 

-Length before enactment 22/ . x 

exempts from liabii ity public 

music al work by a cover. ° f * nondra »atic 

7 a governmental body" 

by such body .» 17 0 . sc _ # ^ " 9 a falr "conducted 

tion» also exempts the states from' • ^ " St * te ^ 
copyright infringement by private Sri ° US lia *>ility for 
establishments, or other n con °essionaires, business 

exempt the actual private inf • (but d °es not 

. „ infringer from liability,. 

Section 601 of the !<■.+• 

C ° Pyri9ht infringement i» porters T*** ** 
books imported "under the " 9llsh language 

the authority or for the use, other 
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than in schools, of 

Political ^ Gover nment of 

Cal division or a st i. ' ' * any State or 

^ a State.»» 17 n 

likewise. Section « ' * c - § 6 01(b)( 3 j # 21/ 

COPleS Whlch «e to be used 02 expli =itl y exemp ta 

° f * St — froa > the .enetJb «*Uvi- 

—thorite, import or ' ^ that f °—a the 

the Unii-a^ Py^ighted material 

” »•..=., ~~~ 

“I StUdSntS is i—e from ““"J* 1 **-* ^ * V « 

* ** Sy * ta »*^ instructional \ ti * Part 

i. done for a , uoational ° iVltlSS 

classroom, by th« ^• P ^ Ses ' and i s rece . 

y the disabled, or h v re ceived i n a 

^ «® Part of thei. ““Ployaes pf a 

. h * lr duties. 17 o ^- aa 2 S£ »«M 3al 

A ''governmental k • *C. g 110(2 ). 

^C 3 ) « tea - to transmit co^tT^ — «*- 

“ P *° ten oopies of such * ^ Pa «°—=es, may 

' as long „ “° h Pe «—n=es fl7 „. s . c> 

Purposes n 7 „ co Pies are used f or cer^- 

a? U *S-C. I 112 (d) ( 2 )) * „ rtain ii®ited 

a «y such use (17 tj o }) and no charge is ffia „ 

C1? U ‘ S *C. § U2 ( d) (3 , } aade for 


227 f e ction sol 

r 1 ^’’ ty its 

SSSfiSJ*: e ^ y t a u n nt -r^nt o^g at te ^ated y on ltS 
trade-related C ex?^nt a decli ned to ben 6 * How ever" g J 

exein Ption. to r ®nev this priaarUy 
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C °^ ightsd tel e v ^ V n T ntaI b ° dy " re Produc e os t 
d «troy ec j vi broadcasts, but if taln 

ia-iaja_iafti n **** C ° PleS are not 

T^- n 17 

If Congress had w f H3) (emphasis ad* 2 - 

get *er inununQ had in tended the .tat* add ec3) 

une from suit spates to be *n- 

the court below f ° r eva -y WM of ln alt °- 

"eld, then th a nfri "gement * c 

so ® 6 cases, e *t. . ha3e °arefui iv _„ ' as 

have been u S1Vely debated ^ ~ «d, i n 

" sary. SPeCl « a Options ^ 

Congress's in* 

tenable to danage sui( . *" t0 inclu ^ the states 

■ fAtaasa ^' a ;;; ais ° exP T 9those 

toted, 2S „ s c h thS ^ight Aot is l0tl0nal *oM- 

iati msumi o ' Se ° tl0n 1338 fa) 5ives fed ' As alread y 

;; r a11 — -ts. ;;; ai — «*«» 

Caa « in Which Eleventh a 0th « 

_ ^endhent lnaunity 
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shielded states from liabilitv 

Of congress creating rened' "" Mhl ° h aCts 

federal court - the “ 

lmmunlty in rSSUlt ° f Ele venth Amendment 

y in copyright cases is to denv th= ^ 
entirely —m-ae_g smage r emed y 

right A t thS leglslative Wtory of the Copy- 

—^ states^ intended to 

the copyright Act , , legislative history of 

pynght Act of i 97S is replete with lns 

congress focused on the extent to which stat 

^ wnicn states and theiV 

:rr::r r “ “ ““ .*• “-»• 

example. Senate subcommittee 

use of copyright * ^ ° Utlin ** th « pervasive 

Pynghted music at state fairs, and requested that 
specific provision „ jested that a 

arrowly tailored to permit this 


13/ 


meaning of y ianSlgI f on t the t ?Xe C °? StrUCtion ' the Precise 
should be discSnll wit^eTi^lA Stat ? te ca « K 

"unmistakablef" but t ]Legi^i 1 ?? gUage histor y* 

324 (7th cir.j. 
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use.-2-4/ 

Neither tha 

"" thS l6aSt dTtes"" thOS6 PrSSSntin? testi roony 

lnfringenent in - «*. be fully Uawe for 

" eXe " Ptl ° n — Winded ln J7— U " le - « "state 

arl ^' ^ate was extensive test! **' «*- 

ln 9 the need r n testimony before Cnn 

eed exeeptions pernlt( . ( C °" gress indicat- 

‘; u "» “«■*. .... 

“ r “‘“ - "»»-*..««. 

si°n stations - < d hy Public radio ^ 

deluding these owned and teleVl ' 

d ° p *«ted by state 

pfF^i^nt Law'Revf 

J«di 5 iJf a |™arfcs S anS / c?pyri"f| on s. 597, Subo 

fdens^lfspo^ '£ inco 1 a 1 t n |i 2 "outlet 

Jimnia, 

W Copyri aht air of West 

Ses s*' n% use c omm. iS Qn n th Hearin 9s on h r 

Chairman, 6 Coaan State ® ent o^Dr^oh**' 89 th 4 Cona SubcoBun - 

s!P ie ^ n ^o/s^i^ a ^ r co^^°py^hts^s^' n> 

Research Ubi-»-f phen A. HcCaS.? 9- ' lst Seas ena te 
L ? w ' Chalnmn i es> at 97; S ? y ' E*ac. nff' ( , 197 3) 

2 JJ3 n ^ 

Dlrector ' 

^l3 « 
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institutions.^/ A . 

that, without the e W ^ S nSVer an / doubt expre 

the exemptions, s tat» 4 pressed 

109 in these «eas would be oth ■ nStr “ entaUtias °P«at- 
tnfringenent under the Act erwise fuU X liable for 

tiVS Wat “* removes » any “ 2 Vh ° la ' «- ^ 

intended the si- +. Bering uncertainty" t h** 

* states to be amendab,. „ Congress 

^ and sublet to tbe fun 2 ^ 

under the Copyri ght Aot , » v . ° f ra “ edlas available 

01,6 «« ^sue^ spacifically erected. 

congress has constitute " ^ ^ *■ 

states, Eleventh Anendnent imj^ty to at >togate the 

18 1 of tha constitution Th aCtin? PUrSUant 

4naS£a2,L ^^ v. hJ 8 dl3trl0t °° Urt *" 

1154 (W n XT ETn 4 y Pr ~ 4 1 

the * ’ *’ 1986,1 concluded that «c ' 33 F ‘ Supp - 

the power to abrogate the stat , C ° n3res s does not have 

"thout «eir consent unless 1 ™y 

p ° urt —... rr to s 5 ° f the 

-__________ ' Supp - at 1158 (W.D. 
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( 


a ndc ThS C ° P ^t Aot vas e 

Pyri?ht “““ Artlcle r aCtSd the Patent 

er restri =tea tha ab r - But the Supreme court h 

under the » Rogation exception * ha< 

ourteenth Amendment- i ^ - ° laWS enac ted 

assumption i s ,- n t# inde ®d, the 

inconsistent with +.v —^£§32 court's 

Supreme Couth- • the analysis 

“ “ ifc s recent Elavanth the 

*» the c nth *-—»t 

decisions 

if the Rehap iiitat ion A : t ha 7 b ° Urt aehea Aether 

7 SS ' APti «« X povers, there ^ *“«“■* to con- 
- —e S3ional , ntent su« ioient 

immunity. 473 ^ ^ Seventh .nenanent 

SUCh ° laar imitation, that th Alth °“ 9h ^ °° Urt *>— no 

demonstrates th the guest ion was 

atSS th ® Court's belief tH “*** at 

the states' p la 1 f that Congress » 

Seventh Amendment • * y abr °?ate 

powers, siv nt immunity u 

si * months iater ty its Article r 

106 S* ct- ' 12 ? SfegQ v 1 

• (1985), far ■ —sasur* __ v.s. 

cr 

Fourteenth hnendnent n Pursu ant to • 

' ““ .« “• c "“ 

of Power.'* Id Pursuant to a vat ^ 

iSj. at 455 . . a v alid 6y et .-i 

^4te__D^t of w . ffiOSt Gently , ^ 

Wlth °ut deciding, th * Court ass 

Ar tici e x powars . ^ ^ abrogate va J^' 

JUna XF8 7 ) fKo . — 55 • 5046, 5048 (0 . 

expressly d^i ' Mor eover, ± n „ , S * 

....« ... «. =.,« 
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Pri ° r h ° ldi ^ V. Ia£Biaai ^ 37? D 

(1964) ' that " C °"9ress has the pow ^~^' ^ 184 

Eleventh Amendment i munity under ”*** **“ Statas ' 

c — -- - 3 ,.. r: s - 

323 (3th V ‘ Sasmaj ^' 8 “ P. 2d 311, 

Seventh circuit 108 *' “ 7 (1987 >' the 

' fter an exhaustive analysis *4 
intention on the part of th* e ' dlscerned 

_ f the Supreme Court to ^= 4 - • 

ongress. abrogation power solely to legislati 
Pursuant to the Pourteenth Anendnent L . 

therefore concluded that congress is^ 
legislating under the r „ “Powered to abrogate by 

«*=>. a . r:r «»• 

oniv.r.^.. - f . . ‘ lse ' in ffi-Enaia v. 

657 F ’ SUPP ‘ 1248 ' “AS (C.O. cal. 

that congress can abrogate^ iT ^ ^ 

“■ — e, JZZZZ7Z “ - “ 

8 32 P.2d 1343 (3d Cir. l 987) ~^ 

— ! coerce ^ ^ 


* 1 / 


further support for it 

Jurisdiction i^bankSS ?* 88 vest ed exclusive oon °lusion 
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In the final analysls 

:T n9 C ° ngreSS ’ Ration P : W J: ^ ^ SOU " d — ion 
e9lSlatl0 " ; *- origin* t0 F ° U —Amendment 

3S Critlcal to the framework of 0 ^ ArtlCle 1 are at least 

—teenth Amendment ^ °* "» — system a , ^ 

ConS! alns t«. after th ' Pr ° feSS ° r Tribe has noted: 

as augmented^y^the aooo *dMlI e S^ a J? ndffl ent . . . tha 

l" by feCtuat ! «e vZutstgW.Pr °eer*££s° 1 P ° wers 
'■ la^vemm. . ' adjudication 


i: 


Jit 89 Harv. l si * SSaaa “^ a - £an ££2yt£&U 

Wltb ° at thU Pb -r, Co„ gr6ss ‘ voul V ' S82 ' 694 ^ indeed, 

****** in a consistent and u nif ««• - 

legislative responsi b ii ltles f#Shi ° n the very 

83 tha Su Preme court ItsJT^ ^ ^ "*“* * m «* *• 
tte E I ev anth Amendment were Piously curved, lf 

S9eW ^ tb enforce Article *° **“ Prlvat * suits 

eff se raStriCti ° na -«d tecole tuTiiT 8 “ ^ P °"~' 

eCt " ; v. ^ M . ff s Ullifled a - »ade of no 

copyrights, with its elusivetd"^ natl ° nal ~ « 

Accordingly, congress „ abro ' ^ C ° Urt ^risdiction. 

Amendment imm unlty under ^ "** tha «•«-. Seventh 

above and in th» +. ** 1C ^ e * Powers. An^ 

a ttached brie ' Sho -» 

the Fourth and 
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^1-nth Circus e. 

cults (4th Cir. Br 

PP * 10 ~ 23) ' Co »gre.a. Jlaa acted To ^ 2St ^ ^ ^' 

—s brought under ^ ° — gate that iaaunlty ^ 

y gilt Act of i 976> 

D * mu - 


While we believe that th 

dSMnd 1 of the thS 3r ~* set forth abQve 

— «- appellate courts ffl , y ^ • ** *- Possible 

r ®quires a ffi o*. a * ° nclu< *e that Atasc^r? 

« more explicit ^ ^ascage^o 

abrogate states- iaaunity «* C —siopai intent to 

*= t . .at wool, lei IT 8 ” «" - - - 

Preventing the states Iron eniovi “* *«*•» <* 

simply by virtue "joying royalty-f rae ,, 

y virtue of the inabiu tv „e licenses 

SUa «- to damages. * C ° Pyri ** Proprietors. to 

There are two legi s i,t< 

theoretically possible - but • S ° 1Uti ° ns -Me* are 

satisfactory and consistent witT" ^ “ Whl=h iS 

the Copy right Aot> ^ oreti V * h «" “*«T and purpose of 

Act to remove the y ' Con 9ress could ame 

courts i„ ^‘diction of th *“ 

in oopy r i gbt suits and t- fe deral 

courts where the Kiev US per ”lt such suits in 

he Eleventh Amendment is lts m state 

W thS dictates of Atascader ° r ' 14 C ™W 

that decision i n the c ^ ^ C ° Urts const 

'W-r . Co Pyright contexts v c °nstrue 

S aJcable language” i nto th Y insert ing more 

the i 976 Act# ^ 

the following 
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reasons, only the latter = , 

event that congress m U3t Sh ° Uld *’* oons ^ered 1„ the 

- — e juris i:;r — 

°ver copyright suits has both o ° courts 

P°li=y underpinning. In ° „ C ° nStituti °nal and public 

the Patent and r t0 fulfi11 the dictates 

and copyright Clause of th. o 

10 1948 ' —- exclusive jurisdict tltUtl ° n ' —ess, 

°ver patent and copyright suits. 28 ^ tMaral ° ourts 

amended Dec. 24 , i 970) °- S - C - * »38(a, (as 

?*** - «„rr;r has noted in 

bright Clause established congress- ^ **“ t a " d 

P«vide for a aaifeauation Power to 

Protection. As ^hT^^T^ ° f Patent and =opyrig ht 

-e copyright clause was ^ « 

°f rights national i„ scope,» 4a2 ° fa ° llltat<s the granting 
A cornerstone of this ■" ’ ^ ^ 
a-* patent rights and. readies ZT" ^ ** °° mi9ht 
- -oral courts of — -nt to 

and patent cases. The objective 10tl ° n COpyrl ? ht 

of the lawmaking process in the ^ ^ ^ °° Urts out 

***~ S fiaESi ^ aa6usi , Cq th9Sa Crlti «^ apheres. s,,. 

tC * Unlfor » national system of Ph * Sizeii lts commitment 
enacting section 301 of th n prot ection by 

sta^o i ^°Py r ight Act * 

laws covering copyrighted matter el' T ^ 

after eligible for p ro tec- 
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tion under the Act. 17 u q r 

and the grant of e , Thr ° Ugh tMs Secti - 

grant of exclusive 1urisdiot<„ 

establish a "single fed Congress intended to 

single federal system" *-*, 4 . .. 

improve the operation . . WOUid grsatl y 

more effective in oe ^ ^ °° Pyri5ht laW and wou ld be much 

<* unif 0rait ; a «- — aims 

y and the Promotion of writer, ^ 
ship. nZ8/ riting and scholar- 

P Congress wished to "avoid *u , 

vague borderline area x 6 d ® Velopment of any 

tion. "22/ ^ tWaan stata and federal protec- 

Thus / the entire structure oe ^ 

seeks to provide a na<- f *** C ° Pyright laws 

vide a natural, uniform system of „ 

Protection upon which 00 4 c °Pyright 

P which copyright owners denend 
v * ff«rp 37? - „ depend, Idifflelson 

^ Ea/ 372 F * Supp. 70S, 711-12 , w n „ 

end which encourages -people to de t ' 1974> ’ 

i n . people to devote themselves to 

intellectual and artistic creation . 

reation." _Goldste-f n , r ri ,, r 

412 546 , 555 ( 1973 , , „ ^ 

—- =—.'rrr 1 - 

zz:r - -—.j: 


^ ' gepvricrht , e, nr? Pre _ w „. . 

94th c » g - - i S ?-ses 2 s d . s i a r 3 a - iShtir 6 ?' s ^p»o o - 473 , 

Rep - N °- 147« 94th 

1st Sees. 114 (197s tf* 76 >■ s • Rep. NO. 473, 94th Cong ., 
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Even setting aside for the * 

effects on the devei 0ment th ® advers e 

cae dev elopment of a un if>™ u 

copyright lav, lt i, unlike . ° dy ° f n «i°nal 

exclusive federal c w- ■ a r* Congress eliminates 

Serai court jurisdiction, many state, 

orr.it claims of copyright infringement to b W ° Uld 

them even in their own courts , t * ° U?ht agalns t 

effected only limited • ' ” ine states have 

y llmit ed waivers of their- « 

fW specific Claims, and S. ** 

thS U " ited wa tvers is so narrow that ^ °* 

states for copyright infringement would be^ 

barred in their own courts.^/ * ^vocally 

waived their sovereign i • ® tates have 

ereign immunity in certain circumstances. 


£ 0 / Colorado » 

sxi; sssri ,—• 

• !°p pp - 

1988) ; New Movf 1 ' M °* Ann * Stat. S *- 5-7 § 12-104 

North Dakota n n' !J* M * stat * Ann? § 4 i~Y° A ( Y ernon s upp. 
(4.) (1976 so,* Cent * Code SS 35*,’ 1 :f " 4 A. (1978)} 

by r vfriISs a speSificali dea ^f ^r^operty^am t0 dantages 

N.w.2d 133 (1981^-^isssnsAa, 101 wig ™ * against 
limited valvar Wisconsin wa 566 , 305 

iiability*^ Ver/ and Sees not lnSlSi V £«£'% r p a 
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THE SONGWRITERS GUILD OF AMERICA 


By ' ■■ /y r 

Lewis M, Bachman 

The Songwriters Guild of America 
276 Fifth Avenue, Room 3.16 
New York, New York 10001 
( 212 ) 686-6820 





Houghton Mifflin Company 



(6l7?/!¥^ 


R. 81.198 


federal express 


Dorothy Schrader, Esquire 
Office of the General Counsel 
Copyright Office 
Library of Congress 
Department 100 
Washington, D. c. 20559 

Re: Request for Information: 
Dear Ms. Schrader: 



GENERAL! COUNSEL 
QE COPYRIGHT 

FE3 0 4 1988 


Eleventh Amendment 


"request S^iSo^ti^^^^^ctuS 0 ^ to the Copyright Office's 
copyright liability under the Eleventh a on state immunity from 

Sfer practical 2S Sr* 

publish?? 9 * 0 "nS™UoSKte1i S a ? s P to“S h ? W ' and major 

the general reading public dicHnnL- sd }°° ls colleges, books fnr 
and computer software. We'take serinncf anC * ot ^ er reference materials 
playing a key role in the creation inf ly ?ur responsibilities in 
cultural resources. £ is Js~ci»n„ ° f native 

publishing where we dedicate ourE.cn^ tfue ln the area of educational 
instructional materials of f-ho u- ® sources to developing new 

S^ea^s^i^^ in 

benefit? 18 " d ■““* ">r k in^eTil^thlotr^l 

wrff^Eal U " a ^^°”^ 1 *™^ 1 ^ e Ph?? r f?? t 1986 rt 84 u ? 0U1 buEinesE - 

for instructional use. In^iew of the^JV?!! new materia ls published 
Education reported in its February 19ft7 f R C n t J? t the ^E^rtment of 
university and graduate studentsTn fhic u ^ e ^ in ^ at 77.4% of the 
we are sure you will rprrvm^u 1 ^ attend state run 

2%%^ WisFK?^ 
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beyond Y the obvious^nd^igni f i cant^ oss r 1 ' These concerns go far 
convinced that if states 9 ?nrlS?L f.° f "* rket for Products. We are 
extension state-related and by 

copy or reproduce our copyriqhted^ateriafc^H? sch ?? ls ' can freely 
recourse for us. ^righted materials, there will be no effective 

s act™ ssysis: "r 1 

have the resources to file nume rnn c!fff U I collectively, would 
in fact, it is our understanding that shouS^n^ 9 - 8 f -° m inf ringement. 
there would be no "infringement^sis'' Sn ih,Vh ign ii inm V nity P reva il. 
believe, rather, that publishers would be forced^o^^ suit * We 
publishing for these markets. While it might S LracH^T 
states to reproduce expensive four-color 2Lf!i practical for some 

commercial publishers, it would not te It^ll nrih-K^- be ^ 9 P rovided by 

reproduce in necessary quantities such item*; i ° bl ru tl y e for t ^ lem to 

a ^swer Sheets ' and S question 

consummable Aerials, and" £ 

r ishers ^ 


i. 


Sbash^fiL c Kuy srsju'g ““ onai r terials ' 

printing, substantia! biLSgTi^^S; 1 ^^ 

manufacturing processes in order to present fhof^ 6 
favorably as oossihi** mu.*- . present their products as 

Of the n^tionSde S taS S » E1 S e ?1 CaUse ° £ the siz * 

states fragment that market by 


2 . 



Classroom teachers, who now have a broad varietv nf 

fr™ wuId^ngefhf^hTc^oJtaufir 3 1° . Ch00M ■ 

^® y f ® el “ost appropriate for their students Se I ! c ^," laterials 

SSsS’wsCJSrtMsSts 

revenue from which publishers pL not P roduce 

textbook authors are pri2r lly P ?Lss?oom teachers ^ 
royalty income is a valuable supplement to S 

» t "Sg 

a °le t0 USe their own b 00 ^ as they were o^SnaUy^nsSd. 
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4 ‘ Sis^s a°result ^ int ^ 

o£ national education growih wouW Jnevft^nJffe?^ 0 * 11 '' 6 

date ofoSr^"tXr^ r WS 9 ln ^ sl "« the effective 

exclusive rights of owSrs of cow^gh“ in S XlM° 9n ? Uon o£ «* 
Our permissions departments are mpHnn^n™ 6 educational community, 
awareness of these rito L 9 ! n “creasing level of 

expressing the need to have permission 1 "?^ 6 ?° re classroom teachers 
increased frequency with SiS COPy *? writin 9> by the 

to reproduce materials for educators iS b?? Sh ° PS , request Permission 
copyright clearing organizatos We ??n A V 3eneiac <*Ptance of 
which in so many other ways observe the coDvriaht°?a ltlCal i?^ t states ' 
disregard the exclusive rights of ^wne? s Si A 1 ^ W °l? ld ** ^ le to 
sovereign immunity as in t?e caLs^r^nSy^ nffgauS.* P ° Siti ° n ° f 

the considering a remedy for 

ssss s: ss-oS-tSr^ 

openly violated. Please let ■ Knov if' 

Sincerely^ 

V ' 



CAB:fs 


Charles A. Butts, Director 
Legal Administration and 
External Relations 




„ Before the 

UNITED STATES COPYRIGHT office 
Washington, D.c. 


f-B. 01. IQ88 


Comment Letter 


RM 87-5< 


No. . 




In the Matter of: 


request for information 
eleventh amendment ' 


Docket No. Ri 87-5 


«M«U,°?SSS OF Sp 0SERS 

- ^ UTH °RS AND PUBT.ISHERS ' 

The American Society of 

p„ H1 . . y ° f c °mposers, Authors and 

Publishers ("ASCAP") files th^«o 

„ . these comments in response to th* 

copyright Office's Request for Inform • 

of states' Elev re nation concerning the issue 

danages **» “«= -ey 

9 “ C ° Pyri 9 ht infringement cases. 52 K ed n 

(November 2 , 198 7 ). ^-121^^ 42,045 




We believe that sound public policy and the i 976 

Pynght Act both support the concept of full 

for money damages for copyright • f ■ lability 

as all other infri to the same extent 

fringers of copyrights are liable. 1 

T" - -;-— 

exemptions and ' compulsory ' 1^ hat the 1976 Copyright Act cont ■ 
copyrighted works sll^e Cert ^" Kate iseH? 1 " 3 

S,! SU8 < C °”P U1 ^ license C f or public ^broadcasting*” 

(footnote continued) 






The Copyright Office a«?v 0 H e 

ce asked for c °“»nts in three 

specific areas: 

1 . "The practical problems relative to the 
enforcement of copyright against state governments"; 

busine 6 PreSSnCe ' lf any ' of un fair copyright or 

business practices vis a v-i* <=*=4- 

copyriaht • governments with respect to 

pyright issues 0 ; and 

immunit - 3 ’ 16931 interpretatl °" ° f Seventh Amendment 

mmumty r„ copyright infringement cases." 

with oth ^ t0 thS thlrd 3re3 ' ASCAP haS fUed - mlcus 
meet T- lntSreSted P3rtl6E ' ^ -cent cases 

withI ln the Re9U6St f ° r Inf0r ” atl ° n - ° ne ° f Parties 

("nmpa") 0 ” “ ;r' the Nationai musi ° pubiishers 

' llng c °iments specifically addressinc th 

interpretation of Eleventh Amendment immunity i„ copyrig^t^ 

infringement cases. NMPA's coimnonf 

s comments reiterate the 

set fnrfh • rne le ^al position 

et forth in our joint amicus brief. w„ - 

and to ■. - *“• We su PP°tt those comments 

and, to avoid duplication, refrain fro. t .. 

erram from stating them here. 

We shall address the first two issues raised by the 

Request for information from the perspective of ASCAP-s 

experience in licensing state uses of 
. . Uses of c °Pyrighted music. First 

6 bri6f d6SCriPti °”' - - —- - ASCAP and its licensi; 
entities^. C °While e we f do Bl not e b i ? 1:lS Page) 

compulsory licenses can be iustifT 6 ^ 11 ^ SUch exem Ptions or 
thi 9re S S has deci <*ed otherwise *^'t a ? * atters of public policv 
Amendment S=Bg.“» 
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operations is in order a ifv,„ , 

, . ' althou 9 h we know that this is verv 

a " lllar 9round *« the Copyright Office. 

ASCAP AMD ITS L ICENSING OPERATTPMC 

ASCAP is an unincorporated membership association of 

pproximately 40,000 writers and publishers of c 
On behalf of •<- nnshers of copyrighted music. 

behalf of its members, ASCAP licenses the right of a 
public performance of the,' • 9 "ondramatic 

through c °Pynghted music, ascap does so 

through nonexclusive bianv^ i• 

. ' k * llcens e agreements. All the 

license fees collected by virtue of these licenses are 

istributed to the members, after deduction of operating expenses 

^ afflllat6d — — tights societL 
Distributions are based on a scientific, ^ . 

„ - cientifically designed survey of 

performances. For a fuller description 

0.8. 1 U979) . description, see, BWv^cbs, 441 

ASCAP licenses all of the many different types of 

non ramatic public performances of copyrighted musical 

coitions. Licensed users include radio and television 

broadcasters, cable services, bars, grille, taverns rest 

nightclubs, hotels and motels back ' taUrants ' 

• motels, background music operators and 

their subscribers, colleges and „„• 

neges and universities, skating rinks 

concert promoters and halls Duh1 i „ 

faeJ1 ... ' P bl and P r ivate recreational 

1 ies, theme and amusement parks and 

k- parjcs, and many others. 

in many cases, license agreements are negotiated with 

representatives of the user industry being licensed (e g trad 

associations). In every case ascap a 

' ASCAP does not have the final word 
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in establishing a license fee t?*+-k 

. ^ Rather, under the terms of the 

Amended Final Judgment in TTni<- ^ o*. 

augment m United States v asuap r-i.r , , - 
n .qc /e _ „ ---— AbLA i-' Clv - Action No. 

' March 14, 1950 ), any user Kho believes 

r - by ASCAP 1S UnreaSOMWe - — - Court for a 

—" reaS ° nable liCSnSe ^ — — that 

ell “ P My ^ diSCrinlnate ln “““ **-• t— or 

conditions, among users who are similarly situated. 

AS CAP'S LIC ENSING OF STATES 

ASCAP has licensed public nerfnn« a 
coovriahtoa • Performances of its members' 

copyrighted music by states for- 

fail into *„ Y yearS - These Perfcrmances 

ail into three groups: 

1- gplleges an d university . 

Following enactment of the 1976 Copyright Act, ASCAP 
negotiated terms of college and university licen 
with an Educational Task Force agreements 

Task Force representing many college and 
n vereity groups, and ^ fay ^ ^ ^ 

e e ts have been renegotiated several times over the 

h 6 *" thrSe each designed 

IS offered to all schools: 

--- icense calls for payment of a single 

annual license fee based uoon +•* 

cased upon the number of full-ti™* « • 

students enrolled. The two ti , . aguivalent 

factors- iHortier license bases the fee on two 

tier lL 8 PSr ' StUdent " e WMCh 18 l0 “ er tha ” «“* «* «» one- 
icense, plus a fee for each concert presented where the 
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peters are pald Bore than # 
each such concert u base(J ^ ^ 

ticket price ) The • • 9 CapaClty and highest 

“*•> ^e Binimai^ser llcense ^ 

sic uses a t the same r a tes charged other non 
such uses. ' non ~ sch ° o1 users, for 

Obviously, many colleaes ann 

run a • universities are state- 

run. Approximately 2,100 colleges and „ • 

licenses. 2 0 f these unrversities hold ASCAP 

these, according to the College Fa ce Book 

approximately 870 licenses are with state i \-l 

irn state institutions. 

2 ' ^^^^-^^g Mting entity* . 

Pursuant to 17 n q c 110 

§118, public broadcasting entity* 
— noncommercial educational t„, ■ . entities 

stations - are entitl d7 ““ 31,3 ^ 

° 9 com P ul sory license for their 
nondramatic public Derfn™- rneir 

the copyright Hoyait " C ° Pyri9hted " USlC - In 

pynght Royalty Tribunal determined the license , 

paid to ASCAP by these entlf tC be 

1978) In loa 1SS " 43 ~ d ~ Req - 25 - 068 (June 8, 

)• In 1982 , and again in 1987 aor „.-. 

n 1987 ' ASCAP reached a voluntarv 

greement with the Public Broadcastino 8 • Y 

xt 4.- °roaacasting Service ("PBS") and 

National Public Radio ("npr») for n 

1 J for Performances by pbs mud 
their member station* T Y ' NPR and 

stations, m addition, the Tribunal has set 

compulsory license fees for certain v 

n very small, non-NPR 

noncommercial educational radio stations to b • 

these stations' performan P t0 for 

performances of work<? 

Fed^, 57 923 ,ne , the ASCAP repertory. 47 

-- ' 1982 ); 52 F^Re^ 49 010 

(December 29 , 1987). ' 10 


several^campuses ? 48 ” 065 ' 3 Sin 9 le “tense with a school may cover 
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Many of the noncommercial educational 
stations covered bv th , ^“catronal broadcasting 

operated b T voluntary license are 

operated by .ft. entities: For 

Corporation for Public R rn ^ 

roacJcastmg's 1985-1986 Public 
Broadcast!ng Direct-an- ~ 

~— 117 uncommercial educational *. 

broadcasting stations * 1 television 

5 statlons were licensed by the fcc t-o 4 - 

another 64 were iicensed to state coll S * ntltieS! 

* -ai of lei r universiues; 

run by states or state schools Man y ‘ eV1S10 " St “ 10nS 9,76 

radio stations (whether NPR ffiemb "“^ia! educational 

«PR members or not) a*--* 

10T -' are also run bv 

states or state schools. Y 

3 * general li‘n 0near 

■■■«■«... "*r" ” r< °“ 

• T .......... r;:;r:;”~r 

mechanical music used in state ore- ; 

^ correctional « - « 

contacts the appropriate state a g .ncies and^Z ^ 

Che performances in accords . license 

n accordance with applicable n« 

end rate schedules. As is tru. * agreements 

- user comes to ASCAP to re jelt 7T"' “ “ "" ““ 

eeeh out users and offer licenses, state ^ RathSr ' 
this rule. S ar ® n ° exce Ption to 


ASCAP # s licensing of d erfnn» 

y or Performances by state ^ii 

universities anrf Y atS colle ges and 

ies » a na other state en+--i 

S/ generates about $750 



thousand annually. Because of the nature -f 

tne nature of our public 

;rrT lioense a9rcement ' which ° aiis f ° r a — 

SSS by PBS ' NPR “* their stations ( the fee for the 

flve y ear period 1988-1992 is Sn ,i.r 

„„ 1932 is $13 Billion), there is no way to 

ascribe a dollar value tn fho ,• 

-Lue to the licensing of state public 

broadcasting entities. 


„ RELATIVE 

TO THE ENFORCEMENT OF 
COPYRIGHT AGAINST STATE 
- GOVERNMENTS _ 

perform ^ propert y ri^t and public 

’ Ein5 SVaneSCent ' tha a nd enforcement of 

r ights is very difficult at best _ unuke 

print and recording rights in musical works the n e • 
supplier furn^h Performing right 

from ”° ta " 9ible " Pr0dUCt " «» be withheld 

- an unlicensed user. Th e copyright owner of music cannot 

shut off the "supply” to thnco v, 

those who perform without permission 
The only meaningful remedy available to the copyright 

I::: 0 ; the pefomin9 ri9ht is - ^ —~ 

which thll ” 0netary da ” a9eS - “ " thlS — «* «**<>» 

ose arguing for Eleventh Amendment immunity seek to bar 

Although injunctive relief in suits against states 

m neT S 7 «- absence of 

nstary damages, injunctive relief to protect the copyright in 

public performances of music wo„!d h 

. WOUld bs ““Plicated and costly 

The utility and efficacy of licensing through ASCAP, for members 
“ ^ ali "' 13 “ « - —, blanket li^ 
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Of the entire repertory. A sc A p, s members authori2e ^ ^ 
bring infringement lawsuit- <= a_, • 

because it is not a 

not a copyright owner. AS c AP obtains evidence of 

infringement by monitoring the user's wri> 
is for an • * Performances at a time that 

m ents and purposes, chosen randomly. Thus, when an 

unlicensed user infringes and is reguired to pay moneta^ 

amages, the particular works involved in the lawsuit have 

^ eVWenCe " in -~t which 
formed the basis for the lawsuit had been obtained at a different 

time, different works of different me„h„ 

performed. "° Uld have 

The monetary damages ASC A P recovers in such suits are 
the fuHs ^ thS Parti ° Ular WOrks or involved; rather, 

of licensing and litigating with infringers. When 

ri6S eXCSed theSe Costs ' excess is distributed to the 

1 SrShlP 35 3 Wh ° le ^ accordanc e with ASCAP's distribution 
es. In essence, then, each AS C AP member has authorized ASCA P 

ring suit in his name, but for the benefit of the entire 

membership, when the infringing user pays monetary damages. 

those damages offset expenses and in part replace the licensing 

revenues the ASC AP membership as a whole has lost. The fact that 

raTh "tV 3 ” 3963 arS reCOVerSd f ° r the lnfrln9e ” ent some songs 
her than other songs, is fortuitous. 

But if monetary damages cannot be recovered, and only 

injunctive relief is available, the situation 

situation changes radically. 


8 
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aCt that Particular works have been i„ fr - a 
basis for the lawsuit rnfrrnged, while the 

It, cannot be used to achieve the desired 
remedy: the court mav ■ . desired 

c ma y award injunctive relief • 

performances of only thos gainst future 

•*- oniy those particular- r,~~i 

*itticuiar works, or of nni„ 

owned by the particular copyright own ■ W ° rltS 

be certain of k• involved in the suit. To 

erta m of achieving the result . . . 

performs f en:io;Ln;Ln 9 future 

Performances of all works , 

x works m the ASCAP repertory a C ] a « *. 

on behalf of all ascap k Y 1 actlon 

SCAP meint, ers is necessary, ascap ha 

aPPtcpriate instances, brought such class 

JZT "° re C ° BPl6X PrOCSdUrally ' « — expensive to 

Assuming that such injunctive relief 
enforcement would be more difficult th panted, 

monetary damages wh anforcing a judgment for 

ignored 3 f ° r damages is 

ignored, execution is a cH«mi 

ignored a moti f ^ "hen an injunction is 

involve'th COnteMPt W ° Uld ^ and -Id 

injuncf 6 8 nal SXPenSeS ° f Proving performances after the 
injunction was granted. e 

granted • ^ " Mitl0n ' “ ^ tha ^--ctiv. relief 

ted m such suits would be only against 

and not the state itself th specific individuals, 

self. There is therefore a furt-h*. 
enforcement problem* if thr> r severe 

mart- • SPeCifl ° individuals do not 

P*f in f“«her infringements by the state th • ■ 
relief may be meaningless. ' “ 3UBCtl " 

In sum, fulfilling Congressional intent in fh• 

relatively simple when monetary damages 

ary damages are available, but far 




more 


w 


complex and diffi culf . .. 
available. Science ^ 

copyright is not possible, wUi ea f n a lngfU1 

It has been ASCAP's excer-i bY the wa y sid e- 

experience th*+* 

in an infringe^ or monetary 

successful licensing. “ 3 neCessar y condition for 


^=^i£±GHT_ISsUEs 
ASCAPhas had no complaints by st at. 

unfair" copyright or bu sin „ Users of an y 

business practices. T n = • 

degree, AScap-s operations are by definif 

governed by the Abended Fi„ a i Jud 10n aS th ^ are 

ThS **«"“*'• -hanism for CourtTt ^ 

« guarantee of non-d^ °” “ 

possible "unfairness" in these crucial^ 10 "' a " y 

ASCAP also has a history of workino 

smooth out any differences and take int *° 

needs of particular users a„ aCC ° Unt Partl ™lar 

colleges and universities i s eXa " Ple “ °” Ucensi ng of state 

ues is on point: 

Curing the term (1978-1979) of th 

agreement negotiated between ASCAP a d th 

^=a, many state schools asked f Taa * 

statutory requirements that star . 6 Certain 

contracts which: i) did S ^ C ° Uld not ent er into 

provide for nondiscrimination on the 
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ba Sls Of race, creed, color, or national origin; or 2 ) ran beyond 
fiscal year for which a state budget had been adopted. 

To satisfy these state users' needs, ascap built into 
the college and university license agreements a specific 
provision which allowed for such modifications, and therefore not 

only acceded to these state schools' requests, but alerted other 
state schools to the issue. 

NO one can question the proposition that states ought 
to pay for every type of property they use and that copyrighted 
propety is no exception. We have seen that monetary damages are 
an important inducement to compliance with the copyright law. it 

follows that states should be liable for monetary damages for 
copyright infringement. 
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CONCLUSION 


we sub.it that Congressional intent is both clear and 

based on sound public policy: states are fully liable tor 

monetary damages for CDnvrirthi- • ^ • 

Pyright infringement. The Copyright Office 

hould report to Congress that no state lenity fro. .onetary 

amages for copyright infringement under the Eleventh Amendment 
exists or should exist. 


Respectfully submitted, 
AMERICAN SOCIETY OF COMPOSFP*; 

authors and publishers ' 


By: 


Of counsel: I. Fred Koenigsberg 
Dated: February 1 , 1988 



Bernard Norman" 
General Counsel 
AS CAP 

One Lincoln Plaza 
New York, NY 10023 
(212) 870-7510 
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company which actively sells to are a software 

agencies plus state uni^^tJes and^^T 6 ™^ 5 and 
as local government bodies colle g es as well 

and public libraries. eluding school districts 

cust a o r me?s W ac?Ss's° W tSe U^t^S^tes^ 1 d* bUSlneSS With 

countries. A large part of nn? i d in ° ver 40 oth( 
bodies. Our plans for futur^ sale f are to governmei 
marketing campaign to state fnd 6 ?^ t nclude a stron G 
building on our existina ZL ‘ and local governments, 
to take precasti^s to ?ro?^r 0f CUStomers - If w4 hai 

and publications in those a?eL° Ur cop yf i ? hted softwar 
repackage our software? We a?|'not 7°^ haVe t0 
take those special stenc are not large enough to 
are we wealthy enouoh to c^ o P 5 0 ^ eCt our sof tware nor 

challenging possiblf copyright inf?inaemJ t* C ° Urt ' 
governments. Not beinoJmI* lnf fingements of state 

bodies would effective?v f el1 to G overn ment 

marketplace ettectlvel 5' dimmish our position in the 

customersResponsive r to"^ns found state government 

we try to bJReSponsiJe ?“ r d°? yrl9ht needs - In turn, 
of our software program For 6 p r ne f ds for ease of use 
protect our programs which mRJs ^ C ° PY ' 

copRiliegally" t L lMt ? 11 - d -e^uRRlso easy to 

through theRse of s =°?^° r “f a9e of Products 
y une use Of serial numbers on each disk. 
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Sf e “ e J° st «es. Son! 35'% o£°S?r ge ? eral of th «e 

users of our products. state universities are 

We believe that email u 

copyright protection as^och^? 3 ■ 3 J® ? ntit led to 

aSo?" 1 ??' We are racers of ?hi n ? 1 y idUals and large 
Association and we join in Inform ation Industrv 

CO iJ^ OCm i tion ^d^^/Lsocia??- 1 VieW J express^% 

court briefs fii^n t r. t 4 ^f^yciation m friend nf 4 -k-. y 
implications of this trend 1013 California. The 
Potentiafly harmfSi tp “l 3 ” » id «pread and ® 

th£ ^ alnti «« »*«>uld PW SJ In^e^erKs'o^ 1 ^ 6 

on ?Ss e tolL^wl S i °u e £e S ha C ° ntrlbUte t0 the thinking 
questions that we can nn^ hap ? y to answer any 9 

letter. Can on °ur views as presented in this 


Sincerely, 



Eliza-beth Bole Eddison 
Chairman 
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Dorothy Schrader, Esq. 

Office of the General Counsel 
Copyright Office 
Library of Congress 
Department 100 
Washington, D.C. 20559 

Dear Ms. Schraders 


am 


OTUMWSEL 
GO'FYKKSWF 


1 £EB 0 4 1988 

received 


RM 


Comment Letter 


0 ! 


No. 


r m h : ,or Inlo ™ atiOT - ^ 

on this issue which we view as critically import™,TSr lSX°S5 COm,ner 

Dialog, which pioneered online elertrnni,- u 

world's larges, electronic purveyor ^ relerenc. ln I572 ' is currently ,h 

full text and bibliographic materials tn an • eri ^ s * ^ ur databases provide bot 
countries throughout the world Annrnv' PP r o xi mately 80,000 customers in eight’ 
governments and their instrumentalities ar™^- 20, ° 00 of our customers are stat. 
revenues and a substantial portion of the amounUweVL^rtoaSie ™ 

the vast majority of our ove, 

matertais to us lor distribution through ourProprietors who license these 
the direct impact of this issue on our business S?, - .? concerns arise not only out of 
large and small. n our business but also on its affect on our suppliers, 

c W 4"dtatrL^ 

prohibit ^^tern^roviding^our^service^bjltattrgovwnmen^aiTthei^histrumentali'hes!^ 

databases to'be^frl^ip^d as they^wouid^o^lollger l^ecoriomlcaUy^viaWef 6 ^ * °“ r 

disseminate our remLing'dat^b^ be ^ a P° sition to effectively 

suppliers, with devastating impact! partles free of compensation to us and our 


A SUBSIDIARY OF LOCKHEED CORPORATION 
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secondary and even orimarJ k Th l ls edu cationaJ outreach f to aid ln the instruction 
recovery basis as our wav of ^r, - throu S hou * the U.I?E™ ■ tri ? les *>«< to 

and searching literacy tor / / nvestxn g in educationaJ in«ts* pnced it on a cost- 

recover our costs due to free^mw enerati ° nS * Needless to s^if° ^ b ° th com Pnter 
have Jittie incentive to pursuit Jdu K Ctl0n by States their instn We C ,° Uld not even 

proprietors similarly situatod SUCh 3Ctivities - doCbt toere are oto^ We WOUld 

e are other copyright 

in regard to that portion of th« d 

know U ornone^ C I t f7h\t Vi que~ ViS S f a ^ Ue goveTnmentrta°h n reso^ t0 unfair copyright 
pressure on state XSSt?*: 1 ” t0 the ^ issues ^ 

Permitted it seems to us th^t the 1 ° Pay for uses which malbef^ ° n$ of " undue 

electronic database uses it if | Sh ° e 15 like] y to be on the other to * n $e 0r othe rwise 
copyrighted materials which iL most im Possible to trace unautho Particularly as to 
use or otherwise privileged ** USerS may “ often quitereproduction of 

j ^ aeern to be fair 

thaUt was noutdeed we^aJSy “ Jom? weSpJS, ^ rm ®J US of a use 

even though our customer ZZ Y 6Cei . ve an y formation about a n d We have insisted 
restrictions which we or our Sa“j^^ 

I would like to note that a , appropriate circumstances 

^ delation we sup^t 

r:: ^ & 

We would be happy to resoonH * , , P 6 persons entities, 

staff. Fpy 0 res Pond to further inquiries on th*« 

c , th “ e ma «*» from you or your 

Sincerely yours, 

Dialog Information Services, Inc. 

y7v^7 ^*5 


R* A* Simons 

Dialog Company Counsel 


cc: Edward Klagsbrun, Esq. 
RAS/ecm 
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Gentlemen: 


Re quest for Information, Elev e nth Amendr^nt- 


fjf? rmation ' published^'in^'the^ed^ra t ^ Y ? Ur Re< 3 uest for 
1987, concerning states’ Eleventh a 1 ^ egister on November 2, 
suit for money damage in cZyrla^f 1 ^ from ' 

have asked for comments, views and * n ^ r;L cement cases. You 
problems faced by copyright MonJ?f/ nf0r ? atl0n on Practical 
force their claims of Y C opyri?ht P iif^° rS Wh ° attem P t to en- 
government infringers ?h£ SI anfr mgement against state 
Company has first?h^nd J °2 rnal of Nursin ^ 

agencies and of copyright P ownei?s* iIniJ fringeinent by state 
statutory scheme. owners impotence under the current 

other nursing periodicals^the^erican j 1 iS ? amed and five 

Company publishes a broad ranL nf L J ? urnal of Nursing 
nursing board review courses Is well d Jf Ca £ 10nal materi als for 
and continuing nursing education ° r patient education 

learned that a Minnesota nuratnU'h yea f' the company 

Minnesota Department of Human Serv?” 6 as sociated with the 
company's copyrights. ThTnurtina W3S infrin 9ing the 
so-called "information center" was °P era ting a 

those o f our 

sel. we were a informed U that m 5nd^° rS and Sought legal coun¬ 
seek damages for infringement of We could not 

information center” would be concur? °Py ri 9ht because the 
hence he ilmune £rom - 
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Furthermore, though we might be ahlp +•„ u*. • 

against future infringement th^r-o ° ol:>tain an injunction 
covering any of the cists or ? n ° P ros Pect of re¬ 

in stopping the infringement. We 3 5®?® we would incur 
support such litigation and we ltr-t not ^ave the budget to 
matter. Many other publishers of to abandon the 

themselves in the same position. educatlonal materials find 

local hospital Association inAalifo™ a . competitor that a 
membership "lending library" whiriA 3 h3S Set Up a free 
copying of our materials and thosS A engaged in wholesale 
Clearly the pattern is reSStinS i S Ur compet itors. 
this type of activity is occur rina AAA 4 - F ° r a11 we know , 
institutions all over the couAA 9 A state - aff iliated 
institutions like these hav* Ho Y * We are conv inced that 
this illegal a ctiv^y S by Acen?AouA° Ur A ed t0 engage in 
immunity to the infringers. We are L-n" 93 Which aCC ° rd 
only a measured statutory resnonlf®* 9 !??P y convi nced that 
our company and others like i? frL f J hls .situation can save 
damage to their copyright pensive, nationwide 

constitute a significant us' State a 9encies 
universities and nursing SShCo? f °? r raarket: state 
Stc. a nur31n s schools, hospitals, nursing homes. 


to abrogate Eleventh Amendment^ ° rder for a federal statute 
remedy against the states^thereAAAh 3nd provide a damages 
guage in the statute itself «?£? be un mistakable lan- 

applies to the states As rel?? Xt c , 1 ! ar that the statute 
the language of the 1909 CopyricrhtArf Was beld that 

without apparent limitaf i r>n PY lght was sweeping and 
intended to inSLde Se s?a^f g ?A- lng that Con ^ess 
covered by the Act. MiUs »(!“ the olass ° £ defendants 
591 F.2d 1278, 12si f TtT! * n °'...I' ° f Arizona . 

recognised that in promStiJg'the A^so^tf^*® 5 ^ 15 ^ 
agency was engaging in W h*t A ^izona state fair the state 

activity, that the award in fho essent ially commercial 
interfere with the state's budgeAAndAhA* S ° l3rge as to 
and attorney's fees under the IStwAA an award of costs 

1286 1287. The state Agency "copy mil?^ 1S A ble - ^ at 

complaining are clearly engaging % conJrciaHcJJimH. 

decision in a AtLcIdiro d sSte Se 2“:f t0 V" Supreme Court'. 

(1985) have cliled t he Mills caS* • A Scanlo £ ' 4 ?3 U.S. 234 
unfortunate wav Th& aT - Se ln ^° < I ue stion in an 

of the Rehabilitation Asf^frfffj 03 ®? he i d that section 504 
the Fourteenth Amendment, diVnot 5 ° f 
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discrimination suit against a 

to subject the states^o suit fo^d*™ 96 '" 05 ' beoause the intent 
specifically in the statute. |™ a 9 es was not stated 

which is a^swe^ping^n^llTfHlfff: the 7976 c °Pyright Act, 
longer considered tl include the stet® 3 11167909 A ct, is no 
the intention to do so is not stated 33 defenda “ts because 
the statute. See e a R ,, ta ted expressly on the face of 

3 uspi y? university _ 

that one court has even held that°%f^ 8? ^ ® are advised 

federal statutes passed under sJct^f ^ §- tasc adero. only 
Amendment can abrogate the Stated S? ° f the Four teenth 
immunity f rom suit! Richard ^31 Seventh Amendment 

would be forever^re ^ente^tro^Da^ 1 • rationale * Congress 
relief to copyright owners injured bi^f 1 ^ 181 ^ 10 * 1 to 9 rant 
infringement of their coDvrtShSf k by State agency 
authorized by Article I, Sec?io3 S^aVL^n Cop y ri S h t Act is 
Fortunately, the Seventh CirciiJ ?' °f 3® Cons titution. 
rejected such an analysis out of h?° f A PP eals has 
is no constitutionally significant 2fv c ° n< z} udi ; n, 3 tha t there 
between the Article I and ^.u y f dls tmguishing 

plenary power and that the^onaJI^* 1 Amendment grants of 
action for money damages™???? ! may Create a cause of 
either grant of power. Matte? ^f 2 ^ nconsen ting state under 
F -2d 311 (7th Ci?. tssi) —~ ° f McVey ^ ruc ^ nq • Tno 812 r 

present fora, 1 |opy?ig h “SoldS« r sSh f° pyri9ht Act in its 
meaningful remedy in damages f ourselv es have no 

infringe their copyrights 9 Evpn^f S J ate a ? encie s which 
injunction against further iS??„ ° Ugh they can seek aa 
415 U.S. 651 (1964) codJ^-^ gement ' Ed elman v. .t^ , h 

5® c °Y® ring costs or Attorney' s feel^th^ ^ precluded from 
forbid recovery of damages becau** 3? th Same grounds that 
attorney's fees would have to come froT 1 ?^ ° f the costs ar *d 
of the state. Educational nuhiieha m the general revenues 
a re at a particular SSSSvaSSge U ? ited bud ^ ets 

the future of this country Aft?? LI Y * m P ortan t one to 

amendment"to t^ S^iJSt'Sf" ^ 

“““ ~ s: 2? 



Page 4 


tL\^L% n u°£L S c a “ ts T% red by the Copyright Act „ 

treasuries 

amount, we recommend that the Sppk l0St profits unlimited in 
damages provisions alon? b ? L? on 504 (c) statutory 
The states' budgetary author??? 6 applicabl e to the states 
measurable contingency udo n W ° Uld then have a 

projections, and l delinab e s £° base thei " financial 
illegal conduct. cost to assign to agencies' 

thJ? ?? lch We would have incurred d costs and attorney's 

i”ra«n°f C0StS % PJ»it gt he 


*“nS£r‘ST^5 ™r be to re medy 

tions nationwide which could • Kf 1 agencies and institu- 
xmpumty is legion, yet an inf?ina^! ? Ur Cop ^ights w??h 
one infringer would impose a seri??? act ^ on against even 
* f nothing i s done, we foreiSi fln ancial burden upon 

£?wss:: 

marketplace to r p ?odu?e e higr2u 2 r ' ion ®' in\hl° SSly 

ilsi -t-i 

institutions should continue^o^rof • ? tat6 agencies and 
Congress has the power to remedy P ?hf lt at ° ur ex P e nse. 
ct to secure our constitution?! right?? tUation and should 

Very truly yours, 


THE am E r ican journal OF 
nursing company 
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transactions witft 

such “ —s, llbr :::r ts and —-««. 

m - •— in ;jrr: ati -— 

tiUs matter. 

We have divided our e 

Se ction i dis _, comments i nto .. 

E1 iSCUSSes the legal int ^ Sec tio, 

ev enth Amendment im • er P^etation of clai 

. nt inu nunity i n c lazms oi 

Se ctxon ir y n Co Pyra.ght inf * 

^cusses the nature « rin Srement C a s 

; e 7 rs s t a ta ^ nroe ;r a ;; the of IIA 

“ S the ^ if stat reUted ««««. ana < 

C ° Pyri?ht -^snt. «„.„ "" -it f 

potential i„t. fl nnlly, section rrr 

mternational i mpI icatio di -«ses 

ns of state immunity. 

msiLnS? 1 , «ww®rp does „„ 

pngress H*<t a.,. _ ~— 


A ‘ Congress Ha 

When a® : Has the Power fn ,u 

--^S-Pursuant to^h Abro ? a te State r 

■ £ - £a - as -S2Bsiast.“? a Jr" 1 * ‘ ? 


ise 


ti0n provi <»«s: 9 4 ^ Patent Clause the constit, 


u ?eful Arts t h Pr °”=is ;Ts e cf°" er • • 
T imes to Auth^ y secur ing f Qr ^? n P e and 
exclusive p? h w rs and Invent-^ Ilmit ed 
Writing Rl ^ ht to theiV tors the 
* gs and Discoveries. respec tiv e 
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vides: 


cl. 8. 

The Eleventh Amendment to the Co • 

institution pro 


suit 1 in°i a ^ e c °n®trSed t JS Stjjd ? tates 
Prosecuted agJin Jt ^' Comraen oed 0 ° * ny 

States by O °ra?o f th the 

y Citizens or <?nK-; another Stat^ ^ 

State. Subjects of any Fore%° r 

Nevertheless th 

immunity fro ' St3taS may " aive their Eleventh A m 

lfc y from suit in federal court o „ ^ 

— it When acting -pursuant ^ ^ 

power " 0 a valid @y 0 ,-„- 

Gree n v ex ercise of 

-— lUlSnsour, 474 v s , 

• 64 / 68 (1985) . 

The Supreme Co 

«“"••• to abrogate state i ' ^ P °"« 

thS Four teenth Amendment. p ™“ nity When pursuant , 

445 ' 456 (IS7 «). The Court'^lf aS£i£S ^^ iiSSi; ' 427 U ' S - 

Congressional no • * never indicated that th ■ 

“*1 POWer “ limited to . 1S 

* Ct * PUrSUant to the Fourteenth Am °“ Where Co ^- 
« e s°tly addressed the guestion h 6 "^' ^ 

— »ate immunity Khen Congress may abro- 

— -•— to its Articis 1 

' 294 <=-47 ( 1987 ) ; 
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(1985) 


— V 


' ^ ^ 


T ^ere i s no difference in 

Congressional power U n. P^ncxple between 

Power under Article i an „ 

rtee " th particularly ia th ““ 

; in r the COPyri * ht ««.. authorizes J 

“ elMiV * ^ •n.lo 9wl . to the f un V" CrSate 

— ^ «- fourteenth Ardent ".T 

COUrts of appeals - aDD , . ' Indeed, federal 

in FitzDat • u ^ ln g the Supreme Court's 

other cases - h basoning 

““ abro 9ate states' Eleventh A„ ^ ^ that C ° n9ress 
a -rcisin 5 any of its plenary im ” Unit f *" 

Constitution, incluai„ g those in^iT"^ “ ^ 

§iiiS ^-^ii2n^Co S32 „ Z - United 

HS ^X TrurW-. ' 1343 < 3 « Cir. 19ai) . 

108 s. ct ' 11 ,7th Cir.) cer* a • 

27 aS87 ).' see County of m 

* 2 d 1124 mj ^- jjpnroe v # p] nr * , 

24 ,2d c «- 1982), cert a ■ 678 

(1983). ' -Stta denied, 4 „ 0 _ s _ u()4 


Congress, pursuant to th^T ^ C ° nclusi °" that 

-■ *■• -—..irr;-"" - - 

ate imn *unity £r o m suit fo 
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opyright infringement. The central i 
e “ etin9 the Ac t , it did so / sue is whether - - 

B ' ~ 


n Inc, „ Ar i-_ 

(9th Cir. 19 7 7TTu . -^£i£ 2 na, 591 F.2d 1278 

6 Nlnfch Circuit held that Con 
*“ et “» «• 1909 Copyright .. C °"9ress, i n 

damage suite for c . -bgeoted the states to 

for copyrrght infringement i„ f edera , 

iS ^. IStoson ^, gnivar „.. r . £Sderal 

CD- Va. 1985) Recent! ^ 6 °6 F. Supp. 321 

; * Re cently, however Wmo 

BVEn a i» e . r i IW v . COU « s ^ve he ld 

* -— nq ‘ u ni vers us of o. i; , 

* 2as ^' 

"°- 87 - 592 ° C9th cir.) ; 1 Mihaiej^corpv 

S “PP- 903 «. D . „ ich . 1984^7^77“^-^^' ” 5 F - 

F.2d 290 (6th Cir ) 2S-°ther_arounds, 8I4 

Cir.), cert, denied, J 08s ct =„, 

aaina L.Indo.tr,-.. r- v ~ ^ ! 

NO - -i2fi-Associates, 

a. sept. 6, 1985), aff'd 

^;olL a t n - ASSOCia M°n of 

and with those ca -^ling an amici curiae 1( ? n diversity 

Computer Software m and r f ani?ations as well as & A ^ dford - 
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frf ^ 22 ' 811 F - 2d 609 <»*> 108 

Dn . . -! 19871 '' Si£j ^^£rso IL ^hot ^ v. Hadfc-a 

' 633 F - 

ESH^ina, Ho. 87-1610 (4th cir I. » , * 

. . a Clr ' i; gg- elfer y - B^rr r 

l-= t< 626 F. Supp. 499 (N.D. Ill. i 985) . 

Several of these oourts relied on the Supreme 

4 ;;r S deCiSi ° n in ^aaro^Bo ffiit.1 V. Scan,on 

•S. 234 (1985), to reach their holding. m Atascadero 

1973 I* 3 * WhlCh lnV ° 1Ved 5S04 ° f the Re habilitation Act of 
enacted pursuant to Congress' Fourteenth Amendment 

power, , and not the Copyright Act - the Court stated that 

congress may abrogate the States' constitutionally secured 

immunity from suit in federal court only by making its 

intention unmistakably clear in the language of the 

statute,' 473 a.s. 342. According to those courts „hich 

ave held that states are not subject to suits for copyright 

infringement. Congress dir? „«+• 

5 SS dld n0t ma * e sufficiently clear in 

the Copyright Aot its intention to abrogate states' 
immunity, and therefore infringement suits against 
Unconsenting states in federal courts are barred. 


See note 1 


/ supra. 
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We believe these recent decisions are erroneous 
It is inappropriate to apply the stringent test of 
Atascadero in this context. As the court in Mills Music , 
supra , reasoned: 


If Congress has acted pursuant to an 
expansive constitutional grant of 
authority such as the commerce clause . 

. . an intent to include states within 
the class of defendants should not be 
lightly inferred. But if the rationale 
for the rule of strict construction does 
not obtain, a less specific showing of 
congressional intent should suffice. 
Here, Congress has acted pursuant to the 
Copyright and Patent Clause to regulate 
the commercial disposition of a certain 
property right .... [T]he Copyright 
and Patent Clause is a specific grant of 
constitutional power that contains 
inherent limitations on state 
sovereignty. 


591 F.2d at 1285. 


In ratifying the Constitution, which contains a 
specific grant of power to Congress to provide for 
copyrights, the states recognized the power of the federal 
government to grant exclusive rights to copyright owners. 
As the Supreme Court recognized in Goldstein v. California 
412 U.S. 546, 560 (1973), in the context of its discussion 
of California's right to grant protection of unlimited 
duration to sound recordings: ”[w]hen Congress grants an 


fc : 


Schwab Goldberg Price a Dannay 


Office of General 
January 29, 1988 
Page 8 


Counsel 


exclusive right or monopoly, its effect * 

y ' ts effects are pervasive; no 

citizen or State may escape its reach" (emphasis added). 

Nevertheless, even if Atascadero^ stringent test 
«ere applied to the Copyright Act, the entire statutory 
scheme, its language and its history clearly demonstrate 
Congressional intent to subject the states to suit for 
copyright infringement. 


1. The 


Statutory Scheme 


The entire statutory scheme of the Copyright Act 
evidences Congressional intent to subject states to liabil¬ 
ity. congress provided that federal courts shall have 
S-l-ive jurisdiction over suits for copyright infringe- 

28 U.S.C. §1338 (a). i n enacting the Copyright Act of 

197 *' CM9reSS ?ranted t0 own.r. certain exclusive 

rights, subject only to the specific exceptions set forth in 

the Act. S106. Congress also preempted state laws which 

are equivalent to any of the exclusive rights within the 
general scope of copyright." 17 D . s . c . s301(a) . „ 

thus provided that the onl* way a copyright owner can obtain 
relief for infringement is an action in federal court. It 
aid not confer concurrent jurisdiction on the state courts. 
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The Copyright Act is replete with numerous 
exemptions granted to states or, more broadly, to 
governmental bodies, for specified activities. These 
exemptions would be wholly unnecessary had Congress not 

clearly intended the states and their instrumentalities to 
be subject to the Act. 


For example, under 5602(a) of the Act, importing 
copies or phonoreoords of a work that have been acquired 
outside of the United States is an infringement if it is 
done without the copyright owner's authorisation. However 
the provision specifies that it is inapplicable to 
importation 


under the authority or for the use of 

of e »n„ V «T nt ° f tl ? e united States °r 
! „ frL * ° r polldi = a I subdivision Of 
— but not including cooies or ~~ 
pnonorecords for use in schools, or 
copies of any audiovisual work imported 
for purposes other than archival use. 

5602(a)(1) (emphasis added). It is clear that states are 
liable under the Act for unauthorised importation of copies 
of works acquired outside the U.s. for "use in schools" or 

of audiovisual works for "other than archival use," to which 
the exemption does not apply. 
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There are many other provisions that exempt 
specific state activities from liability- E.g. , 17 U.S.C. 
§§110(1), (2), (6), (8); 112(b), (c), (d); 601(b)(3) 

(expired 1986); see §504(c)(2) (providing that the court 
"shall remit statutory damages" where the infringer was the 
employee of a library or nonprofit educational institution 
acting within the scope of his or her employment in the 
belief that the use of the copyrighted work was fair use). 
These exemptions would be meaningless if states were not 
otherwise fully subject to the provisions of the Act. Taken 
together, they confirm Congress' intent that, absent a 
specific exemption granted to the states for an otherwise 
infringing activity, they can be liable as copyright 
infringers under the Act just as anyone else can. 

This conclusion is further reinforced by the 

legislative history, which plainly illustrates the under¬ 
standing and intention of Congress that states and their 
instrumentalities would be liable under the Act for 
copyright infringement, absent a specific exemption. See, 
e.g. , H.R. Rep. No. 1476, 94th Cong., 2d Sess. 163 (1976) 
("House Report") (re: special provision on statutory damages 
for "innocent infringers" who are teachers, librarians, and 
archivists); House Report at 68-74 (guidelines for 
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educational use of copyrighted materials); Copyright Law 
Revision: Hearings on S.597, Before the Subcomm. on Patents, 
Trademarks and Copyrights, Senate Comm, on the Judiciary, 
90th Cong., 1st Sess. at 625-27, 632-36 (1967) (re: the 

"state fair" exemption, §110(6)); id. at 1337-38 (re: 
educational retransmission). 

The language and history of the Act lead inevi¬ 
tably to the conclusion that Congress carefully balanced the 
rights of copyright owners against the needs of the states, 
and provided for those needs in the limitations on copyright 
owners' rights set forth explicitly in the statute. 5 Thus, 
we suggest that it would be inappropriate for the Office, in 
its study and report, to recommend altering the existing 
Congressional balance under the Act between states' 
privileges and exemptions, and copyright owners' exclusive 
rights and remedies. 


5 In addition to the specific exemptions provided them 
under the Act, states and state entities often have the 
benefit of special discounts which publishers may provide to 
educational and other nonprofit institutions. 
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Moreover, under the Copyright Act the states 
themselves can, and do, hold and enforce copyrights. It has 
never been suggested — indeed, it xs inconceivable — that 
Congress intended to allow states exploit the benefits of 
the system in enforcing their own copyrights, yet shield 
them from liability when they infringe the copyrights of 
others. 


If the states are permitted to assert Eleventh 
Amendment immunity with respect to claims of copyright 
infringement, they might do the same with respect to claims 
of patent infringement, for the same reasoning would apply. 
If successful, states would then be able to make free use of 
patented products and processes as well as copyrighted 
works. Congress did not intend the patent system to permit 
states to enforce their patent rights (including the 
immensely valuable rights in the biotechnology developed in 
their universities5, yet shield them from liability for 
patent infringement. Such an interpretation is wholly at 
odds with the basic premise of the Copyright and Patent 
Clause of the Constitution. 

In sum, Congress clearly intended states to be 
subject to the Copyright Act. A contrary conclusion 
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necessarily requires one to assume that Congress intended to 
allow the states unlimited freedom to copy and use copy¬ 
righted works, thus undermining the comprehensive scheme of 
protection adopted in the Act. In view of the language and 
history of the Act, Congress' intention to subject the 
states to suit for infringement is unmistakable. 

II. STATE IMMUNITY FROM SUIT FOR COPYRIGHT 

INFRINGEMENT WOULD HAVE A SERIOUS ADVERSE 
EFFECT ON THE MARKETS FOR MANY COPYRIGHTED 
WORKS, AND ON THE CONSTITUTIONAL INCENTIVE 
TO PRODUCE THOSE WORKS __ 

A. Business Relationships with States Are Based on 

the Premise that States, Like Other Entities, Must 
Comply with the Copyright Act _ 

State immunity from suit under the Copyright Act 
would adversely affect the markets for many copyrighted 
works, and be contrary to the longstanding premise — on 
which both copyright owners and states have done business — 
that states must comply with the Copyright Act, just as all 
other profit and not-for-profit entities must do, or be 
liable for infringement. States make extensive and 
systematic use of numerous copyrighted works, including 
texts and other books, plays, computer software, databases, 
films and advertising materials. See Note, "The 
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Applicability of Eleventh Amendment Immunity Under the 

Copyright Acts of 1909 and 1976," 36 Am. Univ. L. Rev. 163, 

165 (1986) . If there were state immunity, states and their 

instrumentalities could acquire one copy or subscription of 

a copyrighted work and copy or download it repeatedly at 

will, without payment. States would have little incentive 

to negotiate for a multiple copy rate or a site license. 

Indeed, the delivery of a single copy of software to a state 

could become, in effect, a site license to that state and 

all of its instrumentalities, with resultant loss of control 

6 

by, and remuneration to, the copyright owner. 

Injunctions against individual state officials 
if they can be obtained — are not an adequate remedy for 
infringement. Injunctions do not compensate copyright 
owners for past infringements of their works; at best, they 
can only prevent future ones. Infringing activity cannot be 
permitted to continue until, in each and every case, a 
violation is detected and an injunction sought and obtained. 


6 It is ironic that such conduct by a foreign _government 
becomes a high trade priority for the U.S., as evidenced by 
the Section 301 (Trade Act) proceeding recently brought by 
the U.S. Trade Representative against Brazil. 



Schwab Goldberg Price & Dannay 


Office of General Counsel 
January 29, 1988 
Page 19 


The difficulty is compounded by the fact that computer 
software and databases are particularly susceptible to 
copying and other infringing uses which are difficult to 
detect. 


Immunity would mean that, absent a detected 
infringement, states would have what amounts to a compulsory 
license under the copyright law for the exercise of all 
copyright owners' rights in all categories of works; and, 
unlike even the limited compulsory licenses which the 
statute provides, this state "compulsory license" would 
provide for no payment to the copyright owner. Moreover, 
most IIA members are small companies whose resources are 
meager compared to the size and resources of states and 
their instrumentalities, many of which are among the largest 
entities in the American economy, on a par with the Fortune 
100, and indeed have greater revenues and expenditures than 
many foreign governments. 

Contracts cannot necessarily be relied on to give 
copyright owners the protection they need. Books and many 
other copyrighted works are generally not sold pursuant to 
contracts. Moreover, if there were state immunity, it could 
be difficult to get a state to sign a contract based on 
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rights it does not respect. Even where a contract does 
exist, it could be difficult to enforce against a state. 
State immunity would undermine a major foundation of the 
relationship between copyright owners and states. 


B. The Constitutional Incentives to Create and 

Disseminate New Works Would be Severely Impaired 
If States Were Permitted to Copy and Use Copy- 
righted Works Without Payment ____ 


If states were exempt from compliance with the 
Copyright Act, it would defeat the purpose that our 
copyright and patent systems were designed to serve. As the 
Supreme Court explained in Mazer v. Stein , 347 U.S. 201, 219 
(1954) : 


The economic philosophy behind the 
clause empowering Congress to grant 
patents and copyrights is the conviction 
that encouragement of individual effort 
by personal gain is the best way to 
advance public welfare through the 
talents of authors and inventors in 
"Science and useful Arts." 


Recently, in Harper & Row, Publishers, Inc, v. Nation 
Enterprises , 471 U.S. 539 (1985), the Court reaffirmed that 
the basic policy underlying the patent and copyright laws 
is: "'to motivate the creative activity of authors and 
inventors bv the provision of a special reward .... The 


«■ 
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monopoly created by copyright thus rewards the individual 
author in order to benefit the public. 471 U.S. at 546 
(quoting Sony Corp. v. Universal City Studios, In c^, 464 
U.S. 417, 429, 477 (1984)). 

This policy would be defeated if authors could not 
enforce their copyrights against the states, for the in¬ 
centives to create new works would be vastly diminished. 

Not only the authors would suffer, but the states them¬ 
selves, for authors are unlikely to write — or publishers 
to publish — books or computer programs for use by states 
(including their schools or universities) if the prospect of 
return is uncertain. 

States and state entities do not use solely off- 
the-shelf standard information products and services such as 
those at issue in BV Engineering . To a great extent, they 
use value-added, customized products and services. For 
example. Login Service, a Control Data subsidiary, offers a 
series of continually updated databases to be used by state 
and municipal managements in such important areas as down¬ 
town revitalization, local ordinances, street maintenance, 
and solid waste management. State and city managers and 
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their staffs are not just an ancillary market for such 
databases, they are the market. 

For such targeted products and services, success 
of a sovereign immunity claim would be ruinous, for it could 
remove the right to receive a return on the costs of 
creation needed to continue such products and services. If 
compliance with the copyright law were not required of the 
states and multiple subscriptions and site licenses 
disappeared, at best only those works that could make a 
profit with a very few one-time sales -- at a very high 
price — would survive. At worst, private risk capital 
would simply abandon any attempt to serve such state and 
local markets, and invest instead in more profitable fields 
(with stable and consistent rules for business dealings), of 
which there are many. Neither outcome is in the long-run 
interests of the states, or of society generally. 

Consider Project Einstein, a pioneering effort by 
Addison-Wesley to bring online database services to the 
public schools. Project Einstein provides software with 
special educational features to allow easy introductory use 
of the Easynet commercial gateway service. Through Easynet, 
one can reach over 900 databases, almost one-third of all 
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databases available in the U.S. If the educational users of 
such services had no obligation to pay for them, the 
services might not be provided, and the students would be 
denied the benefit of them. Similarly, vendors putting risk 
capital into intelligent front-end systems — the first 
steps toward expert systems and artificial intelligence 
would have to reconsider plans to make any commitment to the 
educational market. 

Let us consider another example: library reference 
materials, which can appear not only in traditional 
hardbound form or on microfiche, but also in the form of 
compact disk/read-only memory (CD-ROM). Technological 
advances continue to drive down the prices for this emerging 
new technology, but loss of a significant market could 
reduce that effect, and retard the introduction of the 
technology on any broad—scale basis. If the heart o~ the 
reference market — public and state university libraries 
were cut out, it could forestall the development of CD-ROM 
into a commercially successful high-technology medium for 
delivering information. 

Not only would product development be affected 
adversely? so would marketing practices. Some proprietors 
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may have to market their products differently to the state 
sector than to the general public, resulting In 
substantially increased marketing costs. Success of 
sovereign immunity claims could so change the marketplace 
that some proprietors would be forced to rely only on trade 
secret protection, which they could enforce, rather than 
copyrights, which they could not. But reliance on trade 
secret protection would mean reliance solely on a cumbersome 
and expensive administrative apparatus, complex and 
uncertain contractual arrangements, and differing state 
laws. 'Changes in marketing practices could result in more 
restricted access to certain types of copyrighted works, 
thus disserving the basic policy underlying our copyright 
law. 

C. Free Use of Copyrighted Works by States Would 
Injure Copyright Owners in Multiple Wavs _ 

Unauthorized uses of copyrighted works would mean 
that copyright owners lose not only necessary revenues, but 
also their ties with the users of their works. Crucial 
market intelligence for certain types of copyrighted works, 
such as databases, would be lost. Information companies are 
no different in this respect than other businesses: they 
need the give-and-take with users to improve their offerings 
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and to plan for future product development. This interplay, 
critical to the private enterprise economy, cannot happen 
when there is no control over who their users are and when 
and where they make use of the product. Thus, many 
copyright owners would be deprived not only of the present 
rewards to which they are entitled, but also of the full 
opportunity to succeed in the future. Sovereign immunity 
would cut off the necessary feedback. 

One possible consequence of state sovereign 
immunity might be that liability (and possibly substantial 
damage awards) could be imposed on an information provider 
— regardless of fault — for injury to a state entity that 
the company never authorized to use its work and from which 
it never received a penny in revenue. Cf. Brocklesby v. 
United States , 767 F.2d 1288 (9th Cir. 1985), cert, denied , 
474 U.S. 1011 (1986) (court ruled that producer of 

aeronautical chart which accurately reproduced an error in 
FAA data could be held strictly liable for plane crash; 
judgment for $12.8 million in damages upheld). 

A sizable judgment could bankrupt many companies 
in the information business. The prospect of potential 
liability because of someone else's error is bad enough, but 
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if a company could tie found liable — and assessed damages 
— in connection with a state's use of infringing copies or 
screen displays, it would be intolerable. There is no 
indication that states asserting immunity would forego 
claiming damages for any injury or loss, even though the use 
were illegitimate and the vendor was not permitted to 
provide appropriate update and other support services it may 
customarily provide to its authorized users. 

Finally, state immunity raises the possibility 
that some states might mix the copyrighted contents of 
private databases with state works and provide the whole 
package under their own names as publie domain products or 
services — or, even worse, as state copyrighted services. 
Nothing in the immunity argument offered thus far precludes 
either of these possibilities; both would involve not only 
unlimited internal use, but also unlimited intrusion into 
the marketplace. States are entitled to claim copyright 
protection for certain works under the Act (e.g. books 
published by state university presses), but states must not 
be permitted to take advantage of the benefits of the Act 
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and at the same time abuse the rights of other authors with 
impunity. 7 


For certain categories of works (e.g. books 
published by state university presses), states are 
appropriately — permitted copyright protection. 

III. STATE IMMUNITY FROM SUIT FOR COPYRIGHT 

INFRINGEMENT WOULD HAVE SERIOUS IMPLICATIONS 
FOR U.S. INTERNATIONAL TREATY OBLIGATIONS 

The Eleventh Amendment applies to foreign 
nationals as well as to U.S. citizens. If states were 
immune from copyright infringement suits by U.S. citizens, 
they would likely enjoy the same immunity from suits by 
foreigners. And if any such immunity permitted states to 
use works of foreign nationals without payment of royalties, 
the United States would be open to legitimate criticism from 
Universal Copyright Convention members for failing to ensure 


This proceeding comes at the time when state 
governments, both legislative and executive branches, are 
taking steps toward providing electronic access to state 
materials, which adds additional urgency to the need for a 
satisfactory clarification of copyright rights. 
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that works of their nationals receive adequate and effective 

8 

protection m the U.S. 


State immunity could invite retaliation from 
aggrieved countries on other aspects of copyright 
protection, as well as reciprocal treatment on this specific 
point from other countries which have federal forms of 
government, such as Canada, Mexico, the Federal Republic o*. 
Germany, Switzerland, and Australia. 


8 While the major international copyright conventions do 
permit limited compulsory licenses of.copyrighted works, 
they do so only in narrowly defined circumstances.and only 
upon payment of just compensation. See, e.g. , Universal 
Copyright Convention (Paris text, 1971) , art. Vquater; Berne 
Convention for the Protection of Literary and Artistic Works 
(Paris Act, 19 71) , Appendix, Artie les II, HI, IV. 

9 Nor is it a matter of mere speculation that the 
unauthorized use of foreign copyrighted works by local 
governmental authorities can become a major trade irritant. 
U.S. copyright owners have been justly aggrieved at the 
unauthorized and uncompensated retransmission of broadcast 
signals by Canadian cable television systems, some of.which 
are owned and ooerated by local governmental authorities. 
With considerable difficulty, the U.S. managed to get a 
Canadian commitment to end this practice included m the 
U.S.-Canada Free Trade Agreement, as.submitted to Congress 
and Parliament for ratification (Article 2006, Retrans¬ 
mission Rights). For the U.S. then to permit states to do 
to Canadian copyright owners what Canadian government cauie 
systems have done to U.S. copyright owners would undermine 
U.S. efforts to achieve effective protection for our 
intellectual property in other countries and to promote free 
trade. 
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The works of foreign governments themselves are 
commonly subject to copyright protection under their own 
laws; §10 4(b5 (1) of the Copyright Act requires the U.S. to 
protect the works of "a national, domiciliary, or sovereign 
authority of a foreign nation" that belongs to a treaty with 
us. The unauthorized use of such works by our 50 states 
could be seen as an especial affront to foreign governments. 
Moreover, a perceived failure of the United States to live 
up to its own treaty obligations could seriously jeopardize 
current U.S. efforts to fight international piracy and 
improve protection abroad for U.S. copyrighted works, both 
in multilateral and bilateral negotiations. 

Conclusion 


Our copyright system reflects a careful balancing 
of the interests of authors and users. The Copyright Act 
itself sets out rights of copyright owners, and limitations 
on those rights, such as the fair use doctrine and numerous 
specific exemptions which reflect a particular concern for 
state uses of copyrighted works. State claims of immunity 
could destroy that careful balance and undermine the basic 
policy of the Copyright Clause of the Constitution of 
providing incentives for the creation of new works. 
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* * if * * 


Thank you for considering the IIA's views. The 
HA appreciates the undertaking of the Office to provide the 
benefit of its expertise and study to the Congress on this 
most important matter, and its most welcome invitation to 
the public to provide comments. 



MDG:mj 


Sincerely, 

SCHWAB GOLDBERG PRICE & DANNAY 
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copyrighted worts*5h“h «e e uSd n L i ai? 0 " PU l er pro 5 ra — and other 
including profit-making b MinIss« all sectors of our society -f 
and educational institutions. If stSsV ^° Cal S°vernments, 
for copyright infringement a static e lr ™ une from damaqes 
could acquire one authorized o™ V ernment or university 
copyrighted work, and then make L?i 4 C ° mp, T er P ro 9ram or other 
payment, we usually relv on oo„. Udt i pye co Pi es with no further 
a practical matter ,suth ™However as 
enforce against states that hl?? ta may become difficult to ' 
be asserted against them. 16Ve underl Ying copyrights cannot 
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based on the premise that st^es * rrangement s, which are 

copyrrght law just as anyone efse “ 6 Under the 

aovern° mP +? tSr prograi »s and other wSks ar?^^' t0 the extent 
nm ? nt ° r educational markets st L designed for state 
substantial disincentive for us to f? ? lrnmunit Y could be a 
because we would be uncertain whether wT sp< f<;ialized new works, 
return on our investment ■ r wou ld receive a fair 

oS?y?i?ht i n y underl y in 9 ™r copyright "law W °^?,. thUS diss erve the 
copyright owners would suffer. 9 X ‘ Stat es as well as 

states to use^opjrighted^orki 1 C °P gress intended to permit 

ca^efnf K S f S beyond th ose permitted bv it? * iabllit y under the 
careful balancing of the rirrt,*-* ° y lbs terms. The Act i<? * 

particular needs of governmental°and° P ^ righ ^ owners against the 
evidenced by the numerous d edu ? at ional institutions as 

institutions mu-*. u i special exemptions in &^, 4 - * * as 

"f b . r «? n t 8 S'. r concern the decisions in 

6 - 7 .. F c ~ " ? h q ,1 l T! r f itv nf ‘1 

Radford Oniversi uj^ Ch tf Al ? d * r ‘ ! ' , ' n PhoSnraphy 6 "* 3 ‘' 

p%!2, NO. 47-T&0 (4th 1SV i weh W ; D - ^ P appeai 

courts make it clear that Ztl* L ^ We bell eve that unless th£ 

leSiJi d t^ ageS Under the c °Pyright t ASt ar co? UbjeCt to suits for 

by ths In f°tmation 

«—St^rX SEft ££££& h a ZT r ’ ^P^^dUiSnaT 5 * 

concern over the rec^SSi^. ser^uT 1 
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Again thank you for giving us the 

hope that these comments will be of 
study. Ui - 


opportunity 

assistance 


to comment. i 
to you in your 


/ las 

cc: j. w. Henderson, Jr. 


- j. 


n a n M- 

Howard G. FiguSoa 
Vice President 
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Mr. Ralph Oman 
Register of Copyright 
Copyright Office 
Library of Congress 

JashinztOn. D n wri 


OFFICE OF REGISTER 
OF COPYRIGHTS 



FEB 04 1988 

RECEIVED 


Title 17 U a s 1U C.? n ^blfruf9 i 4-5?3 0f 94th t c d C ° Pyri S h 

Payees, officers and officials. 


Writer's Digest 
The Artist's Magazine 
Decorative Artist's Wot 

Writer's Digest Books 
North Light Books 

Writer's Digest Book Ch 
North Light Book Club 
Graphic Artist's Book Cl 

Writer's Digest School 
North Light Art School 


Dear Mr. Oman: 

As publisher of the nation's leading 

we are responding accordingly to your offi^ 68 involvin S artists and writers 
Congressional Record. 7 7 r ° ffice re quest, pursuant to the ’ 

Sta tes 6 C opyrights^"are the' liL^Uod^f^ Publicati <™. Inc. that United 

li/M^r® t0 all ° W States of the United r stat 6 ^ 1 ’ 000 ’ 000 readership, 
lifeblood can be described as high handed * u® immunit y against our 
worst. The value and enforceable tv nf * at b ® st ' and totalitarian at 

rouL indU K trieS - ^ Ust of whiih wo^ld°be r ^o tS ^ th * lifebio °d of 
round numbers, based on 1982 measurement, b nu ®erous to name, but in 

dollars, or about 4.6 percent of our Gros^ ^ 

valid c opyrights y poLMsed S worlSide n simifr teS l tOWardS th ® millions of 
all copyrights and denies all coovri«rh^ ifiCan ^ ly diminisb es the value of 

oro£ Cal r bdlVl3l ° n3 f S rZSL r ed With State «£ir 

profits and attorneys' fees. Thf, r 1 1 , CSe to a su *- c for damages 

Rights, Article I, Section 8, Clause S^f th^r faC ® ° f ° Ur Constitutional 
States ("To promote the Capitol proere,, f h « f onstituti °n of the United 



S&VERAC ComSBB 

OF COPYRIGHT 

FEB 0 5 1988 




Mr. Ralph Oman 
Page 2 

January 29, 1988 


r e qu«st r fofaction you/officf' 1 ^ Infor ” ed . and a 

befora the Confess „f th. United LL If r “ d >' '» Ratify 



cc: Robert Kastenmeier, Majority 
Subcommittee on Courts, 

Civil Liberties and the 
Administration of Justice 

Carlos Moorhead, Minority 
Subcommittee on Courts, 

Civil Liberties and the 
Administration of Justice 




January 29, 1988 


r SqUlte 

«S ^ lSeS rlal Buadi "9 

Washington, D.*0?^ 20003®"“®' S ' E ’ 

Dear Ralph- 


GENERAL 1 COUNSJED 
DE COPYRfGHU 

FEB 0 5 1988 

^CEIVED 


Poorer qual inmate fill I ° f r Some thing^hi ch wi U *?? teach ers at all 

*sa Jja.-sfa? -X“S'*-s- 

«2?£S‘S -Sj^ssMsa, - 

B „ P ** t0 attend * I hope Til Lf fc the fright 

**•* Personal regards. 1 YOU then * 


Gommenf {. 

RM 87 - f 
Wo. 42 . 


CAB:f s 


Enclosure 

" D ° roths ' Schrader, Esguire 




Houghton Mifflin Company 

(617) B /! a 5 “3oo'*Cable S HSuGH S roN ChUSellS 02108 



federal express 
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L Reca ivED 4 


C0 °V/?iGHf 

FEB 0 5 1939 

5^£eive0 


E »luire 

Copyright Office" era ^ C0Unsel 
department 

Washington, d. c. 20559 

2" R ^' St f ° r ^formation: Eleventh 
°ear Ms. Schrader: 

™mi e E?StT£f 1“ .uS , £gr**‘ «««... 

«=— 

•*p®cc to face will be 

Publisher 9 of°instructi Co ? pan y is a publicly held 

sisa*^aj2: 

publishing where we d2? S f S es P® ci ally true in tfif ° f oox natior »'s 

n- edUCati0nal 

^is area is due in a^laro*^ take pride in the fact 1 frh»5° r use in 

ass- - - ™*iy»^%s»^Aiysas 

wicn them for our mutual 

As sho^in^^co^Jate 1 " 9 ls 80 lm P° r tant part of 
«» from sales of UxKofcf^ r *P° rt for ^ If Alness. 

1987, we registered the convr?I^*. 0t !? er ^cational materifi° Ur net sales 
for instructional use _ py f 1 9 ht s to over 400 new ^ing 

Education reported in*it l pit?" ° f the fa ct that*the^E^ 5 Pushed 
university and qra £ w»L!! bruar y 19 87 Bulletin °®P»f twit of 

institutiBnsTwl a« *,! r StUdent ? in this cowt™ ^ J 7 ‘ 4% of the 

should state inc*- 4 * ^ ou will recoanirp kJ? ^tsnd state run 

lability, fhey rep^tl ^5! &£“* 

sovereign ie^HffrS'cSi^iSri^^f 1 **«<» use of 

ngement of copyright and from our 



- 2 - 


&bi ^ ^ fcy to obt f 

^rs^jsBs-asa^Sii- 

It is . 4,6 n ° effec tive 

2S5 S^gEft" °* educational 

there'wuld bf ° Ur . underst en«ng 0 thaf Ul J? s for WDUld 

„t^ r n ° ^nfringS^^/hould S ov er S™ £ 1 ™ 11 *" fr l"9e 1 ne„ t . 

Polishing tor thf hat pufalish ers would ? ? llch w could fii.^ Prevail, 
states to 9 r«^£S* “ rt «t». WhHfft^if^ to discontinue ' "* 
commercial nuhl i e*^ ex P^nsive four-cninr *®practical fr% 

£S-E; n ™Lf3S^ SS£?rS * 

c ~r SSrl% s s -i;S ^3 

favorablv f? 9 Presses in ofder^? 0ther expensive 

sP^^^IS§si» 

ass?** « 

SA^tSS'S 2 f - ^^nt^r ““tials 

sat »r 1 

«»re worn* k. _ , *' l6SS 


2 . 


3. 


, Ae| 

were would be a 1 

p!TSJs£l^s^v;£,ssi-^ ™ » 
SS1'3S5*®3& , 5sS 5 ' , S5S- 

f3»lty incom^ is a , re P, ri “FHy ciass^ t e e M° auU >ors. 

^ - - «r *•at- 



4 ' a^full ^ *"*»!« 

Of national education growth 

date of our current copyright^a^b^th^i 016 years sinc e the effective 
exclusive rights of owners 9 of copyright*!recognition of the 
Our permissions departments are exi»rior. ? e< ^ uc ational community 
awareness of these rights as shoS P S, encin9 311 leasing level of 
expressing the need to hlve pl^^^ 6 30(3 ?° re classLoTteachers 
increased frequency with SiS^oHiSSii? COpy writin 9f by the 
to reproduce materials for educators H, 0py sho P s request permission 
< 23 V £ 1 ? ht clearin 9 organizations We acceptance of 

which in so many othe? w^™^^ t - h &°? ritlcal that states, 
disregard the exclusive riahtc nf ™ oopyright law, would be able to 

sovereign iimnunity as in the cases currlntl^in litigation/ 150813:1011 of 
the ^rSaSi^^'^li^helpful i„ considering a reaedv for 

ess s 

openly violate. Pleas. let » ^“^‘oT^Mie^ce. 


Sincerely, 



Li* Butts, Director 
Legal Administration and 
External Relations 
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°ear Ms. Schrader: 


light of th. ^ e S ls latlon on tL the 1936 ColviL^f nge ° f 
subsequent- - Supreme Court*. . rssue is now Act but 

While^rL, 1 ?^ °°urt decif,“ 85 ^Saacatw" S*°? s ? ar Y in 

oi p S 9ht vr“tf ood 4^°s s c^ g ^SiSar nd 

ambit P of S | 6 f° n 5 res sionai intentT the Atascadero**® 6 the 

albeit 0 ^ t S f S ~ 2 ST® 1 * 

sovereign ^ 

Mikva an’ti g^ n i ty cases. Th£ S r been epllt 5-%'ln "* furthe r 

uncertain ^ ® dd fl ^u2^i£i««^^ t . 

As w* 311 alre ady 

c °"Prc„i ses ® r 3 S t J^ aware the a976 Aot 
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tion «fe?s t to 1 fai? the f r =9 uest ^ informa- 

the subject of a more DroloJLfS of u the 1976 Act were 
guidelines contained in the 197 « ^ c ^ assr °om 

tion of these dif?icuJ?ies ° USS Re g° rt are a reflec- 

interested parties enoao! i« Y l ? ne wonders ' did the 
and their instrumental it ieg 0 ^, 110 !! heated battles if states 

to be exempt from monetary liabilit^ SC Thei districts ) w ere 
similar provisions in theAct wmS' The ? e are other 
enclosed amicus Prisf 

whole oleariy V contImplated t the n s tates 1 h C ” te parts and as a 
the Chapter 5 remedies? and aS fDo??™ eln ?* SUbject to a11 °f 
no reason why they should not Con«™ matter can think of 
amend at least two statute^ iA liah? o^ S »? aS a i read y acted to 
statute at issue in Atasead*™ * f ^- tasca dero: the 

mental Compensation fe^lfbilitv^r? 6 Com g r ® hens ive Environ- 
Circuit held that Atascadero barred aft ® r the Third 

Act should be similarly amended in ord^^ 1 ^* -T he Co PY ri ght 
future litigation and to ensure JLfff Jo avoid needless 
m passing the 1976 Act is fulfilled thS lntent of Congress 

Respectfully you, 

A fi, 



William F. Patry 
Committee Chairman 
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States Court of Appeals 

For The Fourth Circuit 

No. 87-161 0 

Richard Anderson Photography 

Plaintiff-Appellant, 
v. 

Radford University et al., 

defendants-Appellees. 

°" A T*' fro ""“ States District Coer, 

for the Western District of Virginia 

****** F ° R CURIAE 

AMERICAN INTELLECTUAL 
property LAW association 


INTEREST OF THE AMICUS 


(aipla, ir r— 

=r h sjszzrrr» 

and other tntdleaual propenytw"A,? L T 8h ‘' 

include attorneys in private practice an H , AIPLA s members 
corporations, universities, and government by 

areas of practice, in which separate »nH a »• n * ke . many other 
defendants’ bars exist intellectual n d, f tlnct Plaintiffs’ and 
— ** P-aindffs^' S“ai ProPeny "=Pre- 


I D—_ 




• Letter 

8 7 " 5 

Mo. 3l- 

ala 


f llant. 


ppe/lees. 

irt 


>ciation 
i 4,800 
st and 
> trade 
embers 
/ed by 
f other 
's’ and 
repre- 
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but is^d^^piy^*bl^ ° f ** P3rt,eS ’ 
this case. Specifically, affirmance of th«» . PUb ! IC 1 I "P° rta nce in 
jeopardize the rights not nnl„ r f the dec,slon below could 
owners of ^ ° f 

Wh,ch a re widely used by s.a K PaK " B ’ 

and because *” w ™£' <•««*. 

d o s°Sw w rb,™tsr by '‘ 7z ™ 

'oave ,„ file d* '° F R A PP p », 


I. 


ARGUMENT 

PATENTS'aR^NOT^imImiiiw COI ’ VR,c HTS AND 
ENTH AMENDMENT M ZED BV ™ E ELEV - 

lXnf , " e “" *—» — *« Eleventh 

Powe^^Sr^Z^H*^ n °' *■ <* 

Const., Art. I, Sec. 8 , Cl. 8 . ^ont *"? Pa * Cnt statutes - U.S. 
federal courts exclusive jurisdictio ^ 5 ,D tUm ’ h8S grantcd the 
cases arising under such statute, TvT^^J^ 

7 of 

sra-d sir* 

exclusive of the coumlf fu h Junsd,ct,on shall be 
variety protection and cop^ghTca" s" PatCm ’ P,am 

and Ipy^”r rs ,u :- b ^ 1 “ 
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Thus, for example, in Employees v. Missouri Public Health 
Dept., 441 U.S. 279 (1973), which granted Eleventh Amend¬ 
ment immunity, the Court implied that federal jurisdiction was 
unnecessary because a suit in state court was likely still possible. 
The federal statute at issue would therefore not be creating a 
right without a remedy: 

The argument is that if we deny this direct 
federal court remedy, we in effect are recognizing 
that there is a right without any remedy. Section 
16(b) [of the Fair Labor Standards Act], however, 
authorizes employee suits in “any court of competent 
jurisdiction.” Arguably, that permits suit in the Mis¬ 
souri courts but that is a question we need not reach 
441 U.S. at 287. 


Justice Marshall, concurring in the result, was more explicit 
in referring to concurrent state court jurisdiction as a justifica¬ 
tion for Eleventh Amendment immunity: 

While constitutional limitations upon the federal 
judicial power bar a federal court action by these 
employees to enforce their rights, the courts of the 
State nevertheless have an independent constitutional 
obligation to entertain employee actions to enforce 
those rights. See Testa v. Katt, 330 U.S. 386 (1947). 

See also General Oil Co. v. Crain, 209 U.S. 221 
(1908). For Missouri has courts of general jurisdic- 
Uon competent to hear suits of this character, and the 
judges of those courts are co-equal partners with the 
members of the Federal judiciary in the enforcement 
of federal law and the Federal Constitution, see 
Martin v. Hunter’s Lessee, 1 Wheat. 304, 339-340 
(1816). Thus, since federal law stands as the 
supreme law of the land, the state’s courts are obliged 
to enforce it, even if it conflicts with state policy, see 
Testa v. Katt, supra, at 392-394; Second Employer’s 
Liability Cases, 223 U.S. 1, 57-58 (1912). 

441 U.S. at 298 (footnote omitted). 


However, in patent and copyright cases, the only jurisdic¬ 
tion possible is federal jurisdiction. 28 U.S.C s msr,\. 
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Goldstein v. California, 412 U S. 54* t . 07 ^ 
court cannot hear a n«K» n t or . . ,^ lus ’ if a federal 
against a state because of S mfringcm ™ suit 

copyright owner will never Amend ment, * patent or 

violation of his right*. Further if.il to tmn such a 

against such unauthorized^' of ktlTlHH f ** * minunized 
•here truly will be a right-and i P^ny, then 

that—without a remedy The "^‘“ 0on * Jly ba aed one, at 
jurisdiction of 28 U.S.C. | 131 */, i^TfY ^“‘ve federal 
legless. That result, we submit j. rendered mean- 

and Congressional intent, a^milireSr 1 *^ *° C ° Mtin,t ‘ 0 nal 

the E,evcnth J of 

to Abrogate 

*■ **•« Copyright Act ““ktakable Language 

In Mills Music Inc v , . 

1285 (9th Cir. 1979), the ^unofnnJT^ 591 F2d I278 - 
is clear that the abrogation of a hc,d tha t “it 

immunity is inherent fn the CoDvriJht* Amcndm ent 

the Copyright Act” Pynght and Patent Clause and 

gresshasno^r^AbrogateEte^thA^ b *f° W ~ that Con- 
under Article I of the Consri*,,t£ w ® Amcndm cnt immunity 
>t Fourteenth Am^d^TS ‘^ "f" *<** 5 

—S.V 

State Hospital v. 5^ *!*? 0 *“* Atascadero 

recently in Welch v. State Den’t of // l ^85) and more 
<U.S. J„« 23 , „ 87) 5 US L W 5046 

acting pursuant a valid exercise nf it 6 ^ Con * ress - ««n when 

express its intention to abnTgTte ‘ ts P° wcr to abrogate, “must 
the statute itself.” Atascadero, SHpr^muS^ of 

2 n us , c ««»« 

sc ■*" requirem ™' h « -« ~ Zts^TJz Z 


permit 

elusive 

In 

same o 

fn 

its 

tlx 

im 

id< 

ooj 

Mi 

exi 
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for 
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Johnson 
Va. 1985 

Ind< 

Johnson 
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issufflde 
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construct- 
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liability 11 
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axiomatic 
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permits suit against “[ajnyone who violates any of the ex¬ 
clusive rights of the copyright owner.” 

In construing this language, another district judge in the 
•ante court as that below held: * 

Whereas the 1909 Act prohibited “any person” 
from infringing on a copyright, the 1976 Act prohib¬ 
it STf *° m ? doi “ g Thus > ** language of 
the 1976 Act is at least as sweeping, and probably 

more sweeping, than the language of the 1909 Act in 
identifying the class of defendants subject to 
oownght infringement suits. Therefore, based on the 
Mills Music analysis of the 1909 Act, and this court’s 
examination of the operative language of the 1976 
Act, thecourt determines that the 1976 Act waived the 
states Eleventh Amendment immunity from liability 
for damages and equitable relief for copyright in- 
jnngements. (emphasis added) 

UrUvenity ° f yirginia > 606 FSup P - 32 »* 324 < w.d. 

,. Indccd ’ district c® 1 ** below in essence agreed with the 

C °“ tni I Ct,0n of the Copyright A«, noting “the 
Copyright Act s general authorization for suit against ‘anyone’ 

IS sufficiently broad to include the states.” 633 F.Supp. at 1159. 

The Court nevertheless believed that this may not present 
■tojon of UM-Mlu bte language allegedly by % lasca _ 

aero. We respectfully disagree and further note that a contrarv 
ST*"."-' meaningless olhe, pamT 7' 

a -I^Ll in a 

manner that gives sense to that whole. See In re McVev 

Trucking; Inc., 812 F.2d 311, 326 (7th Cir. 1987) (in Eleventh 

Amendment case court held “in seeking to constni" state we 

not view any provision in isolation. Rather we seek to 
understand a oive.„ i_ , . . ’ we se€k to 
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larger statute of which it is a nart^ ” tl* _ , , 

~ *•«A«’is 

«ionl e i°aZr‘ M “ “* “ Pr “ S ‘W»- 

the CoDvriohr n« ’ , (1973), that [tjhe objective of 

nl,* " 8 , aause Was dear, y to facilitate the granting of 
njte national tn scope," "when Congress p*„ B 

njh. or monopoly, the effect, are pervasm;*, ”.. "- ‘ “'7 

may escape its teach” (emphasis added). (Id ,T«) Thit 

3or;h , Lh"" P “:y mhod r d -—££ 

copyright It wouW ho CqUIV * tent , slate activity with respect to 
c 11 i d ** anomal °us indeed for Congress to have 
ntendcd Section 301 to prohibit states to grant copyrights but 
to permit them to infringe the copyrights ofote 

,L 

“T- ~ -^rrhave UTal 

a " h ffirma " ce of thc district court decision could hive a far 

SSarsTssasaa 

Pursuant to its Constitutional grant of Dower tn 
nanona^ patent la„ s , Congmss enacted de«iled?uJo£ p““ 
to protec t inventors’ rights. 35 U.S.C. § 1 7t ^eq. 3 

injunctive relief foTj^fnn'^^n^o'f 1 patem*'!!* 1 */ that Sta,C5 are sub J c « «o 
F.Supp. 708, 712 (N.D.T m4v « / 7 * 7 "** Cor *>- 273 

Department, 337 F.Supp. 795. 799 (D 2^^1972^ v Minnesota Highway 

(footnote continues) 



■*>*>*» 


Congress has provided for exclusive federal jurisdiction over 
patent cases as in copyright cases. 28 U.S.C. § 1338(a) 

The notion that it would be unfair and unjust if a patent or 

imelkS ? WnCr had no , remedy a * a »nst a state which used such 
intellectual property without authorization has long been recog- 

136 (6thC^ I898 1 ) ClrCUi ‘ hdd “ H ° W ‘" '■ mUer - 91 F l29 - 

A state cannot authorize its agents to violate a 
ciuzen s right of property, and then invoke the con¬ 
stitution of the United States to protect those agents 
against suit instituted by the owner for the protection 
ot his rights against injury by such agents. 

This court should similarly not permit the states to violate a 
constitutionally based federal right by depriving 

EKJSE? •* availabk f< ™ 


Respectfully submitted, 

Robert C. Kline, President 
American Intellectual Property 
Law Association 
2001 Jefferson Davis Highway 
Arlington, Virginia 22202 


By: _ _ _ 

William P. Patry 
Saidman, Sterne, Kessler & 
Goldstein 

1225 Connecticut Avenue 
Washington, D.C. 200036 
(202) 833-7533 


its Attorneys 
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•Coii” r; 9 ;r y cor n h ” r der the 1909 c ° pyri « h ‘ a « * 

Viroi^ ! 1976 C °Pynght Act. See Johnson v. Uni^in, 
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MARRY L. LYNCH (1915-1983) 
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The instant motion arises frrt 
Plaintiff fo r inf . * * COm P lai nt brought by 

infringement of copyright,! violati 
constitutional rioh^c vl °lation of 

rights pursuant to 42 u s r * , 
pendent state claim for „ 1Uful 

— Us. PIalntlff aUe UfUl aPP " Prl *“°" tr. a . 

Massachusetts (Comm ^ ^ the C —1th of 
(Commonwealth,, lts subdivisions! 
employees! lnfri 10ns2 a "d Us 

—dated works and in so do"^ - 

— -e process of J 

Amendment. Plaintiff seeks m atl ° n ^ ^ F ° UrtSenth 

Cary and equitable relief. 

Pursuant to the 1976 n 

1976 Copyright, 17 u. s c - 1ni 

Bureau of Accounts and the Deoa t ~ ^ 

3 Harvey Beth Fd Apartment of Revenue. 

j oetn, Edward Collins 

-Lins and Robpru 

wooerta Hemzmann. 
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business of collecting k 126,1 “ h ° ^ enga9ed in tl 

Ctlng Public financial 

statistics ana ■ formation and 

Lies and compiling dat-A k 

— - informal to . “ a " the " aPPlyi " 9 **" 

^ —s. Her computerized -fa hase „ hlch 

—s lneluding repQrts ^ are sola ln various 

lune access tie-i„s tQ ' ° mPUter tap8S ' and telephone 

to the computerirp^ a *. 

(Complaint V 8).4 n a a base - 

” Pd t-t 3, sources Z 
information fro. the to „ ns ^ 

standardized for. developed by plaintiff 6 C °~ a ^ on a 
Plaintiff also created a ’ (C ° mplaint 1 9). 

- -o pu b ; ic financiaV::;::;: 1 ^ data base 

and “» Commonwealth whitTis^ ^ 

— * the Commonwealth knom J]™? * *>'" 

- the ahove-menticnad wor ks ; A "‘ 

" U - S - C °~ office and all h^ 

notice of claim of cop yrlaht £ statutory 

- of pi™;. 

Commonwealth by and th S C ° mplaint is that the 

y nd through its employees i„, • 

copyrighted materials wh w infringed on her 

terials which included trad* 

not compensated her for the loss of her SeCrStS ' ^ haVe 

The commonwealth contends that th Pr ° P0rty ' 
provides an i m m unlty against ; h3t — Amendment 

Additionally the Co " C °^^t action. 

y ' the Commonw ealth contends that the 

insufficient grounds r are 

grounds for the S i 983 cl 

__ i =*im. in support 

15 »' f *^. t SoS;n S S°S!.S?.“f d ^Ofploint whrch 
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mere iq = n m „ 

remedy in stahA i a< lequate 

j xu Acate law,- and 

Finally, the Commonwealth marnt qUallfled aPPlieS ’ 

— - state a claim both foc ^ *>« 

secrets under state law and fQc aPPr ° Priatl °" <* trade 

— »der the Copyright Act . ^ ^ 

J * copyright^CLAIMS 

It is very clear that the Eleventh Amendment 5 ba 

Y 3 CUi2en a ^ a inst a state, unless the * 

P^ty in the litl „ State Consents to be a 

19 a tion. Pennhurst staf* c w 

Halderman, „ - ~~ ^ h -£ a !_iJIospita 1 v . 

e^'l7: iea 7 tha V -, i04 »»»' - — *t~- 

treasury is' ,, ^ -» 9 .. from th. , t . t e ' 

Y 13 9 en ^ally barred by the 

^Jordan, 415 u S 6S1 ev ®nth Amendment, Edelman 

S * 651 ' 663 ( 1974 ) rs h ^ 

(1974). ' ^ SSSi' 416 U.S. 1000 

The precise issue before this Court • 

Copyright Act® uaives th 13 “ hether th * »76 

he Commonwealth’s Eleventh 

immunity from l labulty for ^ 

infringement of oopyrighted material 

........ 

cases wnich address e ™ 

action against a state. General in —-nt 

‘"to two classifications- t h ^ ^ diVided 

uuns * those whpro *.u 

Eleventh Amendment provided ■ • 

_ ed lm ™hrty from suits of this nature, 

Tn'itt or 3teS ■ s hall not be 

State?" S 5“ e ' c « ty"citizens " 

U *S. Const. Amend, xi bu&5ects of any Foreign 

^1? U.S.C 6? 1 ■> 
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Wihtol v Prow inn 
— _ ' lrow / 309 F. 2d 777 /04-u 

State of Mich. 595 F g 1962); v . 

-e;;;;7 c ;;; t dete pp - 903 ,E -°- Mich - ^ - -T" 

court determined that tt^ 

Copyright Act waived the Elev 8XPreSS l 3 n 9 Ua 9 e the 

MUls_Mu siC( Inc . v “ e " th A '" end '" e "t sovereign immunity, 

— F - 2d 1278 <9th -• 
Virg. 1985). ~ ' 606 F - Su PP. 321 (D . 

m Wihtpl J^cr«, 309 F.2d 777 „ 

bought suit for copyright Infringement aga ■ ‘ 

district when his sono 3 scho ° l 

9 was performed by the hint 

Although the court found that indeed the 01 ° h ° ir ‘ 

had been infringed the co PYright m the song 

pinged, the court concluded that "fa, • 

6 State ° f the infringement of 

”“ M n0t be stained, because of the E l C ° Pyri9ht ' 

the Constitution of the unit d eve "th Amendment to 

United States . » w - h , i 

Because the school district was an • t ’ ’ ^ 7 " 1- 

— - a judgment would ^ 

—-- 1 - C ° Urt f °“ d that the state had not" ““ 

-——.tisd::::— to the 

Similar rations the COm P la int. 

«c 1 on3 1 @ u/aq * _ 

Corporation v state f ^ ^ 

W84). There, the state oT^T “ PP ' (E ’ D ' Mi ° h ' 

oopyright infrin th8 defend ant in a 

mfrmgement action when plaintiffs e „ . 

advertising designs „ ere . S "Wrighted 

ere incorporated into the v 
Michigan” and ” Yes M;ch;gan „ 

compensation to the plaintiff. ° amPai9nS 

Tils Mihalek pourf- A'-a 

- « court did not rely on wihtol „ 

However, it uMii a -- S a P rec ^dent. 

' lfc utilized the Supreme conr*. 

Jordan, 415 n « 

- 4X5 U - S - 651 U974) a „d Quecn „ 7n _ - 

—--^rdan, 440 U.S. 332 
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79) t0 bUtress their rat . 

* SJict , oti atl0 " aie - a federaj 
to thipose an a„ ard Station of the C ° Uct « 

a9ent a »hen the dama9eS a 9«ns t a s ^ a ” e "^en, 

« f. s tate f -Pel a „ in ; tat - - a 9ainst lt 

' f°r vio 2 a *. • Vas ion of t-h 

C 13 ' however ■ federal i aw „ c offe r - 

^knowiedged th P ° rtant to note that the at 906. 

and Suen, „ * Jordan ««>«t 

ad -^^' 440 u - s - v - s - 651 •»»> 

Eleventh A ^ ° f Whether the C o Py ■ ^ n0t Specifi cali y 

h Amendment ,- m Co PYright Act e . y 

ImjI5Un ity of fc subr °gated 

The court in M . k f fche states M . k the 

in Mihale if j ' Wihaipir 

Inc v c -^ declined to foUo "-" at 9 ° 6 * 

— State of a • l °How the ca^ „ 

Th - »*'»«« u 599 '•» (9t ; 

“ Sed ita "Pyrishted"'^ aUe9ed ttlat a s tat ^ 197?K 

The s °ng f Qr e a 9ency had 

The C °^t in MU . theme of the stat 

Eleventh Am —-£lH£i£ properi v 6 fair - 

Amendment bars an Con cluded that tn 

SUtS -- ed its ,, ^ against ^ th * 

jarisdi cti even th Amendment i m st ate unless the 

'-‘-‘•ction, m ho JJC J-mmunitv e 

ln "h ich CaSe ftwides a hl —sen ted to 

n w 3iver of +-k nisfc °rica7 = 

thro “9h the voiunt " EleVenth Amendment in ^ °‘ cases 

OJ -cntary Dar . . . c lf nmunitv 

re gulated by f , 1 Ci Patio n by a sfca S an ls ^e 

18 ^ reh de A3W - Pa ££en v Te . ^ dc ^^ty 

~- J1 - ^£Lv 37? n q , -?®£5linal Rm Cn Y 

sta tutor y pro • * 1010 (1964) , . " 377 U -S. 

y P c °vi sion for a K Salver founrt . 

Which incl U d ed ^ SUit a ^ins t a cl In the 

ued the st a+ . a c iass oe ^ 

^.Missouri Publ . 6S as operators of r . 

- ;rzr- 

StatUta '.' ^iman v Jo 7 r0SSly —'^d (or KaJv ^ 1 

f ° Wd - f a^rf-^' 415 U,U, Z " " e 

c °agressional auth " n0t 1 



ue ^ndant s • " 6 ~ 

° f a Remedy . IncIud in g th 

aVa Habi e a Sfc at e with 

The Mill Gainst * lt ^o ut an . 

-^sjlusie „ a s tate. ny ^di, 

n was f-k c then .. 

n9 ::r ° f - -cr the c OPmgh 

r 9r ~ w -‘.c/^ 

rt l0 — eo 170 atl0n a , ult / tfce act w as a 

u - s -c. s , ifc a 9ainst th 

If ar> y D* 1 Which stnk the sta te k 

w °rk~n7r-£$i s On sh , tafc ed; ' t 

sta tes Such teJ Un< 3e/ tk frln 9e th 

(b, „ PerSon Wal! «Pyrig h e t co Pyri 9h 

Pay tt'o S D 5S prof 8 1Uble: ^ ° f tha UoTt 
Co PYcinh?° p yright P flt s- at< 

SSi' 2 *S;- • 

- r. r ■ - s 

C °pytight a the te ^/n ‘ ' 

ClaSs *" Milj Ct " inc iud es ny Person" as 

^-5 «usi c a , S sta tes wi , h . as f °un d in 

[a]lt *ou gh at ^84. Wifc ^n the 

gft states mat The Court ^ defia ed 

fed erai Co _ u . ay Proy id ’ aIs o determ- 

Co Pyeights a for addit* r * ln ed that 

dl — federa ; ^ -* nelt her h Z ^«o„. fo 

^ pcot 9a " »»' *- 4ny 

tt" ^ - - ir— - “ ay 

„ as ' 4S ' ^ 414 „ 

^ th tht rec ;««3 

Jr found J os p - supp - „ c J e of ^-o„, 

d th °eo Uqh -~^Hsic Co . (D ‘ v ±eg . lg 

u 9h analyse ' nta ined . . y85 ). rh ^ 

Ac t' s y Is of th a fflorp The 

-°hoson a""' 00 ^ A ^e nt a l d I ' reaS ° ned 

J23 - - urt ; ie ^“ — ent ;j - »o, 

i909 -m i9 h t ; ended rational More ^p- tantiy • 

Act to ^ I976 c J ls °'mis_* u . ic ’ the 

C °pyeig ht fr °m the 

“ hlch «, te8! I 





41, 45 her fc o reli ef 

6 (l957 ) . ’ v ci , 

-fen dants —355 < 

— the dat ^ ^ea USe th 

te °n whi ch , the P la intiff u 

faUed to state . 6 regis ter ed her c " S fai ^ 

fees. ai « ,<W -« utory dafflage /;; 9hts8 *a 

An alie gafcin r attorn eys* 

on Of ^ 

an. essential necshi P of a 

1 9 Ur isdict i r, Co Pyr igh t reo - 

inf ^n gement> ct ional pre reguisite is 

-§£* 17 u „ . te to an actl - 

aCti °" '<* ^rfnge “ * 411 ■*!«, pro ^ 

lnStit — unea l " ^ ln a 

- - —«* - ^ rl ;; y ;- — * 
ali e oafi tb this tin 9 t ciai m has k 

Ae 9ati on th title.- as b een 

“Plaint la C ° Pyri «^ *a„e bee „ ^ an 

—. 197 ;; - c ^- -;; r— »• 

WUld P'«ent «■ ^ 6W ' 624 

^lis^ne. „ ^ i2S tssle ^dence of re num bers 

lfc d °~ -ot app.r';;;; a 5i p - su ^-««. 12S3 fD ; 552 

sin< * ««»«„ bas a ; re9ui — <* “«>. 

and re 9istr a t ion .io lately slieged both 

the most f 1S C °«t constru es th ^rshtpS 

def endant's Mot • t0 the Plaintiff SS Pleadln 9 s in 

d amag es „ *° tl0n to pia , f . “ ^ d --s 

»• civu j; y ' S f *“ “-at the Co aim f0r -atntoty 

—^-SIGHTS CLAJMs fright Act . y 

Plaintiff k ■ 

£f br tn gs a cl 

CJ -aim f Qr t . 

-.. ' Nation of 42 „ 

^Defend anfcs . ' S ’ C - 5 »83 

s Supplement,, . 

i0 C ° mPial - , 12 . 

° Co ”Plain t , u _ 
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Printout s, forms and creat' ^ C ° mpUter 

•• * 

^der her S 1983 claim 11 „ ^ plaintl « brings 

* However 

notion to dismiss bv in ’ 6 P«P«es of this 

" -31, this colt „ r : POratln9 * — » and 

— t of trade are ***** ““ and 

complains. P 1Vatlons ab °ut which plaintiff 

The commonwealth argues that the Co • 
insuffi c j ent bas . s fM # copyrrght Act provides an 

adequate remedy at stat , a ° tl0nf U an 

y dZ state law for . 

qualified immunity applies. s claims and that a 

Court agrees with defendant that 
a" insufficient basis for a cl • fright Act is 

Copyright Act, i7 u ., c . s 10i e 7 lnatl ° n “ the 19 76 

procedural and remedial framew ^ Pr ° VideS *" 

in ao doing precludes the broaTl ^ lnfrin9e " ent ac tions, and 

found in s 1983 Y 1 '° rded tanadial language 

Mid dlesev rtv 

Sea_Clammers Ass'n, 453 „ ~~ ‘~- ? 2 S -^^- r -i-irj'^_llationai 
Kobinson, ~oT" ’ ’ ' U981) ! Smith v. 

—r7as 'st'a^C T"’’ ^• 

a " d —int of trade are problematic ^ 31169199 COm,erSi °" 

451 “•*. 527, 534-535 ( ' ln Pitratt^j-aylor, 

S 3533 was passed . te afford ^ federaT" rK ° 9niMd 

— e by reason of p^udice, ^ ™ 

' P dSS ion, neqierf ,* *. , 

y c t, intolerance or 

n 1/' Tj '^7 V h 

V^VI^I e VVitkV inoorporates by 

plain t if f > s co a y r r e i P h - d |- Claims, zi. XV, 
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citizens to the en■ the claims of 

the enjoyment of rights ■ • 

guaranteed by the Fo * ’ Privileges and immunities 

by the Fourteenth Amendment might 5e . . „ 

§ ee also Logan v 7 im ed • • •" 

-^"-^-Zi'BEierman Brush Co 4S r „ e 

However, the Parratt Court " 422 (l982) * 

-~ court was cautious in *-k • 

tbe Fourteenth Amendment, not want' ^cation o, 

of tort law to be s ■ ® ® 1983 t0 bec °™o a "font 

uperimposed upon whatever systems 
already be • systems may 

administered by the States.- Parra „ 

T „ ., F °r ratt at 544 

In the case sub judice the n 

- ——the Commonwealth « 

the Commonwealth of Mes w f Massach “setts, 

ft ° f Mas sachusetts Bureau of 

Department of Revenue of th c Accounts, the 

the Commonwealth of 

three individuals who either are Massachusetts, and 

rn ° r Were employees of *-h 

Commonwealth are all oar tie. the 

x Parties. Vaf u _ 

action has not been met b y the plaLitiffT ^7 “ 

Actionable deorivati„ 6r pleadln 9S. 

deprivations must be based on "misuse or 

possessed by virtue of state 1 P °" er ' 

state law and made do c <= i k i 

the wrongdoer is clothed with th * ^Atcause 

a Wlth th e authority of , 

£21«tt at 552 fn. 10 There . 6 la “'" 

torts of state off ^ 5 dlStln0ti ° n bet ween mere 

claims of conversion and restraint of ^ 

that plaintiff win not have a fair trial ' 

the state courts is ina °" th ° Se lssues in 

s is inappropriate. Additional 

an adequate remedy at state ^ th6re 15 

deprivaf y at Sta ^ e la w for either negligent 

deprivation of property, ParraM . 

». ^ ,S1 u - s - i "“' 

... _ 

to the federai court as the ^ Stat6 reme<3y “ 3 bar 
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For the § 1983 claims which sound in either conversion or 

restraint of trade, this court recommends that defendant's 

Motion to Dismiss be allowed because even viewing the complaint 

in the light most favorable to the plaintiff, she has failed to 

state a cognisable claim. Additionally, the S 1983 claim based 

upon the Copyright Act should also fail to survive the Motion 

to Dismiss because, as the previous discussion concludes, the 

Copyright Act provides for an exclusive procedural and remedial 
framework. 


Ill- TRADE S ECRETS 

The Commonwealth contends that plaintiff has not 
sufficiently .pleaded a cause of action for trade secret 
misappropriation, m support thereof, plaintiff cites j. T . 
!il a J^A^n^inc.__v^^Murphy_ & s on, inc. , 357 Mass. 728, 260 
N.E.2d 72 3 (19 70) and Eastern _Marble_Prod_ucts Corp. v. R o ma n 

372 Mass. 835, 364 N.E.2d 799 (1977). Although 
these cases state that a trade secret must be kept secret as 
well as the necessary steps which a company must take to 
protect the secret, neither of the cases stand for the 
proposition that plaintiff has an affirmative duty to state 

that the trade secret was kept secret and the trade secret was 
protected. 

Therefore, considering the complaint as a whole and judging 
it in the light most favorable to the plaintiff, as this Court 
must, Conley _v._ .Gibson, 355 U.S. 41, 45-46 (1957), this Court 
recommends the Commonwealth's Motion to Dismiss be denied with 
regard to the trade secrets claims. 

weighing factors of judicial economy, convenience and 


Af ter 



. , S ° ltl9antS ' and flndi »9 ^at "plaintiff 1 s claims are 
sue that [„he would ordinarily be expected to try the, all ln 
one judicial Proceeding" 383 y g 

715, 725 (1966 ) this Court finds pendent Jurisdiction over the 
trade secret claims. 
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Dorothy M. Schrader, Esq. 

General Counsel 
Copyright Office 

of Con 9ress 
Washington, d.c. 

Dear Ms. Schrader: 

I am writing to exDrppc «« 

sovereign iiunity aaffnS n ? ern about the issue of statp , • 
i.e. state coll pop* 3991 ? St Co PYright liabilitv TP St f te claim of 
are allowed to copy ma?p Ver f itieS/ voc ational Y schmif ta vK lnS ! :itutionS ' 
industry would be 'diStrous 1 . 1fl 

About 70% of our 

the auttos -~ 

I don't believe that * 

copyright liability rv a 1 ? tltution should be allows ■ 
of copyright law id S^ ntlrig SUch immunity^ jeora?^™ nity from 
States, la “' « ™^xnds the 

Sincerely, 



Dave Dusthimer 
President 

DD:cc 
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Office of the General Counsel 
Copyright Office 
Library of Congress 
Department 100 
Washington, DC 20559 

Dear Ms. Schrader: 


DataTimes 


February 1, 1988 


c ' :-vnt Letter 


".I 87~5 

no. 


FE8.04.mp 


informtion^n t0 w c< T* nt ° n the Request for 

of i-unity against daalgfs ^r^fri'noeSnt^ ° c clai£ 

the most pressing issue i l domestic "° rts « 

At the outset, we would like to state tha*- 

J® loin in the legal views expretstd^ ar T ® ? leinbers of IIA and 
Association in friend of the <Xrt brief? n ?^ - 0n ^ tion Indu stry 
California. We had always assumed as 2?wfv '** V 1 Virginia and in 
states and their instrumental^^ ifiL^f believe had Congress, that 
the copyright law. WetelieiethU^ ev fry one else, are subject to 
the merits of this issue. ® P^ ain tiffs should prevail on 

*ich were posed iC t^ ReSest Tor Tn^i'* 111 ’ t0 “» ^stions 
impossible for DataTimes to^rrwide multi^ tl0n ‘ 11 is vl ftually 
state governments. Our abilitv to %«!??,.* ** co F y subscriptions to 
severely limited because of the^vast size C Qf < l opyri 9ht limitations is 
to our firm. e vast Slze of government in comparison 

government. ^f gw«Trnment aaenr^ throu 9 h contracts with state 
copyright latitude by the abiliS t^acouiS a J lowed "preferential" 

answer 1 ^ fcrth^V^t^S’t £ ^ &,*«** to 

Sincerely, 



"Allen w. Paschal 
Vice President 


AWP/rads 


Parkway Plaza, Suite 450 - 14000 Quail Springs 


Parkway • Oklahoma City, OK 73134 • (405) 751-6400 
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Dorothy Schrader, General Counsel 
U S. Copyright Office 
ibrary of Congress 

Department 100 
Washington, D.C. 20559 

RE: Request for Information 

Eleventh Amendment 57 p Ar * d 
42045 (Nov. 2, 52 Fed - Re S- 

Dear Ms. Schrader 

S r- Associa- 

nificant stake in the outcom^oT“J'oS^ng. tad “^ ^ 

tsrzrr ,hat - 

abrogate is dear bott^T Copyri£“ ,4 > «* >™Z Z' Z''° TN ^ “***' 
tem generally. Copyright Act itself and the structure of th. tt? mtention to 

c or me U.S. copyright sys- 

” “ “““■"‘••Ks ssar; T~- 



Ronald Jc Falenski 
Genera/Counsel 


(703) 522-5055 TELEX: 


ARLINGTON, VIRGINIA 
EASYLINK: 62924941 


22209-3899 
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Revf«,-5° TO ’; n ° n ‘he Judiciary, c . 

? n the General°Re v ff- the Re 9isLgf rr> ll- 

Law," g 7th r ono Rev , isl0n of the cj c° f „ Cop y ri 9bts 
July 1961) . 9# ' A *t Sess. at 129\£° Pyri9ht 

Senate Conun . . (Comm. Print 

. 

MISCELLANEOOS . 

1 W. Nimrno r- 
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INTEREST OF AMTrr 

CURIAP 


When Congress made th „ 

;.- S - C - * 101 * «... «. J us COml9ht ** « «*. 17 

,ht infri "^«t. and when “ S1Ve '-<* ‘or ciains ot 

" th * f ' d ^ » urts to hMr eo VeSted •»«“•*- :ur isdicei 
to provide a Conor „ e op yr i 9il t cUi tlc 

a comprehensive ' lt intended 

- «• r- ■■■ ^ 

....... .rr •» 

... '*• ■*•■•■** ■•••■- 

«... eo ,,„„ t ” ... ...... 

....... m.T '■ ...... ..... 

• .. ~“° n *” 

*" Publ Uhers, roe.. 



the Association of America,, n ni 

Information ind ► ver sity Presses, i nc t h 

° n Indu stry Associate ' the 

a " d SerVl " S r " d -tr y Association “ 

— ^ to ur9 e (aoa - —* 

" ent b elow. Amici represent h h ° reVerSe the J ud 9- 

tio» brokers and dS ° f WMlnher. 

and software houses „„„ . lnfor -~ 

" 9fUl protection from copyri 9h t • , “ ^ "° 

State '"titles if the district thtfingement b y states and 

«urfs decision is upheld. 

The Association of an. • 

association of boo k publishers PUbUSherS ls • trade 

publish between m „ d ' a »"»*«fly 300 „em- 

b00kS PUblished 1» the United state ^ V ° 1U " e ° f 411 

natrons include textbooks ,„ d t.chn /“ PUbU - 

45 WeU “ W ° rks °f li«ion and 9 JZ ^ """"" b °° kS ' 

general non-f ictiont 

The Association of Amor- 

* n0t - fp -Pt»fit association of unT" DnlVerSUy PrMSeS *' 
-"hers include the presses of virtual 80 

university i n the 0nlte<J g r every distinguished 

*" d lnternati °" al -holarly publishers. 11 ’ “ V ' ral 

The Information Industry A sso • 
association represent^ Borg "-ciation is a trade 

SerVi « or 9anizations. Its ^ Withers 

distribute a wide range of i„ fo “•««.« and 

information products .„ d S er V i C es. 
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including databases and specialised reporters, to oa • 
customers and subscribers. ’ y1 " 9 

The Computer Software and Services r„d „ • 
ciation (ADAPSO) i s a trade US ri * S Asso “ 

a trade association of this nation's 
computer software S 

are and services industry. Us 9S0 

members provide software f Dr _ • « POrate 

puters orof • tWaref0r "ini- and microcom- 

ters. professional software consulting, design and 
ming services gn ' and program- 

ervices, integrated hardware/software systems and 
network-based information services. 

«"d their member, have a direct and „ 

pelling interest in * nd °“‘ 

* ln this case, ah _. 

._j * AU de Pend on competitors' 

and customers' resDect ° rs 

P ct for the proper tv rinK*.* 

S 106 Af f.v * ^ 9^ts guaranteed by 

* 106 of the Copyright Act mA ef • Y 

th.i * M im P° rt antly, all market 

their copyrighted works to state. * ^ 

to states and state entities. 

argument 

not th In EleVenth taend " ent ei8 * 8 ' " th * U— is 
* general immunity of the States from or- 

»t«ces trom private suit 

• • ■ but merely the susceptibility of the states t 

b « £ °« federal tn,K.-,_ . Af / S ‘ 4t " t0 8ult 

sen, -- - &^ sc sdero state »n. r .>., - 

SSSnlon, 473 O.S. 234, 240 h.2 (1985) fMmh . -- 

(quoting employ. . . P 818 ln ori « ina l> 

Welfare 7^^^^ D * P ’ t "" T, .. 

ring • ’ U ‘ S * ^ 2 * 3 " 94 U973) (Marsh *U, J.. concur- 
reSUlt,, • ThU " WhereVCr Eiev enth Amendment has 
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keen found 

Preclude federal 

0fU " "" bee " enable. See jUrlsdict io n , some other 

473 °.S. .77 4£4S£a ^^e_H 2£; 

3Ui9M Wh ° «» the state co «• 

- —e the supreme / S *“ -at they 

° f th * iahd» ); ££aa! ^ 

984) ,re ^— 465 u -^ 77 J3 
2 9 « 6 COUrt): mS ^ U ^^0 £ ^ C c 1 ‘ lma ^ ^ br ° U9ht " 

forum available). 

° r claims of copyriohf . 1 cou -s is 

r e the ,ede - 3 courts exclusive lnfrin9raMt - 

—, 28 o.s.c. 8 133 j; ri ; dietl ° n copyri 9ht 

Copyright Act the . " ade fM »«l suits u „d 

c , ft ., exclusive means tn u der th e 

'*'• The decision of obt ain relief, „ ^ 

and state entities free J""" C ° Urt «>«Mor. leaves 

and t0 folate the aubstanti 1Sr * 9ard tl,a Co Pyti,ht 
Act 9uaranteed. Ihe J right, the Copy- 

"° £ °«y a jurisdictional ^ °° Urt ' ln -*«ort. rendered 

^^•ht. but also an „ tr - «.ve„th 
olding concerning the scope of y reStri0tl, ' e attentive 
- b a correct “* ««. Its deci- 

a «ctTy e to th the COn9reSS S ° inte " ded ' and .'Jtensi' 

y to the contrary. extensive evidence 
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6 impaCt ° n copyright owners of a h • 
ln9 the Strict court's iudom Version uphold- 

states and their agencies and i ^ ^ ^he 

copyrighted materials of a • . lnStltutlons use countless 

and oth ^ books, training"^ ^ ° therS ~ teXt ' referen ce 

training manuals fii™ 

- °"-nne databases l^' «*- C0Dl P u ter 
Si °" ^®P r °perly gives st ates 1Strict deci- 

wd,iy c 0Pyrl9hted wor c ; s ns v e it to appropri «« •* to 

Wlth ° Ut 4 *■«•».« price „ r0yilt ° e U s t Per " iSSiOn a ” d 

“■« r e , uires a two-pro^T-°° rr * Ctly realil «d that this 

pronged inquiry* n i i. 

PUr5USn t *» ‘ Plenary power articuiat a C ° n9r * 3S ' 

the power to override the " ^‘“tution, 

SUit i- federal court- ^7^ 

oi ~ -—- - copyr::;ir;:r b con9rMs — 

S “ US f ° r —in federal court. As Z to 

the district court examin ^ ° th * flrst P f ong, 

Si ° ns h V the Supreme Court anT ■ A "* nd, "* nt deci- 

———to:::r:i.;: nciuded thit 

Pursuant to any of it, to suit 

«—~ «jr*ri * thoM — 

of the Constitution. bright and Patent Clause 





W1,e second prono k 

erroneously concluded ^ - —ict court 

*' e «rcise d its pouer tQ in the Copy rlght 

Th ° “ hat the — ^eved were th / “ ate according 

e e „ tire reasoning thi / 0ntrOUin9 “«<>aras. 

: ; C ° Pyri9ht ** - entitles J 01 " ~ ^ * »« - 

*~“‘-t. any actlon for a * ° Wner ° f * "Wright 

ho violates" the fri ngement M by "an 

cne co Pyright — „ y an yone 

that the stat® • Con tains no "exnr® 

ate ^ included i n th® P ess statement 

phrase . anyone ..„ 

;• 

J th / he ™ iny provis ions throughout t ' ^ C °“ rt th “* lgnored 
'aantfested Congress- lntent ^ C °^ght Act ehat 

e>tPreSS s ‘«utory scheme that r09 “ e i ””’ Unlt *- «■* 

Provide claimants “« Plainly intended 

nt no —- 

e co «t's conclusion is simpi • ° ^ lnftln 9er might be 
the con 9 r essional scheme f or t J *» *9uate with ’ 

tUil Pr0P * rty by federal courts^ 1 Pr ° teCU ° n °' 

T - 


* * 

* SSwaRBvsas sa^. 


THE 

IN 


One of the "cert,,- 

Eleventh Am,,, n exc *P^ions to th. 

Amendment," wei eh „ tl,e reach of the 

S* Ct. at 2945 --— te DA p*t of Hiohtmr 

J9 «- artses when ™ 

’ PUrSUint ‘o its pien- 
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court 


* ry P ° Wer ' P^vides for . C4 

a ^inst the states: ^ ° f aCti ° n in f ^eral 

Because of the 

"hey"consent“to f Ut * s 

iS!=& ss ' 

TntenF W P-' id 

t0 4br °* at * 

Sl££aj; -J!a£sour, 47 „ „ 

*• cop -^ ** was enic - t ;;' 68 «-»<- Phisla adde 
tuti °- -- - p=« r ;“ T SUint 

Art - J ' 5 8 ' «. 8. As the dist mi9ht ind P ««t Clause, 

^ COnStUUtl °"- source fuIIy ^ CO "««* conclude. 
* states. £ieventh / *" PO, '«« Congress to abro- 

C ° Pyri9ht ' «- to subject stateT 1 . '«P«t to 

* U ° ther aU * 9ed copyright Infr? 1 * 1 * 3 " ^ C °'“”°" Uith 
court. Anrr ingers — to _ . 

to suu federal 

There is no basis ^ 

“* - lt! Powers .including 'T 

^ Stat « - -t in .ederaT eou ' ^ “ *° -- 

g CU ° n ln gM£2 -^ -flsn»o. u . the c” f * deral CaU8 * S ° f 

sessional power to the Fourteenth ^ "°‘ llaIt Co "- 

eCUr * d that Congress cay ab ro b “ deadly 

to a van,? y abro 9ate state ,•» 

valid exercise ^ te lnun unity » ni1re 

iSe of power." Tn fc y Pursuant 

43 4SSU " ed ' -ithout deciding t h C * S "' *h. Court 

3t4te under Article 9 ; th4t C °" 9 -« -r abrogate 

asi£4jl ^u^t^ 
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4 


107 S - “• ««» £ 3 mi Of on.,. ■ , 

Neither the Court nor any j ustlce has 

• -1- 9ive Congress th . Z 

state immunity when lt acts * , ^ t0 

Amendment, a power exo ec tton 5 of the Fourteenth 

Power expressly recognized i„ Fitzoatri „ 

Bitzer. don n 11r , Qtzpatrirk v. 

-- O.S. 445 (1976), but not when 1771 ' 

other plenary powers r * tS under its 

the Court set forth the ». ! S-g * Si Highways, 

the persuasive rationales 4 

that Congress does have autho ■ ° f Concludin 9 

nave authority to abr^sc- 

“unity to suit in f * 9ate * state * s im- 

meht*^^ 1 ^^* institution the argu- 

nossented ITl^ln 

under [a Constitutional t0 enac tments 
ln 9 Congress * uthorlif 

107 S. ct. at 2947 n. 5 . 

Appeal considering the ° f 

-re is no constitutionally .i,.^ " “** 

Congress' Fourteenth ^ y ° dlstln 9uish 

wurceenth Amendment power fr« m , 

■ """■ a. n „Z: . " “■ “““ 

cessors, and concluding, after exteT-- 

venous Congressional plenary p^s Cinnot h th * 

P° ers cannot be distinguished). 
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zzzzzt’ -» ::z:r - 

Cir ' 91 P ‘ 2d 1J78 ' 

:r ° f —— —-. ™„ e 

" S °" st «e sovereignty 0 " tainS inher *« liMta- 

; n b ;° 9iti0 " ° f * -t... Eleventh Am «-» -e 

/" the C ° pyrl 9 ht and Patent C 1 * nd ”* nt ls inher- 

Ct “ >! £2m ^ Ulp n ro. „ - aUS * *" d th « Copyright 

1133 678 ^ »«. U« n . 

(Congress m* ’ ^Hied, 459 g s ' 

5 -y. pursuant to Art 04 (19 «) 

‘™ '•»..... ....'nrt lh 

P ssed pursuant to t-h Stat * immunity i n 

to the war powers i„ Art _ * ^ an act 

IX. IN yap, r * ' $ 8) • 

L *NGDAGE fK I Cr H J. ACT CONGRhsg 

“—^awa" 

If, as we hav I **WiITr 

r-* “• — nt sut?;;;' con9raaa - - to 

ri9ht lnfrl "9...nt i„ federjl VerSlty »*Wlit, for copy . 

, i. w h.ther Congres nT thM 

;; r ; uit appea » «• =onoiu S :; e ;; ereised that —• «. 

n * manner precis ly answe red that 

precluding any sinola * quesfci °n 

Judgment below. M11 , 9 * panel ^om upholds 

aillsMusic “Pnoiding the 

taa£j -^-SUtepf Ari , 

— r Ar< *^nn, 592 
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F -2d 1278 (9th Cir. 29791 A „ 

) * Assuming that 

OPe " h °— «>• answer t0 the questio he 9U * Sti °" *• 

” yeS '” Under standards, and " “ Plal " ly 

demanding standards that th c * Ven “ nder th * ”° re 

announced. 2 ln th . . C ° urt haa recently 

-— to cxrr' con9ress —— 

t0ry Pr ° VlSi °- *"< ^ a st'SSyZT ^ SPeCifi ° SUtU ' 

‘° Pr ° Vide — « forum i„ Bhic V; refUlly 

remedies for copyright infr- t0 Seek effecti ve 

Y gnt lnfr rngement by anv ,•„» • 
in 9 states and state entities. inf ^ngers, includ- 

- s 

* rtisti ° - ut '*ZZl\lZZZ T producuon of 

valuable and enforceable rights aUth ° rS a " d P “ bUshers 

*° rePr ° dUCe and distribute copyrighted^ '* ClU3iV ' ' i9htS 

tl0 » 501(i > Provide, that -an W ° rltS ' * 1M - S ~' 

exclusive rights of the Vl ° liteS * ny ° f «>• 

' C ° Pyrl9ht «" ' • • ia an i„fri„ 9er 

^ Wh6r 

*-»it y 

ask is whethii A the cor rect quest?™ forum to pursue 

Of action^gainst^t.r 8 h « intended^ r.”^ 3 

stringent reauff 3 t0 8ult in federal J ?** ‘"tended 
Saa±|n, anTSelcH t3 e° f *tascf”^ !ts^'. and the 

TriTTi i iim i in n i I,? Ho.ni.., .. 

Sion since, as wi?i S h > '“ urt "e ed not reach"?.- ' * houi d 

requirement, .re met he?e?""' * Ven th °*e .t??^|^ Clu - 
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Of the copyright" (emphasis 
ma Y be sued for damages and 


added). 3 infringers 
injunctions (55 502, 


of copyright 
504). 4 


a f?« Co Pyri9ht Act . s 

!"clud. the S?«e"s 3t is *uf- 

SH3?r7 ^ 5 r^H5 I i|f? i ; = 9 f y - 2d « iJsrrdifaij 

fS^oid 1 M 4 f0r d ^9es “"^h ,utior?«d 

cringed a copyright) ("The sc any P®rson" who in- 

~**Pih9 and iithout apJaJeifT' 9 ? o£ th « »tatu?e ?s 

class'^'? 5 i nt *" d * d ?o iScludr^.S 10 "' f u 99 ®sting* 

°f defendants"). See Ii!!f e , s J atM within the* 

«*=“sss.fs? ii;s^ls?f^^^ssr^*rsns 

While under the district- 

owners % Jr y - d ? 9 5 « o^co^r^ V*"* 9 "' 
for markets 1 th^ n ? emCnts that have aUeadJ V J^ eo P* rl 9ht 
destroyed* £« t .?; v ;„ been >^staJt J,uJ dy °; 9 “ rred ' or 
of repeated har m *£ *ittS»"?%.lfh2SS 

to iniunctiv* infringing nartv * i* “ii«ood 

Particular infringement hLi each se P«rate case the 

oopyright^nfringement^for^*"* “ ‘‘o^Tn^ ^ 

leSS 'ffaotL^'Irjo^^^^ ia thae UkJy 1 ^^^^ 

9 s ® r ious harm than usu, 


usual. 
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When the i, sue has b „„ h 

tended to create a r .» a Congress i n - 

temedy could be obtained!" °" ly " '' hat C °“ rtS ^ 

- 1: :::;i co :; e r s hew r a 

* Class of defendants that, i n its , . 31 C ° Urt against 

eludes states does not wth ener ality, literally i n - 

n °t, without more 

sional intent to subject states t ’• ,° nStrate C ° n9res - 
Welch u. et. te m ° SU “ ln federal court. 

— 107 S ' Ct - at *»« (pro- 

.. ^tending protection to 

Atascadero stat. wn. ^ seaman-,; 

-v. scanT^n | 473 „ 

•ton in Rehabilitation Act of 1973 „ . (provi ' 

violations by "any reci • Slanting remedies for 

ever tn reci Pt.nt of Federal assistance-, „» 

ever, the consideration «.u t '* How " 

required where Congress may ha^Tn^enlT" 10 " Sh ° Uld ^ 
h4S £ ° rCe " th ' C0 Pyri,ht context, 

*" tstringement cause of action a • Cr “ tlon ° £ 

accompanied by an intent to abrogaT^T" n * CMSarily 
Amendment immunity. Elev «th 

0f ,qual importance is the fact .. . 

Ut8S thit S “— Court has recently 

crently indicate congre.siona, • " 0t SUffl - 

Amendment immunity the c lntentlon abrogate Eleventh 
"*ty, the Copyright Act contain. ■ 
to the i„cl„ sive lan9uage , n f 50 ai «' A" addition 

that specifically show Congress’ i„t ' ' Va "' ty ° £ Pr ° Visions 
within its reach and t t0 bri " 9 the st ates 

aCn ' an « to SUbieefc (-ham a. , . 

3 them to liability as'infring- 
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ers in the same manner as all other defendants, except where 
specific exemptions were carefully carved out. 5 


one of these provisions explicitly declares that 
"governmental bodies” (a term which includes states and state 
agencies) 6 may be liable as infringers of copyright: 

5 118(d)(3) provides that governmental bodies that receive a 
reproduction of a transmission program and fail to destroy 
the reproduction “shall be deemed to have infringed." 


A series of exemptions further demonstrates Con¬ 
gress' intent to authorise suits against states in J 501(a). 
Some of these provisions explicitly refer to the activities 
of "states," and some use the broader collective term "gov¬ 
ernmental bodies". All reflect Congress' intention that 
states be subject to federal copyright suit, except when 
their activities fall within the specifically designated 


In re McVev Trucking. 312 p. 2 d at 32#t i«fn. . • 
to construe a statute—w» Si • 326 < *«eking 

isolation. Rather wi II.? i.?* 2 lew any P rov i*i°n in 
vision by <Je«r2"i„rh" e n ?i?; d !^‘*;2.*, 9iven *> r °- 
ute of which it is a part."). ** lnt ° th * lar, * r *tat- 

the «pj?rght 0 r«^*i b ° dles " ““ »••<> throughout 

^ G * n ' 

con?i"n'; n ^r>: «p-»,i^t““ih^*t r h e i n ^ er 

least of d th. » J!. °.?" v ? nt governmental hod!.. a t 
T em phasi, alded? c f n STFI 1 

tal units" in Bankruptcy Coiel^ludes'stiti,??''""” 6 "' 
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tafcably demonstrai- ° ry * Xempti on S exor 

un strate Conor-* , e *Pressly an<4 

mUnit ^- unless S inte °t to abr Una 

tl ss states vero abr ©gate *►., 

there have been J1 ^e as inf “ 

Ce ” ai " «.t. reaS ° n Provide lnfrln ®*-. 

ac taviti e s.7 Vid « *xe rap t ions for 

ia «Portation of * Xan,pIe ' S 602(a)m 

States - which T tain Waterial ac <luired PfOVideS that the 

‘ionable und SMf,) r * nd «rs » a „ , , °“ tSlde the Dhited 

Und *r section 501 . .. *" lnfr i"9e»ent . . 

does * * 9 &c'‘— 

s n ot apply tn 

importation y to 



24 



<-•«. t0r Pu;«u<j<„° r Use 

,e '^ Sis add S8S °»*.r t'K'u.I 

added) cn an 

tj °n, s# . '"In th« 

,„ 9 * tat " w CuJd ^ «".»c of 

to ° r B »«ri butin *e ba he * '0, , 

° Suit n 9 to tM d f roa . ‘ ' **e 

se Uv " 9 ; 9in9 CS 

that t!! aiUny - * 

r °rii)er * (t> )(3 > / . 

ta in 5- . a n on < m ^®-*JJee 7. 

0rei 9n-.» J , ia, Port at-■ *®Psedi 

5 *01,*, " an "^ct ured atl ° n and disf ; Pr °»i<Jed 

^ did nof d c °Pyri«K tfi i>utio 

not «P Ply Wted «at eriaJ ° n ° f ce r - 

■">ere ia bribed in 

au**K_ ifl »r> 0 r*--. . An 


t o77 h a®?*, 

'•"Phasis ad ~^£T~~'S-e2iJtj^ t 'nJte ( j 

nent Of . 9 same r#a 

r ui© • * s Pec if; “Sonin 0 _ 

,s that „ lc ssoept, 9 „ 

'***'« .uh • Pr ° 9 «« th C ° n » r s Ss 

■- t0 t . that the 9 e„. 

' iir^T- ?'■ 

fcil ® iS l9l *ti Vm t 

s,\_" ta nou^-_ iV ® h,-. 


IS 
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Other provisions 

uns that SDecifi^aii 

aCUVity fr °* infringement suite conf *"" Pt **“* 

subject to da m age e “ J“• 

9 bairns like all other infr- 

ner J-nfringerj 

° 5 110(1) (evorn^t.- 

display by instrilc?r 1 Perforn,ance °r 

display^by*a*"oovi 9 P erf ormance or 
nonprofit 

0 $ 110 ( 6 ) 

bodfies]" a d n 0 n” 9 "?overnmental 
or horticuUuri? a 9ricultural 
vicarious liability fS^ni 1 ?" 8 fr0 ” 
at an annual aari?.n? r p ? rf °rmances 
cultural fair J? or horti- 

fa y such body or or^? 1 * 1 ?" conducted 
state fairs) ,?{o 0r9ani «tion" (e.g., 

cifically*desiqnia 9 f P * rforlnanc * spe- 

“ oth «rwi« S ba 9 n n |fca°o.a Un<i ' 

► h® ? erfl ormance is trfnf ?® rsons * if 
facilities of, e J £ ted through 
tal body-),. *9*' a government 

‘fwillii, ofT’mf? 9 th * secondary 
sion embodying a*Derf^ ary tr «n*»is- y 

Play if the seeinSf formance or dis- 
made by a "governing? transmission is 
"onprofit organisation^; t>odyH or other 

Ss® House Record 

studios°and r ianguaa^”^*i”* fc itutio*s*such° R d S* S not 

tion does ann?» 9 i? a9e sch ools H thus in2^ Ch f* da nce 
tions). * Pply 'o state-supportel 

See House B#nn*i 

to the governml^I fiigia, at 5702 

soring the f a ?^ al ^ or nonprofit'^ga^i"^^^. 
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5 112(c) (san> e as s 112(b)); 
5 ll 2(d) (same ag s 112(b))< 


the lutes' S~| B Con 9«« 1 I 

wndnent Iamunit 


ty t6nt to dogate 

Beyond these specific sfc 
renderi " 9 states llabie as infri ;;; to ' y pto Visions either 

Stite ictlvitl « ^ rom in frln9enent ' e "" pti " 9 
- •»- -tes to be 5ued in «' i"t.nt 

Act is shown by t J e ; al n 9 

statutory scheme. ve rall structure of the 

owners exclusive rights, ^ub^T*** ‘° C ° Pyrl 9 ht 

exemptions. There t ^ ° nly t0 =Arefuli y crafted 

that c -~— 

Second, in s 30l( y 8tafce governments. 11 

— ..:::r p —-— 

— -UtM were not author^ 

^ f “ U —on afforded ^ ^ ^ ^ 

- by Con 9ress. Thlrd( Jg 

U fir.^^U^liforni., 412 _ s ^ 

statute, the inherit? c ° nald erin 9 a’state'f 60 ( ? 97 ?> 
Protection: »mk s . _^y broad reach of f_j 3 an ti-piracy 
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O.s.c. S 1338(a) grants to the federal courts exclusive juris 
diction of all actions arising under the federal copyright 
laws. And fourth, the Copyright Act permits the states them¬ 
selves to obtain copyright protection. Congress was well 
aware that states and state entities regularly obtained fed- 
«al copyright protection for their works. 12 Congress did 
nothing to interfere with that practice. 11 It can hardly fae 

assumed that Congress intended to permit the states regu¬ 
larly to take advantage of the full benefit, of the Copyright 
Act and at the same time to be free of its obligations. 

Onder this statutory scheme, copyrights are broadly 
and broadly protected, and all copyright claims 
must be brought in federal court, applying the federal CQpy _ 

right laws. By denying a federal forum to claimant, who 
.liege copyright violations by states, the district court 


12 


13 


itate^r^the Union°hie at 129 ("Almost every 

SenIt°V tS inf °rmationI! 9 p;bu r «tions"} 9ht S «*ilL ln 

Copyright *Law^fevffr^- 

the States have S enacted ita^^'fH 1 ^ 19611 !"*>*t °f 
copyright in certain oi theirnnhf?^* * ecurln 9 °« 
publications oeneraliv *!!i r P ubl f catl ®ns or in their 
•tatute, aliolt ««i y sta?2 l " ‘5* • bsen « ° f Any 

some of its publications^ te 4 h ?* cl4l ?* d copyright in 
Office shows that duiino'thi ! urvey by ? he c °Pyright 
1954 about 4,700 copyright ela7mf ar P er * o< *,*950 through 
the name of * Stall Il l icit ** were r *9istered in 
an official on bJJllf of in th * name of 

fffss)"' NI, “* r ' — lmer ° n Ccpyrlght 5 5.06(A) n.l 
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el .““ y C °" ClUded thit ‘"t.nded to leave these 

*-nt« without a -aningful remedy, an<j to ^ ^ 

-e,a rd the rights of copyright owners with imp unlty . 

-:: d :i no ;; t ;: r :: n ;: evldence toa — - 

takabl >’ ^presses Congre^’ x^tenTt" StatUt ° ry Un " is - 

against states and to ahto 9 ate stat TT ^ 

the immunity. To u P hold 

tne district court*^ . 

1 s decision would frustrate «-k 

Congressional intent and eviscerate th «P«ss 

tions for intellect , comprehensive protec- 

sdopted Noth PrOP8rty thSt C °" 9re8S *° ««f-ll, 

result " thS E1 * Venth that 


CONCLUSION 

- ~ “::r;~ - 

::jr *r;rr 

octant conclusion, 657 y.supp. , t „ 

- — -3 congress did not abrogate Z 
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Of 




with sufficient 
judgment of the 


clarity 

district 


to permlt this suit to 
«urt should therefore 


Proceed. The 
b ® reversed. 


Dated: 


November 
New York, 


9 ' 1987 
New york 


Counsel; 

Baumgarten 

c?;,- 1 ! 8 S * Sims 

St0pher A * Meyer 
Andrew w. Reich Y 


proska ueh rose ^ t hendelsohn 

tehee! A. Cerdozo- L ' 

300 Park Avenue 

y ° r,t p New York 
(212) 909-7032 

Attorneys for Amici Curie. 
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Dear Ms. Schrader: 

We r... “seventh Amendment, 

softw^r^p^wimately 

15o independe 

8-000 employees* 88 18 Massaoh oaetts „?th”over 

issui e f 0 £ h ^ a fao important public DO ,■ 
governmental ufl« W Ji; e c * n ‘ J “?tiry and for^ Cy 

in ? SSUme tha t states and ^ 

instrumentalities nd thei r 

subject to 'tbit* * Gvejryon© 6i CA 

other way is * law^ lo haw ■ l 8 

threat to the i£dS£L Wro ? sr ' but a serious a " y 
economic viah 111 f, ^f clearly imoar**#- *? ,, 

companies. y of independent software ^ 6 

^ile many of our wow ,k 

f^ d8 ^ a ^°^°^ a ” n ®® n ta^^hft^ 88 ^ b °^ abab ® V a n d n ^ y 8 

increasing, thus *SAi• 5 a * Percentage is 
market effects _ ain Piifying the financial 
copyright liabilitJ? Vereign im ^nity agalnsf 

w e urge y ou to prot*^ 

tlTiltLrP^ : inta Heotual 

misappropriate propert? tr 0 P^r s !° 8 ° me 




ready Me sta "^ 

desire. y further, should you so 
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fy f*- ^ 
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Executive Director 




I 


$ 



fftoss^setts Jj 
Computer Software { 
Council 



Chairman 
John J, Culiinane 
Culhnet Software, Inc . 
President 
Krir T. Vogt 
MicroMentor. Inc. 



January 29 , 1988 


Vice President 

Michael I). kinkead 

The Saddlebrook Corporation 

Secretary/Treasurer 

Richard Rabins 

Alpha Software Corporation 

iliiam H, Bowman 
Spinnaker Soft,, are Corpomtion 
Oaniel S. Brickiin 
Softu are Garden, Inc 

Karen K. Brothers 
Inmagic, hie, 

Thomas R Gerrity 
Index Group, Inc. 

J'Jm R lamdn. Ill 
Cull met Software, Inc. 

Julian K. Rmge 

Ontio Computer Products 

Coqmration 

• t ''U‘phen A. Tevine 
TPC Computer Systems. Inc. 

( tJMus K I,onr, Jr, 

fibrin Inc. 

arv K. Makda 
Cognos Corjmmtiun 

Morton H. Rosenthal 
Corporate Softu are. hu . 

Oaud Solomont 

and Professional 
software, Inc. 
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?f; D °f othy Schrader 
General Counsel 

U ; S. Copyright Office 
Library of Congress 
Department 100 
Washington, D. c. 20559 

Dear Ms, Schrader: 

council 

Request tor Information, 

sSfSrS p ^| x f”»tely 150 independent 
8,000 employees. Massachusetts with ove 

issue for h -the^oftware°indu pub 1 ^ c Policy 
governmental users^o^Ld^. 

We assume that s^ 

instrumentalities at lfvf nd thelr 
subject to the copyright e I?w y ° n ; else ' are 
other way is not OTlyXron^ v, have it: an> 
threat to the industry clear?^’* serious 
economic viabilitv ne $ j ear ly impacting the 
companies. ty ° f “^pendent software 


Txecutire Director 
T>v, c R }>U>ikm 


5R1 Ro\ Rton Street 

Rosto?i. Massachusetts 02\\( } 

7 / 437-0600 


small portion of\heir e L?° mp J nieS have ° 
federal governments, thft^er ^ 0 f tat ® and 
increasing, thus Percentage is 

market effects of sovereign ? he f f nanc i a l a; 
copyright liability? 5 immunity againsi 

P?ope??y y ^ g h? s ? r °J| c J o ^»Panies ■ intellecti 
to misappropriate propert? from'ottfR 0 801 


■****“ J 
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desire. * u xu ™er, should you so 

Sincerely, 




UJAJ 

'oy c ^ l. Piotkin 
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325 Chestnut Stn 
D . .. Suite 13 
Philadelphia, PA 191 
(215) 574-44. 

A Knight-Ridder Compa 


February 5, 1988 


Office of the General Counsel 
Copyright Office 
Library of Congress 

Department 100 
Washington, DC 20559 

Dear Ms. Schrader: 



SUITS? ^ V" on 

the outset, wq wnnia i *i 

the legal vie^s expressed bv® £ ■?? that we are members of IIa 
the court briefs fil^a i ,,, the Inf °rmation Industry a«o t ^ and we J oin in 
believe had Co^esa 2J, lr * lnla and California £ £‘Hi** 1 ™ friend of 

elee, are subject to ’the copy^rtt ,“ d theIc Instrumentalities 3 “T 0 " 6 "- as ™ 
Prevail on the merits of th^uXe'. ^ that thecal ntiutZZt 

VU/TEXT relies on federal ^ , 

etc.) for about 10-157 nf 6 ° r c ^ty government (colleffess kit 

ses ir; n r ld c n r d=3 ^ ™ - 

online should he pr.i.^^^^P.P.r. and other® dSas™ 

further ,uestlons“^^ “ould be happy to answer any 

Yours truly, 


DSW/s 


Donna S. Willmann 
Director of Marketing 




Copyright OfficV 0 uht" 8 

Washington, D.c? rr 2 oss9 °’' gre33 


In the Matter of 
a ** U " t for Information 

f ro^Copyr ioht "t Inur| onity 

Suits under^he nfrin 9ement 
Eleventh Amendment 



M^ONAL^ssoc|^rn P 

1 ~ —^-^^fiSASTERS 

e National , . 


The HationalTT^^^ 2462 ^ 

172 fues com " ents in ( ” nab '' ^ 

information by the Copy right om<M ^ regUest for 

as interpreted i„ re5ardi ” 9 the 

7 ZTZ 7 Z~ . * 

networks, virtu??? and the major stations, 940 P 

Programming. WAB^i.? 11 of th ese entiti??® 1 broad oast 

members w^"^- 

other materialsf UCe “ d syndics^ c^hrtT “•£*£ 
i/ i£ 2 tioe oe . . Programs and 

o 


V Saa, -EUEnaineertnc 

F.Supp. pj -,■ , e n nf T V- rT m'v n-F r al ‘ 

d -l - m J ,fJC! A v-« _ t 

657 


821 p l« e V' 595 fZ 

3414 (U 2 S d3 = e 7 ' ««>•£ ago 3 ^' 

feffiflggggn lEarr^h Assn 1 ' l987 > (No. 56 

opinlonff^t! 1 ! F : 2d 6 09 '(llth 8 cir 03 , 8 9 (W - D - 

^Sfjo^S: ao^BSiSUtofZ , (“"PPfuXld 6 ' 
tadS£Mn - E!b2 ^|^ « 

533 F.supp. ll54 



faars suit against a state ' 2 - 

c °pyright infringement. 

PEDERiL C0PyRrs w protection 

Congressional 

Iiaj - Power to i 

oopyrights is derived from Art ln the fiew Qf 

congress - [tJo profflote ^ ' « «. 8 , which empowers 

ArtS ' ^ SSCUri "3 ^r Ilmited ° f SClence «« useful 

exclusive Rlght t0 s to Authors . . . th . 

I" Pr ° Prlet ^ interest i„ .* P-tect 

copyright leg islation granti c S ' Con 9ress has e„ acte d 

"” 1WU ° thSrS *»• using their “* ^ * 

m ° r P6r " lssi U"- ^ Section 106 T ?htSd ” aterlal Wlth ° ut 

°° Pm?ht h — «- elusive rl°t r ^ ** ^ ** 

Prepere derivative ^ d ** t0 -thorite re productio , 

diSPlay the “OPA pubUdy 17 „ “ * C ° PieS ' and Psrfor* or 
1987) ’ ' S ‘ C,A - 5 106 (1^6 s Supp . 

The purpose of * 

9S"s»i benefits for th 7 C ° Pyr1 ^ law is to en 

inventors. The - 6 PUWlc fr °" the i abors of ' 

- - he s upr ene court i n Hazcr , „ authors and 

V*. 1986, aDn , 347 201 _ 

No - 87-1610 f4th 

I?55T ^^ 0a£Ci ^-- 

A/ The original ’ 4 " (N - D - ill. 

a^eV 7 ^' — enacted • 

f 18 31);'is70 h c t ct ° f feb. i ig 31 (1790 >- and extens^ Act of 

n.',z«,?S t ££ll<;Jr : ns:)l ? : % 

55 (1983)°. Stat * ««l%7jfT « 
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2l9 ' 74 s - ct - ss L . Ed . ; 

C ° Pm9ht ^tion as folIovs; ' ^ *»“*». of 

Congress°to C grant° S °^y behind the 

“eviction tha? en?n, tents and copy r ig?“ se . “-Powering 
h Y Personal era i n ? Urageine nt of P ?n? hts ls the 9 
"elfere through t hf 5 h f best "ay tS a^ ldual effort 

the court stated the purpose 78 L ' M - 2,i 57 < (1984), 

° C ° Pyri9ht °"hers as follows; U, " lted “■“*»* granted 

SSf S?~ r0stlbVy ^^=v” a r t o iVe a ^ty or 

ss^Sr 2 - peclaf 

control has expi«d e Period 

The court conceded that t 

involves balancing ^ ° acM -v these benefits 

controlling the ex P loitati on authors and inventors i„ 

° n - hand, and the interest o7 Wrltin9S ^ 

° f ideas - Information, and oonne ^ **“ «o" 

** «•. 104 at 782 _ C °— - ^ other hand. 464 

history C f C ° Pm9ht visions of i 97s 

the Act establishes that c ' lesrls lative 

concerned with creating # Con 9«ss clearly vas 

the then existing dual systej t0 Pepla « 

° f fSderal Pteenption of co P y rlght the P“*Po.e 

— -1 of the Act as ^ Pr ° teCtl ° n —d i„ 

clause ^i e a.5 Undaffie ntal Durn „ 

~S in «SggS; £ah^ n -r»ht 

Prom °te national 
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dissemination S 0 ? t a,? eS ‘ ^^Y^when ^ Par ^e Courts 

broader and fast*? ^ Uthor 's work ? he me thods fo? 

uniformity i n _ r ^an they Werp f re incomparably 

... 

r i:, 

»• c°de con,. « A dmin. l31 ' 

f6deral co Pyright protection 5746 ’ • intended 

,7 lnfri — *» bB applicable 

56 °-««-ct. “°3,Tri77nr ^ a£oia ' 412 u - s - 

7” C °" 9reSS Wants « ex =lusive (l973,,i/ the COUrt ■‘•t- 
* feCtS are perv asive; no citi 2 ^ " "° n0p ° 1 >’' its 
reaCh '* 90 S ^ £j ^ ma y escape its 

^ Sre are ' however ev 

hy the owner r>f / XCe Pbions to the 

, c °Pyrighte<3 material ex =lusive use 

° f the Co Pyright Act conta , n . ; Sec «°"e 107 through 
ri9htS °* °° Pypi *>t owners. These ™ ““ 6K1USi - 

" eed “* — Permission or tatl °" S *** - 

c °Pyrighted materials under the t # r ° mty “ hen ua ing 

granted by the statute, n ctT ^ ^ 11 ” ltation - The 
For example a. • ' bhe coDvrirrh*. 

-107 permits the ? ‘ ° TOar - 

H In Ssi^stein 4. h lr USSAr ° f Cop y ri 9hted 

Pp a hib?ted a th te a p «*"Ption ob Urt Upheld a stat 
Phonogranhs the u? lratin g P or u»f b 2u Ction - The cri ®inal 

«Pyrighfi S e„ Whl A°?,“ «o!rdi“ e J tatUts 

recognition °° pyr ^ht fitiP ?Z S Conce rned°wi?h fede ral 

federal co Pyr f Qh ^ e . lffl Portance of a th f dec ision refP f edera l 

»• issS-i.., 

® by 
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* -‘-'-'o provide =, 

libraries and archives, ^ “" ,ptlo » for 

the use of copyright material for “ Pr ° VldeS “eaption on 

purposes. Signiflcantlyi —hing and instruction 

for the u<=o 4c y ss provided no cnpk 

Th ° C ° Pyri9hted —s by statfis 
The scope of federal 

unauthorized use of copyrightedprotection against 
current lav, the faderai - broad. Under 

*° be — * «- ».S. Cour7o~:; S eXPreSSly 

<19?3 ‘ SUPP ‘ 1987 >- M°ney damages g ^ U ' S ' C ‘ A - 5 1 ««(b) 

—ions by the federai goveJenV '<* 

" 0t aVaila ble. 28 0 . 8 . c> U49 ’ “^"btive relief is 

haVe ° ri9inal Jurisdiction i„ oivU ° iStriCt —«s 

copyrights. 28 D . s . c _ 1 «“*• *<* infringement of 

301(a) Of CK 91338(a) a97s * 

( ’ ° f the c °Pyri gh t Act of io 7fi ’ SSCtion 

law C °pytigbt protection for , SXPreSSly P«*"Pts state 

* -y tangible medium of e^sT ^ « —P 
°1 through 51o Provide for the T’” 3310 "' ’" Ule S6cti °"s 
rnjunctive relief by federal court.^ *“ 

17 — •« 301 and 801-sio ,7/°' lament. 

Under the circumstances, co PP ' ' 

a great economic stake in the p y ri 9ht proprietors have 

believes that th res °lution of this issue 

that the exclusive rights of NAB 

; S illUS °- « merely — -id 

" ^ts „it h impunity tSS ^ 
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S0VEREiaJ 1 ?mTO?™ SIDERiTI0NS INV OLVING state 

The Eleventh Amendment provide 
power or the United States sh 

t0 -it in la „ or e ^ ity bS C °" St — to extend 

° f the Edited States by citir 6 ”^ ^ Pr ° SeCUtad gainst 
citizens or subjects of any ^ ^ * 

YT 6/ y Forei gn State. " n c „ 

- rrr, zr:: ■«— 

“ 3 3uri -i=tional bar protectino sove «i 9 n immunity 

•«“. v. . T ~, 1 n J UnC ° nSenti ^ states from 

Ed.2d 662 (1974). Thus ^ 6?8/ 94 S * Ct * l347 , 39 

C ° Ur 1 " USt "“«*»• each claim 8 LTlTtoT^' * 

jurisdiction over the claim ■ ° Se ® lf the =°urt's 

Amendment, cc™. , . tarred * the Eleventh 

- ~ of Oneida v. n n ejda ^ 

to the supreme 

the basis of the i*ni d d the jurisdiction*? * to col lect a 
Constitution, which f^? ge of Ar ticle m L f? ue solely on 
between a stet-** , extends federal nnr* * ' .^ ec bion 2 of the 
Oall., a ? 420 abe and c utizens o, P=»?r to su“t s 

afce * 2 U.S. (2 

27 107 S.Ct. at 2945 . 

•§/ Article ITT s i 

the United states Provides in part: /rmu 

ln s V cil inferior court^ 1 be Vested in one SuDrf iCial Power of 
ordain and establish^ c® Con 9ress may from*??*® Court / and 

a^rnihun^rth 3 ^ ^^?° Sfe 

States.- „. s . Co nst° n t t r^Tli r !- la « the SnltT^' 



U.s. 
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T his pri nciple Qf so ' L - Ed * 2 ^ (1985). 

E1 —th Amendment has b Verei9n in 

to a —* PTivt. Parti :; e ;; udiciaiiy — to extend 

— - ^. liablli :; nst — — 3 , 

— in«. state treasury : w ;; ch •“* - p- d <«. PUblio 

6 “' - ••«. at 1 356 . ^over^T «» -• at 

te «3 Of the Amendment refer , ' “ th ° U5h the ex P«3sed 

-other etete, the supreme co^ h T ^ °' 

Amendment here a citi zs „ fro „ «“ —th 

° ltl2Sn ' S ° Wn -ate m federal court a9al " St 

0 - 8 - - ios s.ot. 2932 2939 £SEaSaiLJ ^i a < «7. 

«« a.s. 64 74 , ' 2d 209 

L ‘M-2d 375 (Isas), ' ' * S ‘ Ct - 425-26 3S 

Han ^^ iana , i 34 „. 8 .; lo ' 3iso - 87 *•«•*< i 7 i U985); 

8 “ »«•>. Moreover, . ^ ^ ^ » ^d. 

-s not constitute consent to sui t ^ 7 ‘ ^ ^ 

a£ ^nsida _v, on. Ml . . ln fede «l court. £ 2 ^ 

s - ct - -■ - 

“° St recen tly, in i!Mlsh 

i ~ £!m ^-Ii sa3D ., 483 D g ~^~‘~ 3Sj£aaJ!s 2^_2£_lU ai jj ai;s 

388 «•">. the supreme 

a Ppellate court, addressed in depth l™ 9 *" 1 "* °' the 

“ C3SeS in -ivin g the Eleventh I d taised 

- - Po^m to ahro ga te state ^T*. ” ^ 

?n inunu hity; 2 , vhether 
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Congress has expressed such an intent • 

Stat — a "* 3 , Aether th£ ^ " tha language of the 

134 u.s. ! s ° uld overr uie Haaaj^ 

' S,c ' t * 504, 3 3 l PH 

**>* involved a suit b 842 <1890, . 

operated ferry systen Kh o sued J “ " P1 * V " ° f 3 —e- 

46 U -S.C. § 688 , which provides e Under the Jones Act, 

who suit hy 

• • • “«•» persona! in 3ury in 7 SSa " an 

employment * he Cour se of his 

— «- .ones Ao t «« — W ith 

lMUnlty ^ — - court conJeleTt? i -—* 

rit y pursuant to section s ---at congress has the 

° abr ° gate th * -Uts-. sovereign i m 
Amendment. i07 s . ct- Unit >’ “der the Eleventh 

£2UM ^ JJnsidi ^^ hovever, citing 

105 S ' Ct * 1245 ' 126 ^ 84 L. Ed. 2d 169 ^ ^' 

de ° idi ng that Congress nay possess ' 985> ' **«»ut 

•*•** —ign irajnunity under ^ 

Constitution. 2/ Id another provision of the 

_____ ' at 2946-47. 

fjrd gn ° ar ^ J UaS - ™ rn iii 

g5s?VSj: t ” a 326a 311 ' wo'f^g “fttstiS £ S unlty 

adopting the fail?!'-, 3268 (U.S. oct i ? C , Lr * J ^87)T^rrr~ §i: 

copyright is a proplrt^?; 2 1 337 ^3) 

party right protected V?h? in 

y tile due process 
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ViUA, ‘9 ^o the Court 

had the POW - abrogate the state"‘"““h C °" 9reSS 
immunity f roin it S Elev enth Amendment 

-—-e —- - - - to 

—° ry language its lntenM j ~ ~ - unmistakable 

ln federal court under the Sta tes to be sued 

Si4iSj2Sfii£4ijL ^40i2n surra AOt ’” (qa ° tir " 3 

-twii, supra 473 rr c 

- »«». therefore, stated „ere not h 246 ' ^ S - Ct ‘ 
the Act. T he court, in SUb ^« to suit under 

^nOML Sgliws,, „ f .. ln9 itS analysi » in 

S -Ct. 1207, 1211 12 L Ed 2d 6 ^ ^ U ‘ S ’ l84 ' l9 °' 84 

<* £aM£SSS CTl 33 a9S4) ' held that 'aatau 

lm " Unity iS ne9atS Eleventh *-dment 

is inconsistent with the reou' “ t * nt that 'fMSeg 

Eleventh Amendment immunity by ^oZ «* 

unmistakably clear language it ■ bS eXpressed in 

^ ~ -to=rL;t;r: overniisd -' -**.. 

n« the kind of unegui vocal statutory Tangu^ 
abrogate the Eleventh Amendment . At SU «i=ient to 

10= S.ct. at 3149. Pinaily t ^ SaaSCS ’ 437 D - S - « 

f^l^incipai argument that th ““ 

- the court's decision in 

H^!LSs nS p h tl0n Causes of the c 

against 


iSSTSS %£*?*> ’’ -trti: throuqh^th 

certain property rightiff® th ® c °n®ercial 
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»-8. 1, 10 s.ct. 504 


n fiqm , , ^ u - ou «' 33 L. Ed. 842 

90), which prohlblts sults 

states and suits • " S against their own 

ana suits involving federal . 

overruled • questions, should be 

srnce the Eleventh Amendment does not 

prohibit such suits In M not expressly 

» [t )he doctrine JUStl ° 6 B """“ — 

• • • IS pernicious . rK „ 

protect[s] the States from *k * Clause it] 

he consequences of their in 0 
conduct Brennan, dlssenting ^ ^ 

the state In ^ral CltlZe " ^ L ° UiSiana br ° ught “It against 

- Pay that Louisiana ' s — 

State bonds * violated the contra , 

The Court ack-nnwi -a • ontract clause. 

' acknowl edgmg that Wgigh presents ^ 

effort to overturn Hans h 6 f ° Urth recent 

” however, stressed that th. pi 

Amendment p lays . vital rolfi ^ fedgrai E1 —th 

that 'the significance of the Am a eI ”' n ° tlng 

°f the Amendment lies in -.•+-= 

that the fundamental principle of sovereign ■ . ^ 

the grant of judicial auth •. ^unity limits 

conehitution, ^^~ • 

465 u. s . 89 98 104 ? £SMb “ ES£J ^^ 

p^d. 2 d 67 (1984), aas_al 22 , Emmlm. _ _ ^ 

th and w e)far*;, u.s. 275 
36 - «1 (1973, (Marshall / ^ 

S.ct. 745, 750-751 78 T Pri ' 31, 54 

' 78 L - Ed * l2 82 (1934) (states ar« • 

/ states are immuned 
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■ —thpiV 

fc *ei r ow citi z Cor >sent, brought 

^ 1Zens >- 9ht a «inst the m by 

prc hi ™wt7„7 rSSOlVeS thS Ch «^nge t 

f- 610 - is - OIVed b ;^— -ft... 

Amendment DrrtK . Y hoI <Ung that th fe deral 

2952 - The majority n ^ ^ *"* equit Y^ ^ 

wh *n states are not "° teCi ' h ° Wever - that un(Je ' ^ S ' Ct ' at 

e xn a sysfoni a nece ssarv 

S ' Ct - « «S3. yStS " ° f -ere lgntles ? 

There are, h ' ^ 107 

S ° Verel ?" i»uni ty , r< ^PWohs to the d 

««. »« s.ct. , " ^ of 

h ' W th « **• «sve' n th^' “ L ' Ed - 2d «« 42 t ? h U ' S ‘ 

the enfom h Amendment '' the c °urt 

nforcement prov . nece ssarii y fis7 .. 

Amendment *i2/ s of §5 of the p iffl ited by 

^ and thus Cnn ® Fou ^teenth 

stated ' c °ngress n 

s sovereign i TOunj> * has ‘he POWer 

Unde t the constit 7 PUrsua "t to lts shrogate a 

ns tituti 0n . „ e7 lts Povers to Jo ■ 

—-- - *Sisl2 / 483 u.s at ie ^islate 

Section i 0 ~~~ / i07 s * ct . 

Part: 

• a ®encj. xiv, 5 |. pr °vision s P |f er 



29461 tei££S! 3 <l£o, 473 u s 

Moreover, a sta te ' ' 105 S ' ct - at 2946. 

ate may waive the immunity and 
sued in federal court Wa , h consent to be 

Kslsfc, 483 us af 

2945; Atascadero, 473 u s . - 107 S * Ct ‘ at 

-a 238 ' 105 - »«, ^ 

—• - -t, 87s ’ — - 

"only „ here stated , fay the Mst a “ aiVer ** -ft. 

overwhelming impli catlons fro „ ^ ^ ^ -oh 

room for any other reasonabi f Wl Hj leave no 

U - S - at- 107 s . ct _ at 2946 _ ma. 483 

416 O.s. at 673, 94 s ct „ ^ Mn ~ su - jIeE!l M' susa, 

, 13 ‘; 5l ““ ^ 

742 (1909,,. A state offlcUi ' “ S ‘ Ct - 492 ' «4. 53 L.Ed. 

conduct through injunctive reiuT ^ UnlaWful 

“ 3 ' 28 s ' ct - 52 *.*.714 209 U ' S - 

A St3te ' S constitutional interest in 
immunity extends beyond whether it may b S ° VerSi9n 

~ m may be sued. 

H ' 9, io4as - ct - »o». 

acknowledged that a state does e ™ hUrSt C °“ rt 

immunity i„ federal co Waive Seventh Amendment 

I" its own courts. .T* * WalVln9 Vanity 

'-^ 52 at 42,046 ,4. (states 





permit 

state for WC12ens t0 collect 
' C ° Pyrlght ^ingement, 


'-ui y 




Hi. 


S0VEREIG “ ®«*m XK FEDERAL c 
The Su P«me court has op ™1sht liti gatio 

^"tly, the has w to rule on this i 

urt denied certi issue. 

federal courts k« - -WS£i in two ca«o 

«», however, have decide Seve «l 

results. aecided the i Ssn<a . 

Ssue with mixed 

In How *V v. 

jourt was confronted with a sJit^p ^ ^ ^ l898 >' the 
“notion against state off lolal . ** the de nial of an 
3te legislation, had prepared an' ^ 

~ . t „. 
court did not tiM a „ . °° de seated by hin . 

by Miller, the court nfrin 9e»ent of Howell-. co 

the constit * ■ 364 f ° rth • "umber of . ° Pm9ht 

enstitutionai validity of c Pri noipie s regardino 

against sf-a*. y ° f Co Pyright inf*’ lng 

sta tes and state off lolalg ^"gement suits 

that a party with a 1 The c °urt acJrn , 

in federa! ^ fright may see* • ^ 

right C ° Urt a9al " St « state off «Uef 

fights under . ce of ficiai from . 

at i 37 knight laws of the „ ■ »is 

137 - *«• right to in junct , U "“ed states. 

States.* j d tile Constitutor, 

have iurisdtf 60Ver ' “* b eld that f d ^ D " ltad 

i0 " Under the copyright law t S Sral C °“ rtS 

tC 9r “«= injunctive 


against state off icials for 

SeCUred * — Meeting cop" " ° f any **>' 

Jurlsdicti °" —d by statute * 9ts - “* 

Prin ° lples ° f jurisprudence as ln ha “ 0ny the 

°t the adoption of the Constitution . at the 

^ i- consistent with the decision^ reaS °" ing “ 

WherS thS S ~ court some ten" £Ua££tJ£2M3 ' 
granting injunctive reli „ t<> ^ ^ heid that 

t^erai law by 0 ffi ci ai s ^i-ions o t 

tficials „as constitutional 

«o« than half „ "ai. 

3M '•*» 777 (Sth clr . l962) Ce ” a tU c ry 1Ster ^ 

S ° ng SUed • -sic director and th C °" P ° Ser ° f 3 "lighted 

Wh °” hS *“*“« tor injunctive SCh ° 01 "■*** '« 

infringement of his song “ d d —for copyright 

infringement had occurred th fl " ding ^ “bright 

r- -;:-rrr rt ' in — 

ar t0 fed9 »i -its against states *■«*“*'• 

jurisdiction to hear the claim of «"« 

a «inst the school district C ° Pyri ^t infringement 

——- - rjir r ~ - 

3 StatS instru fflentalit y engaged in’pT " 1 "’* 1 sys te„, 
-ernmental function under state ^ 

309 at 782 . slncfi aM at -ate expense. 

funds in the state treasury, the fed a e”ra 9 rd W ° Uld ^ ^ 
Jurisdiction to hear the complaint r d ' C °“ rt UC,ted 

thlS c °nclusion, however with t ' ThS COUrt r9ached 

' a " y sufastant ive discussion 
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£ither E1We " th Amendment: jurisprude 
whether the defense of sovereign . ° r “* ^ion 

" thS *»“*-* should he appHed^^ 1 ^ ^ «»«« 

suits. PPUed ln Co Pyright infrinrr 

j-nrrmgement 

B y contrast, i n Mills Mnc• 

F - 2d 1278 (9th Cir. 1 979) 591 

the courf 

applicability of the Eleventh a SCUSSed " depth the 

and their i *. h ^"^ent to suits • 

instrumentalities for . gainst states 

lltig a ti on involved a suit bv Pyri9ht inf ringement. T he 

of Arizona and its ~~ -inst the 

injunctive relief f or th ■ ^ f ° r da ” ages and 

composition C o • WUlfUl infri " g ame»t of . mu . 

o" ooP^ighted under the con ■ 31 

F : 2d at l2so - «**«««» the i 909 Act d ;; 9ht Act ° f »«»• »1 

atates subject to suit for copyright • eXPUcit1 ^ «nder 

ClrCUlt re 3 acted the holding in lnfr “ 9 «« n t. the Ninth 

tBe State o' Arizona „ as „ ot • ™ hal => that 

infringement because the state ^ f ° r “«*>*** 
d -nity .When Congress has *—-* 

" defSPdanta «»t includes states 9 ^ 

- activity regulated b y federal ^ ^1 ^ ^ 

PoUowmg the analyses set forth in s ' ** l2 «' 

involving the Eleventh Amendment th ^ ^ 

"'Congress hafdj acted . ' C ° Urt rea soned that 

disposition of a certai ^iate the commercial 

-" — y right . . . ^ and that 

u - 
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seeping lang u age used by Con 
thS c °Py« 9 nt and Patent CUuse tln9 P“«uant to 

°' thS intMt to delude states within tT^^ lndlcatl °" 

SUbJeCt " ““ ** violation of the Act. ^i^ “ 

The court noted that the financial burden ^ ^ 1285 ' 

compared with the impediment to federal p T ‘ ^ 

* £ailure to states within th ° ^ reSUltin9 f rom 

sanctions. Thus th * SC ° Pe ° f the Act's 

"abrogation of . state's ElevTnTh^ ^ ^ Clear 
^-erent in the Copyright and 

Act." Ifl. lause and the Copyright 

The recent federal district- 

Which bave held that states and t dSCiSl0nS ' ^-er, 

instrumentalities are ■ 9 -«nmental 

copyright infringement 1 lTt U i g S atL°nh UitS *“•*“ ln 

- ^ rSje0tSd ^ — 
rf not the reasoning, of , lh t„, ° ^ Prlnci P ls - 

federal courts U/ re ^f' ““*• Th — Visions by 

Supreme Court's decision • ° Urt 3 appllcat i°n of the 

explicitly abrogate El@v 

immunity. In each ^ ^ ^ ~ ^ndment 

copyright law does not explicitly abrogat ^ fSderal 

immunity embodied in the Eleventh Am ' ^ S ° Verei9n 
are not subject to federal c • e " d " ent ' thus th ® states 
— rt jurisdiction for money damages 

127 See 1, 
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“ 8 SUit f ° r bright i nfrino 

“ QiM£Siii ^ £Ja£ai ^' «« f s ^ nt ' ° nly 

a PPlying the reasoning in <"■*. va. 1 985) , 

StatUt ° ry “bright Protectl^T^ ^ ^ that *«-r.i 

SUltS — *-ges against st r C ° Pyrl9ht ^^gement 
— and the h *us case Kas deoiaed 

court in 7 later * «- 

633 F - supp - 

The Supreme Court h* fa PP®al pending).14/ 

issues. The n S n °*" rece ntly addr-o 

The Court has i et s tan* 7 ddressed these 

in Mihal-ir „ d rece nt lower 

and p Urt deci -ions 

and ■Cardin* 1 TnH„ 

^ Aiders 


£aaiSJl - Asa2£ - ^ upholding ZJ7T t ^ a ^^- MlSs ^ 
immunity aaain +. defense of stat-* 

Y gainst su it in copyriah*- • s °verei gn 

In m 9 ln tringement i itiaat . 

^•™*' bastions present , ligation. 

° a " be 5 ~ 2 ed as foUows; ented '» to the Court 

fi) whether st-*r« 

states, and their 

°fficials are <-• employees, offi Cers 

1S are entitled < . lc ers, and 

injunctive relief ®®unity from suit 

r elief as a result of *n d a®ages and 

^ingement; f2) whether ^ «Pmg ht 

«-^red property ^ Property ri ght s are 

a “ thS St ^«s or teste for „ «- », „ hat 

taking ° f lntel ^ct ual pr ° Pyri9ht inf -^„ent an d the 

56 U ' S ' t " w - 3418 (u . s . " tha Fifth Amendment. 

in Sardine, T , 15 ' l£ >87) (No . 8 7- 67 e, 

- 1 3 - Ua ^ where framed as: -The issues 

U/ See n . 3 sn states sued 

J ' §UE£&. 

•iS/ See n i 
n - 3 ' 
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Z COPyri5ht infrin9ement ' in Vi0lati - - «- — Copyright 

;:r ntitied to iMunity unaer *-— 

( 2 ) whether state employees sup h ^ 

in their official cacao t " C ° PYrl9ht lnf ringement 

in1 „. PaClty arS entitled to immunity (rom 

n^unctive relief under the Eleventh ^ 

state employees sued t whether 

P sued for copyright infringement i„ their 

individual capacity are entitled to immunity under the El 
-dment. 56 3019 (u . s . ^ 1M7) 

Sno.rr 8 ." ^ " 3PP ; al — «“ «« — is « 

<■Zr~*T a *’ 657 F ' supp ' 1246 

9 concluding that Congress » fflav 
^te state immunity pursuant to any of its plenary 

powers,- 12/ the district court reasoned that -a state is 

presumptively immune from suit i„ . fedo , 

i€ ln a federal court even if «- K 

cause of action arises under federal law * 657 F s 
1248 Tn k i j• 657 F * Su PP- at 

foil" ” 9 , that ™. no longer good law 

thi OWln9 thS deC1SI °" ^ &£assai ^ 2 ' the court held that 
presumption exists, subject to congressional b 

° f «“ S5 7 E.supp. at 1 249 In a " 

d 49 * In an amicus brief 

- m opposition to the decision of the district court it 
P rsuasively argued that Congress can abrogate Eleventh 

vereign immunity under its plenary powers and 

that congress has expressed in unmistakable 1 
to abrogate state ■ "mtakable language its intent 

orogate state immunity from suit i n „ 

■---- Ult ln c °Py^9ht infringement 


15/ See n. 3, supra . 
127 See n - 6, supra . 
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cases - Brief A mici Cnria n of a- ho , 

Puhlj „ 

(No. 87-5920, (9th Cir. Nov. 17 1987) 

NAB concurs with these positions 


IV * CONCLUSION 

nab believes that the Court'* 

v. cut™,-- ... c °urt s holding in SPidaiein 

*' SllEla, clearly establish that Congress has th 

East* under the Copyright Clause of the constit t• 
j a* ne Constitution and under 

Plenary powers to subject states to liability f 

damages resulting from their infri monetary 

infringement of another's 

copyright. While nar a i e « v . 

ue nab also believes that in tho 

Of 1976 congress extra. „ ■ Copyright Act 

9reSS d «s intent that states be subjected 

t= suit i„ federal court for monetary damages nab is 

^ the recent federal court decisions th t 

rejected this view nab-s *PPa«ntly have 

these • er " iS that the hol «ngs in 

. CaSeS Wl11 effib ° lden states to disregard the rights of 
opynght owners, thereby seriously undermining the intent of 

P so:r 9ht ^ • • • — effort by 

personal oain r , ■* 

* * * Cand J to advance public welfare ** 

talents of authors and • welfare through the 

utnors and inventors." Maz^r t, o<-_. 

219 . NAB i, ,1 at 

nab is also concerned that fh oea 
.. these cases could result i„ 

e adoption of a hodge podge of differing levels of state 
recognition of coDvn-rrh* • a. ate 

allow it interests such that one state would 

allow its agencies to ignore or wilifuiiv • , . 
while a nei«hK • * fringe copyrights 

neighboring state allowed its agencies to be sued for 
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such conduct. Such lack of uniformity and confusion is 
precisely what Congress sought to remedy in 1976 when it 

observed that »[o]ne of the fundamental purposes behind the 
copyright clause . . . was to promote national uniformity and 
o avoid the practical difficulties of determining and 
enforcing an author's rights under the differing laws and in 
the separate courts of the various states.. „. R . Rep . No 

94-1476, A failure to recognise this fundamental 

purpose of federal copyright law will i eave owners of works 
infringed by states a right without a remedy. 

Notwithstanding the recent holdings of cases to the 

contrary, NAB is hopefu! that the Ninth circuit's pending 
-iew of ^ and the cir=uit/s ^ 

reV1S ” ° f totezs s n rh ntnm ,|,| U , gaEEai Ultimately 

WU1 result in a clarification that Congress did intend to 

subject states to monetary liability for copyright 

infringement. Accordingly it wnmn k 

ngiy, lt would be premature for Congress 

to expend its resources to intervene in tw • 

intervene m this issue at this 

juncture. i n the event- 

event these oases result in a more definitive 

judicial conclusion that congress has not sufficiently 
clarified its intent with respect to requiring states to be 
accountable for copyright infringement, NAB would then urge 
congress to provide any such clarification that might be 
necessary. In the interim, NAB urges the Copyright office to 
express its view in all appropriate forums that the federal 
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copyright laws are, and should be fully applied to acts of 
infringements by states. 


Respectfully submitted, 

NATIONAL ASSOCIATION OF 
BROADCASTERS 
1771 N Street, N.W. 



February 16, 1988 
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REC gyggj^^IOHT LUN c HE0N CIRcle An 

--- -*^bruar iL jJ^||£ E ^DRESS 


V/V l ! I I 'V/l II 


RM 8 7 - 5 


No ^ 

1 ' V i .aututuun 


Did c °ngress, Bv p ao • 

a —= Imm ;;: t r; r :; p c y ; ght Act - 

ment Actions? Co Pynght Infringe- 


Central Di 


SCUssion 


The Eleventh Amendment grants th 

PriV3te ««on. brought in £e deral c ’ 
however, is not absolute court. The immunity, 

—in circumstances c ’ 0 ^ ^ 

1 - - have rrr can abrogate “• 

to deal with such an imn ^*** incUnat lon, 

an lm P°rtant issue as *„ . 

^fringing state functionary is an “ 

tC Ele — Amendment protection *” e " titlsd 

e cruelly important guesMon ^ a ^ A *><=« on the 
immunity. waiver of such 

The core question on which r 

137 PaSSlng the C °Pyright Act of 1976 c ^ f ° CUSlng iS whe ther, 

etate immunity, meeting the rigid t ° ngreSS ^ abr ° 9ated 

Justice Lewis Powell in At ^ * 

Atascadero ststo u 

473 U.s. 234 (1985) reau - ~ " ^Hital_vt Scanlon 

) requiring that abrogation 

gation pursuant to the 






enforcement provision of the f 

unequivocal indication Qf Amendment requires an 

WMch is un *istakably clear ^ ^ ^ 8 ° abrogate ' 

ln t - he language of th 

The cases separate over this ■ * StatUte ' 

591 F. 2d 1278 (9th Cir i5aii ^ic_Inc ; 

606 f . supp ' and 

“ “ d ^ therefore states a e ' ^ ^ 

co Pyright infringement actions. Lat ^ 

Pecaally those after At ^ CaSeS/ h °wever es- 

j ^ti§£adero, hold 

S n0t ma)! e Congress' intent • c °Pyri9ht Act 

cl6ar D . intention to abrogate 

/j ■ S^liEiAnderson Photog raDhv u«uciently 

^ SUPP - “54 (W.D. Va 1986 7^~^ Za - 5SS&£4 ^ S ^- 633 F. 

626 F Sunn no ~~ -u-gagEj^j 5tates of 

• Supp. 499 CM n T1 , - 

^-Mchx^an , S95 F » ’ l985); ^h^kCor f 

. - - -h ciir^-j ; 3 (e - d - 

Cl- SO. a2aineerina_y. Univerist. ) 

F - SaPP ' «« 857 

Sa^a. 230 u s P 0 ,= ' £as3ia4i la*istries^ 

-2-^11 - P - 2 ' (SNA) 678 CD p tut * 

Florida), iff'aHTTttr-(£j_2_Middi e District, 

^ - 2d 609 fll-f-h o-t ^ 

October 5, i 987 . r ’ 198s >; cert. den. 

While MiUa heid 

Co Pyright Act ( '' any persop su£f an9UagS ° f the 190 ^ 

Oengress included the states amo ' ^ ^ toat 

defenda «=- Atascadero (which ^ 

higher standard and held that "a 3 C ° Pyri9ht CaSe) set ^ 

essistance" does not include rSC1PlSnt fSderal 

states with sufficient clarity 




V. 




3 



9-t. E1 —«* Amendment immunity Als 

b 9U,g * ^ to the effect that c ^ 

abr093te Stat = ‘-unit, only when act . C ° n9reSS C “ 

Fourteenth Amendment. I05 s ct 199 t0 * nforce the 
Atascadero in thls 

7^'" ^ Pf ° P - reading Atascade ^ 

S vitality of Mills. -^ severely undercuts 

Nimmer, in a short dis 

Amendment and cop yr i aht l0n ° U the Ele venth 

nyragnt, compares , 

777 (8th Cir. leg?) . 309 F 2 d 

iyb2 ) and Mills ? M . ° 

§i2 • 01 f E] [2 ] fbJ (1 ~ 

^ argues that the 1976 A^t ^ View 

^ Precludes "anyone- from i^^ 63 immunit y because 

analysis is not very helpf ul r j t n91n9 " VaUd C ° Pmght - His 

"" ° f (- which he was lo ‘‘ “ tt * ™*’‘- 

—«h of jay,. Moreove ^ ^ J ln9 than on the 

a£iS£ ^2 and the signifi cant pro ^ ^ diS ° USS 
SUls View. Pttblems it created for the 

C “ Partlaliy -forcJ''hiTr^ht? 3 ' ““ ' C ° Pyri9ht h ° ldeP 

Eleventh Amendment immunity does ^ZL'^ ^ 

From prospective injunctive relief E 

U ' S - 123 <»<»>. Edeljan, «5 U s ' 6s 7 L£4£iS ^' 

Private plaintiff cannot recover ' ThUS ' “ 9 

o«‘=i.l for copyr i9 ht i , m ° ney dama9SS '«» • state 

g infr ingement, it i= 

Preve « any harm pp ^lble to 

' ^^UVoelffer, 626 p _ ^ ^ 


1 



to NOtWith «- ding 

argUe that Congress did^T" “ V9ry 

t0 abr °gate j_s £atftla _ ifflmun 7^ ^ 197e Copyright Act 

/P* £MJ ' f ° r the *«*■«*. 

1 ■ 23 U.s.c. s Bf -> ■ \ 

r rt ’ S * haU original iZ^T^ 

\ lng UM « ^ Act of Co„ gres ; n ° f n ««> action 

righted ^tradem arks ^ Such . relat ing/o Patents, copy. 

^ ^ C ° U ~ 77r ^^lP^ " ShaU ^ •*««•!v. 

2 - »«<•> of the 197 . ^ ^ C ° Py “*t cases". 

- —tes any of the -tes ^ 

owner a® e ^crhts of fu 

Provided by sections in* * C ° Pyri ^t 

infringer of the trough lig 

me copyri ght " . ' * • ^ an 

"notwithstanding the *“ that 

“* n0t —ngements of the „ " Ctl °" 106 ' **. foli owln , 

- 9 ^ iitenany I r i9h " ' ' ' ^ 

"**' *»*»«- connse of a , 

PSrf0r ” anCS « — ay is , regula 7" 1SSi0n ' the 

instructional acti vltiss of , P *« ° f ‘he systemic 

Pr ° flt ^ ^stitution 50 "^" b ° dy « * — 

—tic musical Wtk by . ^ ” (6 > ^ raance o£ . non , 

agricultural or horticultural ^ « a no„. profit 

3 COnUn ° n agric ^tural or hortic gani2ati ° n/ in the course of 
te d b y such body tal fair or 

Y r 0r 5ani 2a tion. 


exhibition 
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the Eleventh Amendment k,j 

— ity , why is ^-a dy granted state , 

barraesed to argue before the u ■ n0t b * 

that Con Sress added these SUpreme Court 

abrogate the r, exa ™Ptions be C a use it . „ 

^enth Amendment rights of states ^ 

^liHSSarles 

ic In _ 

-- ——± nc V An',- 

~——QLj zona . 591 r , , , 

P1 *inti£ f sued Ari2Qna ‘ _ 8 (9th Ci ^- 1979) 

r ighted Sona »v £ ° infr lngi n g if, 

SOng H applness i s » +. g lts Co Py- 

-ed its E ieven th Amendment'^ 9 31315 ^ 

court held that the 1909 Cop y r ight 7 “ * defenSe ' T he 
immunlt y because the Act ab «3ated states' 

s llabie £ ° r COp y^ infringement ^i PerS ° n " ‘'° Uld b * 
suggests that congress intended to ■ 1 “** a « 

CiaSS ° f POSSlb ls defendants. Mor States ^thin the 

under the Cop yri g ht Md p> ^ —ss was acting 

utional Power that contains ^ 3 ~ 

s °vereignt y . The court imitations on 

*° - immune from eop y ri ght «« avowing states 

exclusive rights illusory. W ° Uld make •» author's 

Cniv „ < roln . 

--^2inia, 606 F.supp 323 „ 

Plaintiff sued the - D - Va. 1985 ). 

° f hiS ph ° p ° 9 taphs Of spor VerSlty f ° r iu^tinging use 

p rin g events. Tho 

^ ine court f A n 

' -following 


r. 


?Ql±s, ruled that the El* 

gated by the c Amendme nt immunity 

y he C °P^ight Acts Of 190q y was abro ' 

and Wihtol, the court and 1976 - Comparing 

and adopted it Th ° UI1 that anal ysis s . 

r - The op inion notes ^ . s ^Per ior 

Prohibited "a ny person „ f " hile the 1909 Act 

1976 act covers " a lnf «nc lng on a copyright 

ers anyone." s , Plight, the 

sweeping and so surely includ an9Uag * ls Perhaps more 

Y " ClMes the states. 

Wihtol v ry. 

-^crow, 309 F. 2d 777 ,8th „ 

— c teacher at h l962> ' 

C0PlM hymn entitied'r SCWl ^ Clw1 ’**- low. 

^.ormed, o nce by the ^ G ° d «* and had it 

choir at tu c nool choir and „ 

hS Firs t Methodist Chu h ty th ® 

f ° Und ttat Cr » Und the Method^ ' '' reiu 9 tantl y « 

«-ol.s copyright. XtruTr tChUrCh,hadi ^-- 
—nth Amendment provided imm^' ^ 

against its schooi f « Iowa, the claim 

Jurisdiction. The Case ^ ^ he di ^issed for lack of 

Pr ~ <tatM important HlevJhT ^ - 

^cisions ^ ^ Amendment Supreme Court 

opinion does not • ^^§oadero). A1 

S not delude any ana1 the 

Co nfli ct between c ySIS regarding the in h 

een copyrig ht protec ,, y Ae lnh *rent 

protection and stat* ,■ 

si:at e immunity. 
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1154 633 F. Supp. 

11 thlS ° ase - a Photographer sued 
f0t C ° Py “«* ngement of _ t 3 “«* university 

CarefUUy an —in* the Eleventh JJJT" ThS C ° Urt ' aft6r 

held that EleVenth *»«*».»* immunity prc^t ^ ^ eXCePti ° nS ' 

sities from p — — ^ ew e ;r s — 

Following a narrow . options. 

^ e °" ld —<« that Congres7 c r a e n tat b i0n ^ ^ £ ^' 

—out stated consent ^ whe „ «“ ~ty 

enforcement clause of th e Pursuant to the 

C ~ - oleany - 

court concentrated its analysis on h ^ Cate9 ° ry ' «“ 

had vaived ita ^—y. using the At e a ther ; r not v — 

COUrt «»t Virginia gave no - «“ 

ttat “ C ° nSent8d to federal suit 

impliedly waive its immunity. * Ud 

he opinion notes a create 

° f the Su Preme Court to fi nd rel uotance on the part 

Because of recent decisions 7^" 

C ° Urt dld consider CohnsonTTf^ ^ ** 

immunity under the Cop yr i g h t Act ° n 1SSUe ° f 

ln JUly Publishers fii ad an Am . ‘ hlS CaSe is « a PPeal and 




' ! ^ S£mS ^^^St i tes ofAm . 

HI. 1986)^ffierica, 626 F. Supp. 499 (N D 
Ulinois Sought a declare 

^Odan - minol ., you put at ° rY —t ^at its 

put me in a 

violate state ot federal ^ J St “ e " "»t 

Slle9in? —“ght infringe^ J at8S count arclaimed, 

initiating the action 111 , ■ held that b y 

^ llinci s wai uori 

bUt only as far as dec S ° me ° f immunity, 

declaratory relief. 

a«ppy States, ralying on 

abrogated state lenity — 9d that Congre, 

C0U " “«* the test ' 09 “ e C ~ Act. The 

a tate inanity only by ; 1-, n COn9rM * My **’«»«• 

ln thS of the statute At U ™ iStd ^ bla clear 

Phrase -any recl^nt of Federal ^ **' «“ 

the e-h a +. ass istance" doec: . 

6 State with the required n0t lncl ^e 

required certainty tk, 

C0Urt h8ld — , while the 1979 Co ' ^ 

that language is insufficient t h ^ ^ "“ yon *’< 

y -—- oniirr — 

^ Petrine to allow Happy state ' **“ 

injunctive relief to "* ^ SeSk pr ° s P e =tive 

' ^ Pr ° tep t its copyright. 

5gs 

a«'d 814 F . 2d 290 (6th c . UPP ' 903 < E -B. Mich. 1984, 

Ct. 503(1987). ' £S£S ' —' 12 / 14 /87, l 03 s . 

Another slogan case. Piaj n* • 

°^icials ap propriated 1 alle ^ that state 

aesign ideas to 



come up with 
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" Sa 7 es to Hich - an " - —... The defendants 

to dismiss, asserting the Eleventh Amendment 

Tho District Court concluded that Mills „ as in . 

correctly decided. its rsJ „ - - 

is dubio reasoning, which runs as fo 

dubious. Although the federal interest i„ 
exDrf , sca . . rest ln c °Pyright is 

expressed in the Constitution, the substantive legal right 

derives only from statute, the Copyright Act. Ih us rt is 
thp c-,-- j- , . XXIUS it is on 

amS footln 9 as the statutory right to k 
u, • 7 gh to ben efits for the 

■ md and disabled, which, as ^ 

overcome Eleventh Amendment immunity. A private 

plaintiff, therefore cannot 

, annot recover retroactive benefits 

rom a state under either statute. 

claims A 1 ' 6 DiSt “ Ct C0U “ diSmiSS8d 

V nd ln effe=t “ — ***•. possible remedy to 

raiief ———- - 
was no infr he b “*« «*t there 

j " e ;i;r gement and then found dt — - 

—s n Amendment immunity issue. 


BV. Engineering v.n„<- 1r , 

O' , _- c alifornia. r.ns a-,.].- 65? 

Sup P' CC.D. Calif. 19 ^ 

A manufacturer of computer software products sued 
Regents of the University of California for copyright 
infringement, trademark infringement and breach of contract 
alleging that the defendant illegally copied 


several of 



Pontiffs co Pyrighted softuare 

documents. There we r °9rams and associated 

inere were Cross-Mon 

^ ui) S-FJotlons frsr- o 

“* the C ° u « —d that the sovereign ' 

— ated with the Seventh *"«“ 

“ lth ° Ut ha ^ *» — «- Naming issues ^ 

«1 f.fd IfvTXTcir 7 i^oT 

^ recognised that Con r " 

clearly its intent to subject an ^ a * Pr9SS 

federally created cause of actionT MSenting ^ 3 

court. However, the Court held ^ 

gta te Hosnit si v , Sr that Atascadero 

’ ' ~e-Scanlon, 473 u. s . 234 „ 

inevitably" to +->,= (1985 ) points 

y the conc lusion that Mi i ls , 

° f 9th circuit. W hu e there . ~^. iS n ° IOn " r 

opinion overruling Mi 1 i s th c ^ 9th circuit 

- — m ; iu — y — «« 

dissent and emphatically stated that cT^ 8ramian ' S “ ^ 
W - expressly set forth in ^ 

^ is interesting that i-k ^ 

if it were " free to d „ ° Urt W ° Uld haV * foil owec 

it is ° S °"' believ ing Mills to h 

13 See ^ngly reasonable that th • S ° Und ' 

States, should be i mplied , particu ^ 

stances that the federal r ° f the Cicc — 

eaeral courts are t-Vn* , 

federal copyrights may be enf * PUCS Where 

y De e nforced. The r«„ ^ 

-fortunately the rationale of MiUs that 

implication had been, in fact necess *ry to make the 

fact, overruled by Atascadero 
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An appeal to the 9th circuit as pending. 

Cardinal Industri pc; ^ .. . 

\ C. Kino and „ 

Pa tters on 811 F.2d 609 (11th Ci- iqd^n 

\ 1 ** tn • 1987); petition for cer^ 

den. Ccrober-^ 1987, 108 s . ct. 88 (1987). . 


m-gement acrion-alleging unauthorized 


Copyright in] 


use of oopyrighted architectural plane for a student housing 
facility at the University of South Florida. Cardinal is the 
g t manufacturer of factory-assembled modular housing in 
the U.S.. university officials visited Cardinal's plant to 
vie„ models and obtain copyrighted architectural drawings. 
When the University began soliciting bids, the copyrighted 
Cardinal papers were given to contenders, including Anderson 
Parrish Associates who received the assignment. 

The final plans use caused Cardinal to commence 

its action, defendant denied rnmr. 

aenied copying and argued alternatively 

that Cardinal was estopped from bringing this action on the 
grounds of Eleventh Amendment immunity. The district court 
granted the University summary judgment because of Eleventh 
Amendment protection, the case proceeded against Anderson and 
its employees, and after a non-jury trial judgment was entered 

m favor of the remaining defendants. On January 27, 1SS7 
the nth circuit affirmed. 

In its petition for cert. Cardinal argued that the 
grant of eleventh Amendment protection frustrates the purpose 
of the Copyright Act and conflicts with Mills Music Johnson 
yhi-^-sify Of Virginia, etc. The petition argued further 






r 


that the court of appeals erred in affirming ^ ^ 

tions of the Eleventh Anendnent extended to state offices 
sued m their individual capacity. 

in opposing the petition, the University argued 
that Since the Eleventh Circuit ^r ^ order provided ^ 

rationale tor advance, it was inappropriate tor turther 

ThS UniVersit y als ° argued forcefully that both 

and Johnson predate Atascadero and that later 
-ses such as A^^, and all 

followed Atascadero tk= c-.._ 

„ -~ IhS $UPreme Court recently declined 

to consider the case. 

Current Development 


Representatives Robert w 

OD6rt w. Kastenmeier (D-Wis.) and 

° rhSad {R " Callf *) have requested the Copyright 

ice to see* public cogent on this issue. The Copyright 

ice is conducting a study and preparing a report. I„ 

calling for public comment, the deaHUna -U 

„ u deadline having been extended 

ebruary 15. 1988 . the Copyright of£ice ^ ^ 

recent line of federal cases interpreting the application of 
eventh Amanctaent immunity night influence states to 

change their practices of recognizing the right of 

y me right of copyright 

stating as, follows: 

bS«u:r t £ey ^“ a r?o re s d about the « «••• 

only pecuniary^remedy°against eS£ i f t ° Uners ' 

3 yarnsc state governments 


owners, 
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that violate Federal copyricrht law +-t 

hand, it is sometimes alleged th a f’ s the other 
owners or t-hsi >- - Xieged that some copyright 

preLur o‘ i epresentltives ma y put undGe 
p ssure on state governments to pay for thpir 

of wpyng^ed works that might, in fact be 'fair 
use under section 107 r\€ fv. a r< . 1 rair 

or exempt unde" anothsr opyright Act of 1976 

p unaer an °tner provision of the Act." 

The Copyright Office specifically invited comment 
on the following: (1, the practical problems faced by copy¬ 

right proprietors who attempt to enforce their claims of 
copyright infringement against state government infringers; 
and (2) any problems state governments are having with copy¬ 
right proprietors who may engage in unfair copyright or 

business practices with a- , 

-spect to state governments' use of 

copyrighted materials The 

1S - The 0fnce also sought arguments 

concerning the legal interore^at i on tn ,, 

y x -.icerpretation or Eleventh Amendment 

immunity in copyright infringement cases. 

As of yesterday,- ll submissions have been received 
by Dorothy Schrader's office, including but not limited to 
submissions from Dunn * Bradstreet, Intellectual Property 
Owners Inc., McGraw-Hill, BMI, West Publishing, Harcourt 
Brace Jovanovich, MPAA, Lotus, Cambridge Scientific Abstracts, 
joint presentation of the Association of American Publishers/ 
Association of American University Presses, law students and 
the Commonwealth of Virginia. Not surprisingly Virginia's 
view that its immunity status should be preserved, is not 
shared by -he other interested parties. With the United 

States Supreme Court having recently denied cert , in Mihalek 

and Cardinal Industries, up ui i i w =-.« ...... 

- -we Waii nave to wait and see what 



t 
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the 9th circuit Court of Appeals does in BV Engineering 
what the 4th circuit does in Anderson^ and whe A 

the United States Supreme Court will face this very imppr^nt 
issue in either or both of these cases. 


Eugene L. Girden 




FEB. 0 8. 1988 


Dorothy Schrader 
General Counsel 

copyright Office 6 "" 31 C ° unsel 

Department So"’"" 
Washington, D.c. 20559 


February 4 , iggj 


Sr 

0F copyhqht 3 


FEB 1 1 (988 

^CCE/vjr 0 


“bar Attorney Schrader: 

frSm e ItJ«ne5l tener^ CopyJign“' 0 f?“ Gently 

~ applied t^lop^ghT^S?"%" tS 

private indi? 1 2 u ®? lt fought under fn * e : this ofii 
Revprmo , iV ‘. au al against cne Co Pyright u.. 



Led 


ou<ll *S t t?cai nQ ,* i. ^ to f*K n ~ its 

C ° a9rM * ^ ‘'"^^tention of 


^Vly trul y. yours, 



Lisa a. Levy „ _ 

Assistant Attorne?General 



-se^rnmrnmii mmigSk 




UN nT T o E n? STATES DISTRICT COURT 
DISTRICT OF MASSACHUSETTS 




the^first national bank of boston. 



CIVIL ACTION 
NO. 85-0520-T 


IN suppor? E o? E th E ew N mItton MORANDDM of law 

-— THEIR HOTTON for romm, nv ^- r|rr , T 

INTFODUCTTON 

involves a claim of copyright infringement 

aSSerl " Lane, ?? , lnst th# 

Bank of Boston ("the Bank"), the Commonwealth of 
-achusetts and three ^ offieim 

Commonwealth.—/ Lane alleges that the state defendants ‘ 
infringed on her copyrights in . printout of financia] 

tl0n C ° ntained ° n the Massachusetts Schedule A forms 

ed by municipalities for fiscal year 1980 ("the 
anA . y iyeu ( fche printout”), 

and in a revised format of the Schedule A form 

eouie A forms entitled 

Format 3" ( PD 5 -tm r 

used h 6 COnte " dS Stat9 defendants 

her works to create the Chart of Accounts in the ' 

v-uuncs in the improver* 


referred^to^colTectively as^^^eSnt’s"' 


will be 




form Municipal Accounting System ("the IUMAS 
• Accounts",, a revised Schedule A form f 

<"the revised Schedule A fonn ",, anc , " flSCa ' y " r 5982 
included Within the department's " " SChetiule A data base 

Ban, ,pp. ‘ ~erised Municipal Oata 

ne state defendants' motion f„ 

premised on the ^ i^ment is 

following grounds which „ m h „ 

^ i„ this memorandum. Inltl . 1)y 

MithOUt — - tH. material factual an°* ^ 

infringement action ag ^ *' 

the Department R PV e th * Commo ™ealth, 

avenue, and its a-; 

Accounts is barred by the El th * B “ reilu of 

-»—......- - «- 

:r- ..... 

defendants as state "officials" individual 

lodgment under Lane' ^ • 

Commonwealth i„ contravention t/th^Ei °" the 

19-2,1). ev «?nth Amendment. ( Pp> 

The stafce defendants further m *. 
law. Lane is not entitled " ^ ** ’ matte,r of 

fees under the Copy « —"Vs 

the Copyright Act, 17 u.s.c. f 

h#r 0W " • Ue ««tio».. registration of the '• 3CC ° r ' in? 

3 did not occur within th Printout or Format 

r "itbin three months after f(r .. 

these works. (Pp. 2]-23) ' ^ u ^-ication of 

state defendants maintain that Lane' 
copyright infringrement in the . ® f ° r 

Printout must be dismissed 
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because, according to Lane's own testimony, she never 

registered a copyright in that work. ( Pp . 25-28). 

urth6rrnor6 9 b3s©d on ^ 

cn Lane s descriptions of the printout and 

of the data base tape from which the orintout a • 

printout was derived. Lane 

cannot claim copyright protection in fho 

v uceccion m the printout as a 

derivative work taken from the data base tape since the data 

b-e tape is not copyrighted as a compiiation under the 
Copyright Act. (Pp. 28 - 33 ). 

The state defendants further contend that the 

uncontroverted facts before thi« Cm.rh 

tnis Court reveal that the 

allegedly infringing works of r 

9 rkS 0f the Commonwealth were created 

either prior to Lane's works nr nt-^« • 

works or otherwise independently 0 f her 

works. Specifical]y, the IUMAS Chart nf a 

Charfc of Accounts was created 

Prxor to creation of Lane's printout or Format 3. ,P P . 

37-44). In addition, the Schedule A data base was designed 

Prior to creation of the printout or Format 3 (pp. 44-46). 

finally, the revised Schedule A f~ rm 

cneoule A form was predicated on th* 

preexisting I W « Chart of Accounts and was otherwise created 

independentiy of Lane's printout and prior to the date that th . 

state defendants had access to Format 3 . (Pp. 46 - 5 i, 


STATEMENT OF THE CASE 


Prior Proceedings 


In March, 1 985, the plaintiff T « a « » r 

Fiamcirt, Joan F. Lane, filed her 

original complaint, alleging inf-or al - 

■-gmg inter aha, violations of the 
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Copyright Act, 17 tl.s.c. « 5 , 01 et s „ flo . 

, , 3 -' 3gainst the Bank and 

the Commonwealth of Massachusetts. In Aprll> 1985 . 

amended her complaint tn ^ ' Plaintiff 

fo . 'to add Claims against the Commonwealth 

for misappropriation of trade secrets, civil right - 

end injunctive relief T S ,lolsl:ioris , 

response to the state defendants’ 
motion to dismiss , ° ants 

juried- t- EmiSS the COmPlal " fc ^,ac, of subject matter 
sdiction over the copyright count, and for failure t 

* Clai ™ f ° r «“«* dnder 41 c.s.c. « J983 . 

Plaintiff sought and obtained leave to a T ^ 

leave to amend her complaint a 

second time, bane’s second amended complaint iherei af th 
complaint") rae f, k ^ 1 flatter "the 

*' resfcated most of the factual and i 
amended oomplaint, bBt added as def d °* 

- -venue .Apartment., the Bu a ." ^ 

W 4 fh . fcU Bureau of Accounts (which is 

- lnt he apartment,, and three individuals: Bdward d 

-Puty commissioner of the Oepartment ’ s Oi^ of 

Local Services, Harvey Beth ^ 

y Beth, former Bureau Chief of th* o 
of Accounts, and Roberta b a • Bureau 

mzmann, a management analyst in the 
Department's Municioal Data Man*„ " 

Bureau. -"agement and Technical Assistance 

defe " dantS fU6d 3 SUPP1 ™ -ion to dismiss 
iff second amended complaint, and this motion was 

rig ‘ thS C0Pyrl9ht Clal ” a " a “ - * ci..l 

ghts and Pendent trade secrets C )*im 

Thus there 0n JanUar y 2 ' 1986. 
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Statement of Fact si/ 


Tfie Printout 


Since December, 1980, Joan Lane has be ■ 
ool1ectinq public fi n ■ 60 10 the b usiness of 

' ' tane deposition I, Dage 8) 3/ 

e “ b "' 198 °' —ed to compile ail • , ln9 

the Massachusetts "Schedule A” fo ' lnformatl °" from 

^ecal year i 980 „ m be ° ^ * fo " fbb 

1 , 111 . Theschedule\ or 3eAf0rm ” > 

^ssachusAh t <? f* 0rm 15 a 

ncial form which every city * h 

complete annually, pursuant „ „ ? * t0Wn must 

_ _ Pursuant to G.L. c. 44 , r 43 J/ Th& 

— ^ following stAtam^ 

fLane's 

interrogatoriesf ,B "*" t0 the .‘h— ' 

number onTv re p e 5 ences to the Complaint 

will be deslgnatel^** to L a „e. s fi^t^^hy Paragraph 
transcript of her 

i/ In part, g.l. c 44 c ^ (page n umber).» 

* H H ? 5 43 nrntM* j_ 


— rwvices; 

The director fnf 

other U€j Sha11 an nualiJ fc | u JJJ i ^ e . department of 
i footnote ooiiu^T^ 



Schedule A details the 


revenues and expenditures of each 
municipality during a fiscal year and is submitted to the 
Bureau of Census to aid in a determination of how revenue 
sharing monies should be apportioned among the states. (Tr. I, 

30). Because the categories on the Schedule A form did not 

sufficiently detail every revenue and expenditure of a 
municipality, a town or city accountant would customarily write 
in added information in the category on the form that most 
closely represented the department from which the expenditure 
was paid or in which the revenue was generated. The 

handwritten information are colloquially and commonly referred 
to as "adds". (Tr. I, 27-29, 39) . 

Lane obtained copies of all Schedule A forms filed by 
municipalities in Massachusetts for Fiscal Year 1980 and then 
hired a computer company. Interactive Technology, Inc., to 
Place all of the Schedule A data on the forms onto a computer 
tape (Tr. I, 37). Lane told the programmer at Interactive 


(footnote continued) 


rjt-grns giving detaile d statement nf a n 

r nfiuLj!^ rces - * n d all Payment 

created a„°d ^^^i^m"^ & ^p^ent 
f ? . and 3 statement of assets and 

iJroil ltieS at the c1ose of the fiscal year. The 
^lrector may pr e scribe standard forms intended - to 
RT o mote the sysfematio acce nting of 

f r; !iL ! n .J * n ° tbe pub ^ cati on the same i n 
aupplxejf)? 1 re P° rt -g' • • (emphasis 



Technology that she wanted the Schedule A data placed on the 
computer tape, exactly as the municipality reported it on the 
Schedule A form, with all of the adds identified in a manner so 

that they could later be pulled off t-ho 

puiiea ort the computer tape for 

nalysis. (Tr, I, 28, 37). The programmer informed Lane that 

“ "° Uld ^ P0SSlMe t0 3 Program to extract the adds by 

identifying each add on the data base tape b y a mart or symbol 

(Tr. II, ] 82 ). According to Lane, she thought of the idea of 
using parentheses to identify each add. (Tr. it, 1831 . Thus 

Lane's tape of Schedule A information for fiscal year 1980 

( the data base tape" or n f-hA 

Pe or the tape ), mirrored the Schedule A 

form in that each line on the data base corresponded exactly to 

t^line on the Schedule A form (Tr. X, 31-32, Tr. XX, ExMbit 

4)- In essence, then, the data base tape contained all o, 
the public data from the Schedule A forms filed by the 
municipalities in the Commonwealth for Fiscal Year 1980, 
exactly as the data appeared on the Schedule A forms, with the 

exception that parentheses were placed around each add reported 
on the form. (Tr. I, 27-28, 37 ). 

The first publication of the data base tape was in August, 
1981, when Lane sold the tape to nitre Corporation (Tr. I, 35 , 

Tr. II, Exh. 25). The only other sale of this tape was to the 


—/ The Exhibits to each of Lanp's 

submitted with this motion wili'ho d J P °f x ^ 0ns that are 
in which they were marked and thAir 1 en ^ 1 ^ lec? by the deposition 
designated b£ the aSbrlvfation C> Exhibits «*>! be 
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Bank sometime i n rw„ K 

ctober of J 98 1 . ( Tr r _ 

Tbe Bank was interested i 

" UniCiPal information D * *«. base of 

— - — recommended^ 

^ PUrCha - o* Lane's tape. 


0ne objective of the Bant • 

t0 impr °'' e tha "ethod by which ^ deVe3 ° Pin9 Us data »ase was 

and , * Pe " dit “'« so as to f aci 1 i tT^" ' ^ 

«*"»>•. and expenditures from * * ° 0mParatl « analysis of 

B ° th La '’ e a " d P ers °nnel f rom t he ^ a " 0t ’’ #r - 

Schedule A data on her tape reco Sni«d that the 

format because, ln bane's * ” USabla ' «"Parative 

Kberever they cho ° aa ”- 7 T.\ a 7 T 7 ormatior 

the process of maklng ' 39K '"order 

;r S ' the ^ - *0 he consolidated inT^ 1 "' ^ 

format. ( Tr . i, 39) lnfco a consistent 

* *"•' to Lane, with her " °' COnS 01 ida tin, 

employee wrote a program 13 "°” Iedg9 ' a Bank 

_ 9 am that would enahi. 

e from her tape of all of the 3 dd 6/ * Print ° Ut t0 ba 

-Harlty of language and fregue ^ 

t,M * (Tr. i, 8S " Cy ° fbhei " appearance on the 

' X ^ . II. 7 P C \ 7/ 


---' In Edition, the 

ri, -o-t of each add was also ■ 

V f or example, if . ln ° 1Uded - <Tr ' 

Phintout°wo'uId i Bist - CommS"’^ 1 ”HfV 1 tl#S listed "Histo ' 

aa they apoeare^on ZT ^ 

the taped. (T ^ adds exlctly 


-8- 




printout identified the town that reported the add by assigning 
each town a number, as well as the line number on the Schedule 
A form on which the add was entered. (Tr. II, 189). With 
Lane's approval, the printout was made from the tape, utilizing 
this program. (Tr. I, 92). Lane has conceded that, according 
to her agreement with the Bank, the Bank was authorized to make 
printouts from the data base tape for its own use and 

analysis. (Tr. I, 97). Lane contends, however, that one such 
printout was made without her authorization and that David 
Thompson delivered this printout sometime in the fall of 1981, 
to Harvey Beth, then Chief of the Bureau of Accounts at the 
Department. (Tr. I, 90; ff 15, 18).!/ It is this printout 

that Lane claims was infringed by the state defendants. 

(Iff 35, 18). 

Lane claims that she first became aware that the 
Commonwealth had possession of the printout in February, 1983, 
when she attended a meeting at the Department with Harvey Beth 
and Edward Collins, at which time she saw a copy of her 
printout. (it 17). Lane admits that she never asked Beth, 
Collins, or anyone else from the Department to return the 
printout. (Tr. II, 206-07). Lane did call John Clark at the 
Bank and asked him to retrieve the printout (Tr. I, 91). 


loti!!! 6 fh^%h! f r d T tS . aSSUme 0nlV £or the P ur P°se of this 
motion, that the printout received by Harvey Beth from David 

Thompson was the printout made from Lane's lata base tape o? 

additions to the fiscal, year 1980 Schedule A forms. 
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In N0Ve " ber ' 1983 ' ^ "" With °«‘ci.i. of the Muntcipal 
Data Management and Technical Assistance Bureau ("MDM/TAB”,, 

Which Bureau was responsible for implementing the Department's 
Municipal Data (Tr . I( 114 . 15 , nd Exh . 3 ,A, 39B, 40, 

«e purpose of this meeting was to explore the possibility of 

Lane & Co. selling its data base tapes of nr- 

apes of prior year Schedule A 

information to the Department for entry inhn m n 

encry into the Department's 

schedule A data base within the Municipal Data Ban*. (Tt . T , 

Exh. 39B). The Department decided ultimately not to buy Lane's 

tapes based on the expense involved and the fact that the prior 

year schedule A data was already in the prpoess of being 

entered into the Schedule A data base (Tr. I, Exh . 41 ,. Ira 

Jackson wrote Lane a letter - . 

etter, dated February 29, 1984, declining 

her offer to sell her tapes to the Commonwealth. (id.) 

Thereafter, on March 8 , 1984, Lane wrote a letter to the 

Bank i n which she * , 

etated that the printout had still not been 

returned to her. (Tr. I, 93-94, Exh . 35,. La „e also wrote 
that the state was now i„ the process of duplicating her work 

by using the printout. , id., “DM/TAB returned the printout to 

the Ban* in March, 1984, with a letter which stated that the 
Printout had not been used in the development of the Municipal 
Data Bank. (See Affidavit of Roberta c. Heinzmann, , 11 ). 

Dane deposited a hard copy of her data base tape with the 
Copyright Office sometime in January 1985. (Tr. n, E xh. 25). 

In the application, she claims copyright protection in the 
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"compilation" of Computerized Massachusetts Schedule A forms. 
Fiscal Year 1980" (ie.). 

ii- Format 3 

Lane sought to compile Schedule A data into a more 

"consistent" format than that which existed in the ■ • 

sceo ln the onamal 

schedule A form. (Tr. 11 , 1 4-15,. As part of her work with 

th * Ba " k ' La " e development of the format i„ De cemher 

19M ^ analyZi " 9 SCheSUle A data re Ported by municipalities 
1 year 1981 (Tr. II, e, 50). Lane first developed 

°”*t 2 "' 9 Print ° Ut ° f possible areas of revenue and 

expenditure as reported on the (1980J Schedule A form", and 

then inquired how the Bank wanted the information formatted for 
its data base. (Tr. II, 27). According to Lane, the Bank 
wanted "as much detail as they could get, sources and uses of 

funds (Tr. II, 28) . Lane then took the Format 2 and, using 

6 A f ° r ” 33 the determined whether each add' 

Format warranted a new category on the Schedule A. ( Tr . 
11-45 46; 25-26, Exh. 3, p. 2). The resulting format, 
entitled Format 3, Sources and Uses of Municipal Monies", was 
based on the Schedule A form, but included as new categories, 

certain adds that municipalities had reported on the form 
(Tr. II, 44-45, 39-40). 

A printout of Lane's nrinUai 

s original version of Format 3 was made 

on or about February 26, 1982 (Tr II 571 - 

ur . XI ' 52 >- kane showed the 




original version to Ban* employees John Clark and David 

Thompson, and ashed whether this formatting of the data met 
with their approval (Tr. II, 28) . T he Bank wplQyMs ^ ^ 

to reorder" the format to make the> "^ on 

to make the departmental functions" 

consistent with the uniform Chart of Accounts in the ■ 

uuncs m the improved 

Municipal Accounting System ("IOMAS"), developed by 

Touche, Ross & Co. ("Touche Ross", .under contract with the 

Department <Tr. 11, 22-28 and E *h. 11 ). Thompson 

gave Lane a copy of the IOMAS chart of Accounts for that 
purpose (Tr. II, 84) . 

Sometime in April i qao t 

Pril, 1982, Lane completed reordering the 

format, thereby making the applicable • 

ppucabie categories consistent 

with the ICJMAS categories (Tr it cd, _ 

es (Tr. II, 53), In May, 1982, the Bank 

approve Lane s Format 3 and the first publication of the 

format ensued, with a copy being generated within the Bank for 

internal r*6vipw /t»* tt „ 

iew * (Tr • Ix > 73, Exh. 24). 

In December, 1982, Lane published a booklet entitled 
Schedule A Database FT - 81 - ("the booklet"). (, „. Tr „ 

Bxh. 3). The booklet, which explained the formats of certain' 
dhedule A data for fiscal year 1981, also described the 
development of Fermat 3 in the introductory section and 
included a copy of Fermat 3 in a later section. (Tr. II, F *h 
3- P- 2 , Attachment III,. Sometime >ft#r th# boo|a#t ^ 

published i„ December, 1982, during one of Lane's visits to the 
Bureau of Accounts to research data, she met Beth and he 
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inquired as to the work that she was doinq. (Tr. II, 214, 
164). Lane indicated that she would be happy to give him a 
copy of her work to date, and gave him a copy of the booklet. 
(Tr. II, 214, 16 4). — Lane ultimately deposited a copy of 
Format 3 with the Copyright Office in January, 1985 (Lane Dep. 
II, Exh. 24). The copyright application described Format 3 as 
a "compilation" with the preexisting work described as 
"municipal financial data taken from Schedule A form". ( Td.) 
Where the application asked Lane to give a statement of the 
material added to this work and in which copyright is claimed, 
Lane wrote only the word "compilation". Id. 


CLAIMS OF INFRINGEMENT 

Lane claims that certain works of the Department infringed 
on her copyrights in the printout and Format 3 (ff 28-29). 
Specifically, she avers that the Commonwealth's revised 
Schedule A form for fiscal year 1982 ("revised Schedule A"), 
infringed on her printout form by using "similar expressions of 
ideas" concerning entries for revenues and expenditures and 
similar expressions of ideas and arrangements". 28-29; 

Tr. II, 85 and Exh. 10). 

Lane contends that the revised Schedule A form also 
infringed on her copyright in Format 3 by using the 


purpose ° f fchis motion only, the state defendants 

|y • 8?" whLh C ° Py ° f ^ booklet entitled "Schedule A Database 
FY 81 which is attached as an Exhibit to this motion (Tr. II, 
Exh. 3), was given bv Lane to Harvey Beth. 
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I 


"arrangements and deserinn„ 

ascriptions of the o n t-,-,' 

revenues anH les re 9arding 

enues and expenditures" m u 
i • from her work. (« r 

claimed that the entries for ’ 

for revenues and exnenrH*- 

revised Schedule A were ” ar ^ in the 

were arranged in a 

on Format 3 (Tr rT manner " to the 

<Tr. n, 108 - 09 ) . 

ane also claims that the Commonwealth's Sch 
base implemented by the „ DM/TAB duri 

Schedule base', . a Iso 1 „ frln9ed „„ he " 

. - testitied that e/T" ^ 

in£rI "~ concerning the Schedule A data b ^ 

bhe allegation of inf • aS ® arS 1:133613 «" 

of infringement with respect to 
Schedule A. ( Tr lr , Pe0t to the revised 

ur - 11 ' 1 30, 1 20 1 -M 1 

The e 123-126; Exh. 2). 

The third work that- r 

1" bbe printout and Format^ ch^ 1 ^ 

is the Chart of Account-* • 

improved Uniform Municipal Ao . ^counts i„ the 

— which was ‘"iStyToXZ!,'™' ° £ 

contract with „ ss Under a 

chapters 7 , «*• -n, Sxh. 

-counts constituted aTiT e5ed ^ ^ <* 

, a concerning entries fnn 

and expenditures and " sim n* r avenues 

ar expressions of ideas an r? 

arrangements" of the • 

entries as devised Kv r 

Chart of Accounts also 306 * 28 ~ 29) - The 

. _^l 3,S ° COnStit — « infringement of Format 

~of the ne iu«As a cha?t of^Aooo^ Tt^Ti Chapte ” 7 and 

yir * 11 1 JJ 5-116). 
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Lane ClaImS ' b * ««ing the "descript• 

regarding revenues and 10 " S ° f the e " tries 

expenditures" f jr 28- y r „ 

' Tr - U ' 1 * 3 - 144 ). 

ARGCJMRNt 

I ’ PLAINTIFF>c rriT 

COMMONWEALTH OP „ 2 ~” S AGA ™ST THE 
DEPARTMENTS ARE ” AG f A CHCSETTS AND ITS 
Wndment. ARE w «cribed BE the elIventh 

La " e has name d as defendant- 

Department of Rev9nue/ ^ ^ ^—h, t „. 

■ — —t. jrrr - •— 

claim against th- C o„ co»Plaint asserts a 

Comm onwealth or its a. 

'“"Plaint should be diem- departments, the 

a - dismissed for laclc 

lurisdtotion. Ko fact . 1 sub Je=t matter 

° reauired f-n a 

Th “ Eleventh Amendment to the n - thlS lM “- 

Provides: " lted Sta tes Constitution 

no h t be Ud co C nstrue°d e to° f th * DnIt 'd States h 
equity, commenled or e o ten<? t0 a "y suit 
fcile United Static k C prcs ecuted aasinet. n iaw or 
or by Citiva es by Citizenc? ^ inst one of 

D.S. y const ^ms 0 ! Sub ieo tl”l ,° f "° ther St «e. 

C - Amend, xi. or an y foreign State. 

As the United States s„n 

es Su Preme Court hac 

SI gnificance of the Eleventh A the 

that the fund. A "endment "i le , j 

fundamental principle D f aff irmation 

* rant ° f !«««.• authority i„ . “ VeCei9n limits the 

Constitution). p 9nnh lCle lI1 " <«f the 

-^ennhurst statP 

465 U.S. 89 9S ‘ - —^^-i- JLospital „ R . 

98 (1984 ). Nearlv a 

that the Ame ndment barred a cif 390 th6 C ° Urt held 

126n fr ° m bri ^ing 8uit agai nst 
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M * °“ n State ln '•*«.! court. Hans 

(1890). —l^-^-lauisiana, 134 u. s . j 

here are eJfce Ptions to the Ele 

afforded the states. „ , . t Protection. 

-3 Uitinfederal court> - ~ts 

the , 08 „ s h A ;; ndment -o” "ot tar 

th# Commonw ealth has not waived Us ' ' 43 ‘' 4 ° Here. 

in ^' »o «iv.r is alleged. C °" StltUtiD " al ^“"‘ty 
further, the Amendment is limlted 
a " f «ce, by appropriate ieg isJat . Power "to 

of the Fourteenth Amendment." F ’””' Provisions 

445 ' 456 Thus Congres? ^^^^er. 427 0 . s . 

enforcement provision of S 5 df Pursua "t to the 

abr ° 9at9 th9 «*""»■ Amendment ^ 

states. i£' ut the consent of the 

J " :S8 <« the supreme Court held that ■ 

C ° n?r9SS , ” ex « r<:i «ing its Fourteenth A ^ ^ 9 wheth er 
abrogated the Sites' Eleventh A P0Wers ' h as 

* - — -ress;: 0 ;~ nt —- 

overturn the constitutionally guara t SS1 °" aI ^ 

severai —p^t, ^ 4 ;r 0 T unlty of the 

-J2, 342 ( 1979 ) 

M ° re the court has st 

°f uneguivocal Congressional erpre re " gthened th * '^foment 

Eleventh Amendment har to suitr 10 " t0 abf ° 9ata 

SUItS a9slns t the states i„ 
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C ° Urt - Atascadero_stat e „ 

Ct ' 3142 ' 3147 105 s 

" by makinp its intention u C ° Urt 3 «i™ed that 0 ‘ , 

a. aaua. „„„ ^ S1I J 

S8CUred immunit y Of the states", r ^ ""^“““"ally 

In Atascadero, the Court ,Empba sis supplied). 

had held m . f A PPeals f 0r 

l >eic that the* pi or fch © Ninth r>- 

Cne El eventh Amende „ h Clr cui t 

against the fc ndn,ent did not bar 

he State under the Seh , K ., r an action 

la "«age i„ section S05 of ' 1 1Utio " *ct because the 

° f e0n9r ***‘«»al authorisation to tha threshoid fact 

WhlCh Uteraliy i„ CIu d es th# g 3 «••• of defendants 

f a£tJaSei ^' 72 5 s.2d 359 36 V;- S£m 2 ^-^c^ 

Scribes the availed h Cir - 1984). The 

Uab le remedies The stafc ute 

and states, i n rpl Under th e Rehab iiit.t- 

' ln re ievant p art; dD1J Nation Act 

^he remedies „ 

title vi 0 f *-V r ? cedur es and r i flK f 

a « any b pe r «on “ 

assistance . r * t0 act •>? ajj. reSipie'l e '' 9d by any 

'Stasis supplied,. 29 '•<««.? 

i- e it acknowledged that 

reC1PUnt ° f f9d «al aid within th StatS ^ Calif0r " la iS 9 

• Court held that th " ngUa,e 

; " reCIPient " the ^ehabniTa" fa " th9t 3 «“ Jd b9 

"Gently clear states 0 °" ^ 

E l«enth Amendment bar to , u t0 ab « 9 ate the 

at 3149 n suns against the c 

• -masoning that t tat9s - 105 S . ct . 

” 3re any other el .„ “"'“‘^-l -le, the 

aid ' the Co “tt stated: $ ° f reClpien ts of federal 



M.r^ a i^ s § p ff ed) st ° 

t "« c °- t of * ppeals for the Klnth circ 

1 ts decision that the El P .u xpllClfc iy based 

the Eleventh Amendm-nt dope 

against the state „ f CaUfocnia ^ -« action 

A£iffiaa ' 591 F ‘ 2d ^ <3t h Clr . 

;- M at m - in —- t h . „ 1Bth c ; ro ^' 735 

upreme Count implicitly rejected t „. e " S1 °”' th * 

analysis which thl . Court •™Y»: an 

^ia lof , he Commonweal th ' s mot' ^ " 

*ecomme„dations, p 7) * "° tl0 » *° «•«... (Findings and 

clearly dictates a diffe^l^ 2 "^"^^ 

rejected the Mins di.f reSUlt ’ The At ascadero Court 

s distinction between 

Person" which the Ninth circuit and h ^ 

-Hed on. 105 s. ct 3M , , ' S “ bSe ^«y- this Court 

Lt * 3142 ' 314 5. Inetepw uu 

C ° Urt req “ ired the “^uivocal statutory lang " 

Provides, i„ relevant part, ' f 501 

(a) Anyone who vioJate, * 

fights of the copyright ° f the exclu sive 
infringer of the^py^ht 

(b) The legal or beneficial o 

any infrincement under t^at" rx"ght“ 0 " f ° r 
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The 


Plng langua ^ e employed by Congress in I7 rj 
and 502 argUab1 ^ -eludes sfcates wifchin 

■nfnngers. Under Atascadero h * 01338 ° f Copm 9ht 

—-rq, However# 

abrogate sovereign immunity c 13 " 0t en ° ugh t0 

--s district courts h ave.ready'r:::: 31 ; 5 - 

A£aS£aaa£2 '* ‘"fcpret.tton of the ei. ' h 33 ®'’ °" 

copyright action against a state ■ A " n ** tnt ' * 

Amendment. See Richard Ande 15 P-scribed byth e Eleventh 
SM^rsit*, 633 

I * P - Sup P- U 54 (W.D. Va i« 7 T^ 

SaE£i ^^^mca^, 626 P. 8u 

1985, ‘ ThUS ' th * Plaintiff s comp,ai„t 

C °“ 0 "-“'> and its constituent age ^ 

l3 ° k ° f • nb J«« ma tter Jurisdiction * dlSnl33ed f ° r 

XI * THE PLAINTIFF'S rraTuo 

OFFICIALS OF THE rn^ AGAINST THE NAMED 

TH * seventh ImLdmen?^^™ sre capped B y 

^ 1S WeU est ablished that the ei. 

againt state offi cials h — a 

substantial party ln 

r ”y in interest " d« . 

JOi. quoting Ford Mote, c, / M3BU , 4 65 o. S . a t 

~~~ --— : —S^E^rtment of Tro^ 

--■—iiir or T reasury ^f 

The Copyriahf- a 

question, howeve?®'‘ The Co«t neeS® 5 ®^ the f "Pce 

statement reauired Kv iu 1S evid ^nt that thf ed n °t reach this 
^nguage of the iQT^r^^adero is not satf.f of 

1976 Copyright Tot. sa tisfied by the 
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«9, <(4 (1MS) . T . 

suit is against the state if "the i d e "* raI ^ that 3 

itself on the publlc ' 9 “ nt S °" 9ht *°uld expend 

UC treasury or domain or ■ t 

public administration," Q ' iPtstfere with the 

ba "to restrain the Gov " ° f the iudgment would 

e Government f r0 m =o H 

— ^<„a t ;„; r;; 0 —-- - 

609, 62 „ ' • 11 Du^an 

state official that is i n fact ' 3 SUlt agai "st a 

• is —;:/i;::;;r —— 

rSll9f - rsmurst, suh^, 465 „. s . at ^ ^ ° r lnlunet1 '* 

La "e alIeges that the nominal defend, t 

Edward Collins and Roberta Hei HarVey Beth ' 

ca Heinzmann were af 

to this case state official, . , mat erial 

,u, ;j ■■■■• 

Commonwealth itself r ^ Ult against the 

Slf * Lane asks this Court ho 
damages from the ro fc award money 

the Gommonwea]th and the „«*• i 

;° 1SSUS ^" -^-ion against the 

rr^r ^:: 

^int T i h ?f S s U ue r s em , e C ? uct haa ruled that i„ 

iaw r fsdem c 0 urts“av°o ffiCia ' al 4i^ rvfoia n ? tanCes ' «Uen a 
official's fnfM^« CS may 5rant an iniimoh,- Vlo ^ation of federal 

monetary relief P^ UCt ' b ^ no one t^? that governs the 
(1974)/ rellaf ' SSlaSlUUJordanr^s^ o' s" a «i retroactive 

- U.S. 651, 666-667 ' 

ii/ For the purpose of *-u • 

do not contest tho , ^ fhis motion onlv 

defendants were sta?e '*oil! cJals?- 311 ^ i^fdua^"^ 5 
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employees. If this Court ^ ^ 

the 3 “ d9ment wou « expend itself on the ■ 

" S e " eCt W °" W ««»in the government^ ^ 

^SiHIilurst, supra, 465 B s acting, 

e—' 65 O.s. at 101, n . n Thl , 

against Beth, Conins and Hermann are J 

~e„t. ^ ^ 465 „ s ; a " ed ^ th? «-„th 

^aXd_A nderson pi,,, 3 101 ' 102 ' SS also 

“ ’■ — 

* Ult C ° Pyri9ht -^ingement "st.T ^ ^ 

; unlversitypubuc 

p - supp ' 9 ”' »« »* 
Prohibit snit for copyright lBfr - V *" th "aid to 

«■- •- zzzr - 

Hi. THE PLAINTIFF rc hT ^„, 

DAMAGES or Ai T oI N E?T s E p N «|WD TO STATUTORY 

Lane has requested, inter *v 

attorneys' fees and ^ that thlS C ° Urt aw ard 

es and costs, pursuant to 17 rr c 
Complaint, p. 19) , ‘ ,C * 504 , 505 . 

* *« relevant part, 17 u.s.c , 41 , 

• • .no award of stai-m- 12 prov *c , es: 

attorney's fees af tory images or of 

505 ' shall be^d^™^ by s,ctU n °l oi and 

sMk 
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j.ngement bv the rnmm 

*• ~ «... 

*■>■*■ ........ *■ .. 

tbCtt m0 " ths Of publication A]th " «thi„ 

complaint lacks soecif iclty . . °" 9h ^ Plai " tif fs 

P0SSible iat ^e would plac/theT the ane9ationa wifes t 

. ^>7"? a ‘ 

occurred on the ‘ " ^ 

— dat - —o;:::;:::: date ° r - - - 

Publication, and registration was mo firSt 

flf,t Publication. Thus, t „ # ^ thres ™nths after 

fr ° n a " ° f statutory damages‘ ^ ^ * m(2) 

Format 3 was first orney's fees. 

00 January 3., ™ ™ 

J r * 1 I/ Exh. 24) mu 

infringement by th . , t de ' @ alle9ed fi rst 

December, i 982 (f 2? sometime after 

. ' r * 2J4, 264) n 

infringement occurred after f • * eCause fch<? Sieged 

n0t blistered within three ™ 2 “ aa 

-«»* PUbiication, iy^r fterHayl ' 1?82 ' — 

Plaintiff. § 412(2) similarly bars the 

ThUS ' by itS P lai " language, o s c ,7 
P ^"biff from an award of statut 4 “ b *" tha 

ory dama9es °r attorney's 
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~~ - ia£ j-^-i-_S°L£ e(jspread ro-p .. 

764 p -« «, 

p, ' 1985,; Ed en Toys r„o 

aore jee Pn^gra,. c - 

-an^-Eo^Inc,, 697 F. 2d 27 

- J ( /d Cir. 1 982 ) . 


IV. 


SUMMARY JUDGMENT SHnnrn no 

STATE DEFENDANTS ON thp rr GRANTED TO THE 

infringement he CLAIM °s copyright 


A. 


Standa rd i n A M . . 

-iilJLJiotion_F£r 


In relevant part, Fed p r - 

r ' rec « R. Civ. P 

■ ~ lucent is proper „ lf the Mead /7 ideS 

t0 i "‘««o 9 . t or 1 .., and admissions ' eP0Slti °-' 

wlth the affidavits, if any l6 ' t0 ^ther 

any, show that fchere 

1SSUS ^ t0 any mat erial fact and that the ■ 

” • »>•••• •• • 7~ 

-“jt: 

successfuli v f had mov ed 

Uy £ ° r in the Di _. t r 

contending that the plaintiff k Court ' 

Plaintiff had failed to s k 

discovery process anv • h ' through the 

' any evidence to support a ~ 

allegation of her wrongful death cl ^ 

deceased husband had bee ? that her 

and had been exposed to Celotex', n , 

containing asbestos, id. at 2551 

ThS SUpreme Co ^ fc rejected the Court of * 
that the summary judgment ~ PPeal’s decision, 

ary judgment motion was "fatallv * * 
because Celotex . atally defective" 

°tex failed to adduce 

any evidence in the form of 
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3ffidaVitS ° C su PPort its motion" 54 o S t 

quoting 756 F.2d a t 184. The Courfc ' 

the plain language of Rule 56( c ) re ^oned that 

entry of summary judgment *fl mandat es the 

for discovery and upon ^ 3deguata time 

sj^ uation, therS ~^7p p ^ - ' 5 1 a ^T ln^nTch a ~ - 

any mate rial err f ~-ir-~—!1° genuine 

2E°°f P oncernT^-^l illpljpiglill , 

nonmovTnn essen tial elempnt- 


, 1 1 j edir^dirirtq ^^^Tg^HT-i— 

& ir 

Proof tb respect ’ t0 UrSZU'n Z? 

Ct. at 2552-53 (emphasis supplied,, 

b “«*»• *>«««^.vt the nonmovi " 3 party 

;i:;: t :::; 

ions, answers to interrogatories and a ■ 

file" ta and amissions on 

• ^ at 2553. Further, Pule «(„, requires 

nonmoving party to go beyond fch> * the 

affidavits or material® . S designate in her 

rials submitted with the motion 

facts "showing that there is a ae • ' specific 

In th. 9enUlne iss ue for trial.- i d 

h P res ent matter, the state d*f a —* 

after a more than d defendants win show t h, t 

than adequate time has elapsed for t„ 

discovery, the plaintiff , f •,, conduct of 

ntlfi Still cannot adduce anv „ « 

existence of certain oi a y proof of 

certain elements essential ► « u 

ci aim. soecifioanv r entral to her copyright 

ally, Lane cannot pr#Mnt any facts 


to show 



that : I) she has registered 

thereby •"■*>“»* her ho sue fUZlTl ^ the Print ° Ut ' 

2) printout was an unauthorized °' tbat " ork > 

^ copyrighted data base tape- 3) th ■>««<» on 

aC «- to the printout or porm ; t ”* -ate defendants had 

IW « Chart of Accounts Pri0r to creation of the 

-eduie A data base., and 4 ;r ° n0fthed — - the 

" 0t PrediC — O" the IMAS Char ;7 Sed *''"*'»* * torp was 

otherwise treated independent^ 0 f L ^ *" »« 

had access to Format 3. 

B * ^ 



Applicable Copyright Law< 


T ° Pr6Vai1 in a copyright action 
show ownership 0 f a valid . ' & ?laintiff mu st f irst 

w °iser t Co Pyright. see Motts 

' 7 S 8 t .2a<!l, 4J3, Jstc , 2c-SamueJ. 

~ SIli ^MXin 3 _Co^, Ban „ . lr ‘ 1985) -- Midway 

IdsTTTT^ ! - Q 2 ai ci!!£ri£a J _j a£ ^ 54 

* N * J . 1982 ); 3 M „• F * Su PP- 125, 

, hereinafter " Pimmer^^^^' ' 

originality ls „ th on= ' The requirement of 

copyright protection rJ^J ’"Wit' to 

-^i^rbocserjoyco t £ ° r ” ° f th e »°rk" 

-iaaiLCor^, 554 F. Su pc 
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^ 309, 1317 (D. n H . 

* H * J982)? see 17 U.S.C. § ]02 Fnr a 

iu^:. For a newly 

f ;;;; work .' courts have custom -^ a i 0W threshold for 
mg originality. Knicker bocker Toy r n , Inr _ u 

supra at nn . 

— 1 “ 1317 - Basically, all that is 

reguired is something more than a " , 

for a work to be •„ merely trivial" con trit „ tion 

rk b. considered "an origins! „ork" entit]ed t<> 

opyright Protection. Id • sep n 

—^ Porharo^l ndustries. i„ v Tnin „ 

«30 F.2d 905, 909-910 ( 2d - 

1r * 3980 }. But cf. 

-Oickerbocie^^, at m? (to Ba 

Protection as "derivative work" the ■ ■ opyri 9 h t 

the under! ■ ' h original aspects added to 

underlying W ork „ust he -non-trivia,*,, Financial 

751 P . 2d 50 

J7,MClr ' 1,, " li "™iation" is entitled to copyright 
protection only if it shows subjectivo 

n f ~ selection or arrangement 

of preexisting facts). 

A valid registration of copyright, evidenced bv , c • 

certificate of registration bright 

of . . Pistration, constitutes prime facie evidence 

- originality and thus of copyright validity, g^ ^ ' 

^^-^-^tauco, 551 F. supp. 1288, 1293 (D . R . r . JOS?) . 

creite r e " ant ' h0,,eVer ' rebUt the '««• —ct 

created by a copyright certificate hv u . 

erciricate by showing that the 

copyrighted vork does not possess the requi=ite • • 

nhf-Ain * 3 i-ite originality to 

obtain copyright protection. See Durham r ^ 

- nmv r — —* ham Ind ushr le S , Inc> 

630 F . 2d afc 908 _ 909 ; 

^loway M anufacturing Cn 
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sufira at 139. Courts have resolved the issue of the validity 
of a claimed copyright on a motion for summary gudgment where 
it can be determined as a matter of law, based on the 
undisputed facts presented, that the plaintiff's work is not 

copyrightable as it is not an original work of authorship. See 
Dur ham Industries, Inc, v. Tomu Co, p supra at m n _ 8 . 

Midw ay Manufacturing m , at 139 . These decisions may he 

predicated on unrefuted findings that the plaintiff’s work is 


actually copied from a preexisting work, or is based on an 
existing work in the public domain, thereby lacking the 

reouisite element of originality. See Durham Industrie, 630 
F.2d at 911. 


11. 


Plaintiff Cannot Base Her Claim Of 
Infringement On The Printout Since 
She Has Not Registered A Copyright 
In The Printout. pynignc 


Lane claims that the defendants infringed on the copyright 
m her printout of Schedule A information from the data base 
tape. (if 28-29). Lane, however, never submitted to the 
copyright office, an application for registration of a 
copyright in the printout, pursuant to 17 U.S.C. 5 408. Lane 
only registered a copyright in the data base tape and in Format 
3- (Tr. I, 24). Although registration is not a condition of 
copyright protection, see 17 U.S.C. € 408(a), it is a 
prerequisite to instituting an action based on alleged 
infringement of the work. St rout Bealtv Co. v. Country „ 
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£EmS - £SIE - 493 F. Supp. 197 (H _ D . ho _ i9s 

Kockwood Distrihi,n„„ n ' ^■^EEnfLir. 

t a_°^, 481 f. su PP . 841 (N>D . 

" relevant Part, ]7 u.s.c. « 4]1(al ' ' 

, . ' 11 (a) provides that "no action 

for infringement of the copyright in 

. Y ght ln an y work shall be 

instituted un tn registration of the copy riqbt claim . 

made ln ac cordance with this title."11/ , ^ 

therefore r > S a mafcter of law, 

yore, Lane s claim of infringement wMch is 

printout must be dismissed, see Sud, 
f , See Su_da v. „ 

F. Supp. 148 (D. D.C. 1980). '-503 

ia ' p*rS;.«;ss t i^h # i n p c ? wri 9 , - t 

BaseT 1 ™ W ° rlt Sin p”The t Da?a a 
Base Tape Is Not Copyrights^. 

Bane claims that the printout was made from ■ e 
taken solely from ho information 

.. " "P^^hted data base tape („ 14 n) 

Since the printout represents a work based 

copyrighted work Lane °" * preexis ting 

worn. Lane may argue that 

liters a *. he ^mtout fits the 

literal definition of a "deriu^- 

derivative work", see n c r « , n 

and that the «?tate ^ -* “ * C ' ]01, 

- ate defendants violated her riaht *. 

and ~ i — ---ivatv oi ::T' 

°-S.C. s 106(2). *■ ^ 17 

In relevant Part, 17 U.s.c. c 101 rt . f . 
work as "a work based ' ' 3 derivative 

“ POn suoh 

^i.t T r h .*t?"* a P a “ a 0 n p J" ' JllC) to the retirement of 

reg^stratfo "°£ apply t0 La "e since""^^ 3 " ‘"fcingement 
of the printout by the Copyriah?°o«ic! " fUSed 
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as ; transiation ' — 1 ,. 

C0ndensati0 "' or -y other for* in which aw, 

t-- * rnch a work may be recast- 

transformed, or adapted " fPmnh • ' 

(Emphasis supplied). Copyriahf 
Protection is obtained in a . . °Pyright 

a derivative work when tho 

made a "subst^nh' 7 fche OWner has 

substantial, not merely trivial" contrihuf 
Underlying work m, k ibution to the 

-5M£baiLlndustries, i„c v T „ m „ „ 

F 2d xt- q i o m^~ " v - -T ofny Coro. . 630 
at 910; Eden Tovs. .. 

T ^ 1 — — —£-L2i lgJ ee Undprrt aKjT'^ n |- - 

697 F . 2 d 27 94 , ’- ^nen^Co^ 

34 (2d Cir. 1 982). 

The owner of x 

accorded the exclusive 3 ^ iV3tiVe “ 

-on the copyrighted work." 17 ^ 

revents unauthorized copying or other inf • • 

underlying work mfringmg use of the 

* y worK • • • contained in m a ^ 
long as the a derivative product so 

-on erlying work remains copyrighted." „„ tI , „ 

6 i 2 F . 2d 1123# 1128 (9th cit )( ^ 

552 M980). See also Lone Panger T e,.„,.- "' S ' 

740 5ie, 

copyright owner's exclusive right to lnterference wit >’ 

"Lone Ranger" scripts h a- ™ke derivative works from 

scripts| J PtS ^ tapes based on the 

scripts); EdenToyg Inc „ pi 

557 p . 2 d *7777^ - 

Q ac 33 (owner of coovrinht-* • 

Bear obtained copyright " S ° f 

.. 9 Protection in derivative works haco^ 

these sketches). ' k based on 
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' Pr0teCti °" t0 the °-e r , and resulting 

y “P," the P “ bUsl,er of the “"authorized derivative ' 

' eXt6ndS °" ly t0 the ooPyei^htab]e oortion of the 
underlying »o rt that „ as copied ln t „ e ^ 

± 1 . 0 ne Ranaer Tp' OI no,'o- .. _ - 

---±i SIOn V. Program P^-i~ Corn 

—-— o° r P.‘-/ supra at 722- 

Duchess Music rnm ,, 

——- 458 F . ?d ] 305 ; 1309> n _ 7 (9fch 

ir.) oert^. denied, 409 O.s. £.47 (1972 ) C f c, 

M useum , mo. „ _ T ’• 

- ^^s^inc., 597 P.2d 13, 14 „, t Cir . 

Clearly, therefore, Lane’s claim of 
f , , Claim of C0 Pytight protection in 

prin fc ° u t extends only to any copyrightable portion of the 
data base tape that was reproduced i„ the printout, see ' 

«» - -5, 686 (J ~ ir . 

„ a . at 

. - in zcorp. v. H a <=•hi _nq_s , 668 F.2d 91, 93 

Cir. 1981). Lane testified that tt 
all of tt „ Printout consisted of 

e a.ds reported by municipalities on the Schedule A 

for fiscal year 1980, the monetary amount reported for 
oach add, thp i i nn , 

une number on the Schedule a form on which t „ e 

Film VIS™ 1 ™,?*.??*™ tfhece dP«ts applied this principle 
j; *« Pitres)) G. Ricordi Z"Zo fr0 ” novels in 

< 1951)(material 72 TTTTTr7T ^^kn¥jm¥^l¥^^' 
copyrighted novel? w?s“?tnf that «»* based on a 
derivative works). Protected from unauthorized use in 
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add was entered, and the designation of the town that reported 
the adds. (Tr. I, 88-89, 94; Tr. II, 186). Undisputably, the 
adds, which Lane concedes were taken from the Schedule A forms 
in exactly the language that the municipalities used to report 
them, the Schedule A line item number on the form and the names 
of the towns constitute factual information. It is an 
unassailable principle that facts are not copyrightable , as 
such information is properly in the public domain. See 
Hoehling v. Universal Studios, Inc. , 618 F.2d 974, 979 (2d 
Cir.), c ert, d enied 449 U.S. 841 (1980); 1 Nimmer ? 2.31f A ] 
at 2-157. 

Furthermore, the factual information set forth in the data 
base tape is not copyrightable as a "compilation" under the 
Copyright Act. Copyright protection in a compilation "extends 
only to the material contributed by the author of such work, as 
distinguished from the preexisting material ", 17 U.S.C. 
jS 103(b), and, specifically, to the " selection, coordination, 
or arrangement " of the factual material which renders the work 
an original work of authorship, 17 U.S.C. $ 101 (emphases 
supplied). See Financial Information, Inc, v. Moody's Investor 
Service , 751 F.2d 501, 505-06 (2d Cir. 1984) (hereinafter 
"Moody's Investors Service"); Rockford Map Publishers, Inc, v. 
Directory Service Co. of Colorado, Inc. , 768 F.2d 145, 148 (7th 
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Cir. m51.il/ Lane testified that the data base tape 

consisted entirely of all Schedule A inflation reported for 

frscal year 1980, arranged in the exact format of the original 
Schedule A form. ,Tr. I, 27 - 28 , 31 _ 32 , 37) . Tha tape ^ 

contained no novel selection, coordination or arrangement of 

the preexisting Schedule A data and was not copyrightable as a 
compilation. See Moody's Investors - supra < at 507j 


r^ent^cases^adheres S to^the ? " a3 ° City of courts in more 
the definition of "compilation" inS-hl c 611 ? s . tbe spirit of 
and the protection accorded .t fche Co Py r ^ht Act of 1976, 
Moody's investors sfn f,°;f ed -!i.°.. bh13 in the Act. See 

Telephon e" a nd fTi __ ca ' -^££1 at 5 06; Southern Ben 

T ^(he y 75 <> KS'.li.Wnii ^l°P b one 

Publiih:^: n e er „^^f„ B ^^T elephone bn ), Retford Map. 
m f 2i I t-u, !„? r T 1 fri V r ° r Q' ~ado, Inc t 

Moody's Investors 5 ?prv*i/-n T ~X A —• ^■ ancia 3 Inf orma t i nn v 

f?> «r.. December2V iti i, CR ISU P- at 

warrant copyright protection undeflTi? sV s'To]^* 6 that ' t0 
compilation must be shown m < ,, u * s>c * 5 1Q lf a 

coordination or arrangement" o^heV eex?Jt?na f ! el ® ction ' 
copyright owner, in order to con«rf ^!H 9 facts the 
authorship". Moody's Investor* 3n original work of 

S outhern Bell T7lpnh.no c? 7S6 ? at 507 ' 510 /# Se ^ 
Publishers, Inc. . 768 f 2dTat 1 48 4 Q *r 8 °" Rockford Map 
primarily under the Copyright Act of‘i9nq SeS that Were decided 
that it was the labor or effort I™! l?* ■ espoused the view 
factual data that made a work coo^rfShtfh^ as f embli "9 the 
Pacific Telephone & Teleor*£* S° Py i? h £ abl . e : See Le°n v. 
j TT/i, Jewelers ci rr„fX ^g rTrgf ^ 9 1 F - 2d 484 ' 48TT9th-Cir. 
COj., 281 F. 2d 8 3 (2d Cir T—jf f ' L 1 C0 ~V , V ] ,. ^ eyf,h o n e Publishing 
Cf. Triangle Pub] icat i nn « denied 2S9 U. s. b81 ( 1922 ). 

Publisni no CoT, 46 F g, ir n T i 3 q V i ■„ ? e * ; npl and News P*po’- 

Recognized compilation results from^'f 02 ?,*. Mass * 1 942) (court 
categorizing disputed facts!" but' connec ting and 

"skill, judgment and effort" nececsitafeA * h3t n ’ odicum of 
Hutchinson Telep hone v p r ?nflfitated). See also 

TT8. N9 rm 'fr i:>35) v Fr0nfceer Pi rectory m. . 770 F.2d 
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jTi 


5J0: -° Ckford Ma p Publishers, T „„ 

— L -£f. Eckes v. Card 

Update ' 736 F -2d 859, 862-63 ( 2d Cir 1984 ^ ' 

,C0Wi,htablllty " b — 1 — found in selection of 

=,000 Premrum cards)• — / Therefote, because the printout „ as 

derived only from the uncopyrightable data base tape, Lane 

mattet o£ laB cla . m copyright protect . on , n the 
Printout as a derivative work. gander „ 

pro gram Radio C or^, ^ra at 722. Precluded from maintain, 

an action for Infringement of the printout itself due to her 

failure to register a copyright i„ this work, Lane's 

infringement Cairn premised on the printout is untenable and 
roust be dismissed. 


does not involve selecUon^coordl ° U t d each add on the ta Pe 
preexisting information sS'aTto Jendi'’"^'' arrangement of the 
»ork of authorship, tta “ the tape an original 

expressing an idea, whLh g”?ifST itUted Pot a means of 

Protection, but rather a Ti -i fy for C0 Pyright 

the tape so that a computer ^roarL ld6n ^ fying certain data on 
extract these items for anal^rs (5? i J ^ er ,$? "ritten to 
the parentheses could suffice to’rpLt lu 28, 37) * Even if 
as a compilation, because the orint^nf tape C0 Py r i9htable 

parentheses, the printout still d i d n0t re P rod uce the 

Portion of the underlying work in n ° C0 Wightable 

protection as a deriviti? e £Jrk c C . "n COUld claim 
su£ra at 72 2. rework. See Lone Ranger t»i ^ „ n 



- 33 - 





c. 



1# Summary Judgment Mav a* , 

A Defendant In a r ^ Be Award ed To 

Its Work Either Prio^T^Or reatec ' 
Workf en<Seritly ° f The Plaintiff's 

In deciding a motion for summary -judgment • 

action, courts consider and , ' «Pyrig ht 

unsicer and apply the lea*i „ 

establishing a ^ facie case of i„f to 

- v - Pen Pnhu-u, - ri ngement. See O^Nein 

-~ q C °- ' Tnr -> 630 F.2d at fiflfi m 

“ **>•*■ >h. 

To make out a prima facie ca* e * 
the Pl3intI “ Prove ownership If 7ZT 

“ 0rk and C ° Pyin9 0£ t».t work by the defendant * 

evidence of the fatter eiement is rareiy avails ^ 

b ' eStab — by the piaint f^ 

defendant had access to the Stiffs „ or k p T 

creation of defendant' P fc ° the 

aerendant's work; and 71 tu 

'"substantial similarity 0 * 61:6 eXlStS 3 

y Cowrl ^t.b 1 . expression 1 " between 
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the Plai " tifE ' S — k — the defendant's wort. See 
Associates, I nc, y, hca. Tn„ 586 „ 13 

cTTTT^ ~-- SUPP ' 1346 ' 1354-55 (C.D. 

• 2JNem_!i^Deil_P a b i i shina rn T 

F -2d 686 ( 1st Cir J 990 ) ~ m3_S2 ^Inc,, 630 

• 1980). To prove access, a plaintiff 

show that there was a "reasonable 

reasonable possibility" that th 0 

defendant viewed the ,, fc th 

»., SUPP . ;;; / w i —- - ■ 

(9th Cir. 19 „,/' • CaI ' 1981) '^- »<>>.*, 866 

F. 2d m 584 

111/ 113 (5th Cir. 1978). 

^ ^®^®ridant may d rpusi i _ 

• -right action b e „ n ; ^ *" 

-—-1;;; l:;; r;: 7 —— 

. . . prior to the allegedly 

n*ed W ° rk a ~ by the plaintiff. See He be t ' 

~ klU ^ ' 1984 —right Law Dec. ( C CH) , 25 6 7T~^ 

1984);«/ Peileari ' ^ <1St Cir ' 

-^ ° V - * — greeting* r- r 592 

F.Supp. 459, 462 (D.S.D. 3984) affd wt„ 

272 ( 8th Cir. 1985) P .- lHaat SEinion, 76 0 F. 2d 

Prior creatio " SS * ntlally ' the defense of independent 

onaenc P — aa a Plaintiff fro. pro d ucing any 

eviaence on an ess^H^i 

- - --ant . :;r t r t r ciai ” ; 

-creation of defendant's ^ 

«. court, have also cor 1 " 9 ^ 

also customarily allowed 

summary judgment in copyriaht *. • ' 

copyright actions where a plaintiff has 
^°ri?dS£ff ° f this d «cieion has been attached to this 
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failed to adduce evidence necessary to create a genuine issue 
of material fact concerning whether the defendant had access to 
the plaintiff's work before creation of the allegedly 
infringing work. See Jason v. Fonda, supra , Ferguson v. mr 

at U3: ^■ Ftllri rnc , 58 6 F. supp. 1 346, 1355 

(C.D. Cal. 1984). 


In Heb ert v. Wicklund , su£ra, the First Circuit affirmed 
the District Court's allowance of defendant's motion for 
summary judgment where the plaintiffs presented no evidence to 
refute defendant's affidavit, in which she averred that she had 
written and marketed her basketweaving kit before receiving 
Plaintiff's copyrighted material. Similarly, in Pellegrino , 
the court awarded summary judgment to the defendant based on 
the undisputed fact that defendant's "Ziggy" cartoon was 
published in a copyrighted work prior to the date when the 
plaintiff first publicized his children's book that also 
featured a character named ziggy. see Pellegrino v. 

Gr eetings Coro. , 592 F.Supp. at 461-62. l„ these cases, the 
decisions of the courts turn on the presentation of 


uncontroverted facts that show that the creation of defendants 
allegedly infringing works preceded the creation of, or access 
by the defendant to, the plaintiffs' copyrighted works. See 


H ebert v. wicklund , supra ; Pellorino . supra . 

A defendant may also be entitled to summary judgment 
although his work was created after the plaintiff's work 


where 
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the unrefuted facts reveal that the allegedly infringing work 
created independently of the P 1aintiff■ s wor ,. 

. .- 584 F - 2d ni ' 113 

ly/8), M eta —F j1m T 

-~ ASS0C . r Inr . v . MCA Tw~ 

S cot t u d=> ~ -- Inc -gjj-Pra at 1359 * 

«« —PP- 518, 5 l,- 20 

' ert ' ~ " led — -SSI!- Hall v. Paramount Picture* r 
«« D.s. 849 ( 1980,. S^iCtures_Cor£^, 


i i. 


Ei Ptt°nwea 1 1h 1 s Works Were 

Either Created Prior To r- 
Works Or Were Otherwise crpti-^ 
Independently Of Her Works? fce<3 

Assuming arguendo thah t 

—2-iH£ cnat Lane can show that the n »H m- . 

Format "? = tne P rinfc °ut and 

™at 3 are copyrightable within the meaning of the Copyright 

. e state defendants still B „. t prevail ip lMs 

3Ud9ment — - and unrefutable facts 

Presented to this Court show that each allegedly i„f r i 

or eat ion'of def " dantS •!«« Prior IT' 

«orks pvt ; 3 " 6 S V ° CkS ' Prl ° r ^ defendants ' access to her 
o s, ° r oth *"' 1 " independently of such works.W 
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1 ' rvo*J U !3 A n Chart of Accounts Was 
Created Prior to Creation Of 

Lane's Printout or Format 3. 

Lane alleges that the state defendants infringed on her 

copyright in the orintout and in Format 3 by using "similar 

expressions of ideas" regarding the categories of revenues and 

expenditures in the IUMAS Chart of Accounts. („ 28; Tr. II, 
114-115, 143-44). 

To understand the Commonwealth's claim of independent prior 
creation of the uniform Chart of Accounts in the IUMAS, it is 
crucial to explain the development of the IUMAS by the 
Department and its contractor, Touche, Ross & Co. ("Touche 
Ross ). Dating from the late nineteenth century, the cities 
and towns in the Commonwealth reported municipal revenues and 
expenditures in conformance with the principles of the Uniform 
Municipal Accounting System (UMAS), which was developed and 
administered by the Department. (Tr. II, E xh. 11, j-i. 

Affidavit of Harvey J. Beth, , 3). This system included a 

of Accounts , a set of uniform accounts for classifying 
financial data, in part, by revenues and expenditures (Exh. 11 , 
1-1, 4-1). The UMAS was embodied in a book, published by the 
Commonwealth in the 1930s, entitled "Functions of General 
Ledger Accounts". (Exh. 11 , i- 3; Beth, 1 3 ). 

Given the increased scrutiny of local governmental 
operations in recent years, including "the accuracy and 
adequacy of financial disclosure" within these governmental 
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entities, the Municipal Finance Officers' Association, in 1979 
published guidelines for uniform financial reporting for state 
and local governments (Exh. 11, 1-2). The guidelines 
emphasized that to achieve the goal of adequate and accurate 
financial reporting, "uniformity in the presentation of 
financial intormation and the consistent application of 
accounting principles" were required. (Id.) To obtain such 
uniformity, the guidelines prescribed that financial statements 
should be prepared in accordance with "generally accepted 
government accounting principles (GAAP) , . (id.) The 

GAAP are embodied in a treatise, published by the Municipal 

Finance Officers' Association in 1968 and revised in 1980, and 

entitled "Governmental Accounting, Auditing and Financial 

Reporting" ( "GAAFR") . (Beth. «f 4 

voecn, 11 4, Deposition of Thomas Megan, 

13, Tr. II, Exh. 11, 2-1). The GAAFR included a Chart of 
Accounts that incorporated GAAP. (Beth, if 5). 

Harvey Beth, then Director of the Bureau of Accounts within 
the Department, recognized that the existing DMAS did not 
enable municipalities to report financial data in accordance 
with GAAP. (Exh. 11, 1-2, Beth, If 4). The Bureau of Accounts 
undertook a project to revise and improve the existing DMAS, 
with Beth and Edward J. Collins, Deputy Commissioner of the 
Division of Local Services assuming supervisory responsibility 
over the project. (Beth, if 4-6, Affidavit of Edward J. 

Collins, ii 9). The IUMAS project commenced in May of 1980 when 
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the accounting and consulting firm of Touche, Ross was awarded 
the contract to develop the revised accounting system (Exh. n, 
1-3; Beth, K 8). Thomas Megan, a partner at Touche, Ross, 
supervised this project for the consultant. (Megan Tr. 44). 
Touche, Ross, in conjunction with the Bureau of Accounts, first 
analyzed the existing UMAS, seeking to preserve the strengths 
of the system while revising it as much as possible to make it 
comport with GAAP. (Exh. ll, i- 3 , 2-1; Beth, if 9; Megan Tr. 
12-13, 22). 


The Chart of Accounts in the IUMAS was modeled on the Chart 
of Accounts in GAAFR. (Beth, f 10; Megan Tr. 15-16). The 
IUMAS Chart of Accounts provides, inter alia , for a uniform 
method of reporting financial information concerning revenues 
and expenditures by separately categorizing sources of revenue 
and objects of expenditure, and assigning each category a code 
number. (Exh. 11 , 4-1, 4-2). The Chart of Accounts follows 


cu ICS 


GAFFR by classifying every revenue account according 
2 0 / 

fund— and the particular source of its revenue, and each 
category is given a code number. For example, teal estate tax 


cTassified C first^y “.VS!?? 1 *'a , 

in part as a •■fiscal and accounting entity with'a “ * d 

/r^n^li nCin9 Set 0f accounts recording cash and other 

resources together with all related liabilities and 

established U fn/rho r baj3nces i or changes therein. Funds arp 
or d ,r f pur ? ose of carrying on specific activities 

or attaining certain obiectives in accordance with sDecial 

Revenue^harina?* C#pl ,\ 41 P -5ects), r.gnStioE'leT’&er.! 
(Id.) ring), or other restrictions (e.g. Trust Funds)." 


1 . 
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revenue is dassified both ^ ^ ^ ^ 

by the seeeif ic source Qf r0 ' ' 

<Ib. at 4-4, Beth, , 10) - eState taXes ' ^0 

classified as i n th ~it„ r e accounts are also 

Liea as m the GAFFR bv f„ n a 

Dy tu nd, as well k., * 97/ 

^ responsibility—/ a „d b y o^ 7 

expenditure. (j d )_23/ Y b ~ ct of the 

and expenditure^ th r @ -venues 

he IUMAS Chart of Account -q 

aImost entirely from the GAAFR fh , WCe derlved 

Schedule A form ' e mas or the original 

form. (eeth, , „, Aff ldavit of 

’ 3K A limited number of items MarCh " a ’ 

Ch.rt of Accounts h inClUded in the 

aS9d ° n the recommendations of a p • 

Review Board, selected by Beth „ ■ p foiect 

i e th, which vs^ 

Practicing city or t bemprised of 

town accountants (Beth, , n- 13 ) 

Touche Ross developed a draft e ' 

Accounts as early ° thS ID " AS Chart of 

early as June, 1980 (Megan T r 32 33 

This draft was tested in three " pllot ' # ^ *’ ' 

pilot communities" and 

the t ranJacti : on n from S f ribSS ' in broad terms "the 
example, why the money iThe!™"* 1 " 9 point of for 

PUWle Safety ' oth«)- y . 1 *,|S. l Vj-T, t . ,9 * B e'al government, 

o^a nizstional^unit^re spon«ib 1 e 1 f I ^ ‘ifies the 

^ Fy oiT^ 

- - 

fobject of expenditure) , r E a h S : ?J™ a . n |b b 
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presented to the P roj ect Review Board organized by the Bureau 

o ccounts. («egan Tr. 34, Exh. 5, Beth, , 12) . Based on 

experiences in the „ 

Pilot COIT1TP U n i 11 0 S Anr? 

nicies and comments from the 

,B,th ' f12 ’- ° th “ —ions of the Chart 0 e 

Accounts were deveioped and submitted to Bureau of Accounts 

personnel for comments ana 

r-umments a nd suqqested 

yyescec revisions (Beth, « 13 . 

Megan Tr. 30-31). A nearly final version of the IUHAS, which 

included the Chart of Accounts, was submitted by T o„che Ross 
May 22, 1981. (seth . w. M Touche Ross on 

, . . . ' ’ 14 ' Me9an Tr - In June, 1981 a 

raining session was held wi fh 

,, lth acc °“»ta„“> from municipalities 

throughout the stafp 

(Beth , , . qU31nt the " “ ith th@ I0 "« 

(Beth After mahing minor changes „ , 

result of the comments received at the trainina 

rriMAc training sessions, the 

■AS manual, including the Chart of Accounts 

or Accounts, was completed on 

or about July i, i9 8l . (Beth, « 14 15 m 

' If 14-15, Megan Tr. 19-20, 36 - 37 ) 

La " e teSMfled that tha was not created untii 

sometime in October, 1981 (Tr. II, i 8 8 , Tr. I, 84). 

Thereafter, but sometime in the fail 0 f 1981 a 

or iy«i, a copy of the 
printout was delivered by the Q 

, r y the Bank of B °ston to Harvey Beth. 

-T, I, 90, 93-94 ; ,i 7) . These facts clearly show that 

“• IUMAS ChaCt ° f — “ aa even prior to the _ 

creation of the pl aintiffs Printout^ It follo „ that th# 

registration e app] fc i C atio n L gg e ® ta ^ es ° n he F C0 Pyright 

thP n 98 ° data base ' August 15 f5 fl ^ st Publication of 

the SjPartment^pieted the ^MAS ^anu^^ L^r ? 


- 42 - 



state defendants did net have access to the printout until 

after the Chart of Accounts had been completed in July, 1981 . 

(Beth,^25, Collins, » 10, Affidavit of Robert L. Heinzmann, 

As a prior, independently created work, the IUMAS 

could not have incorporated material from the printout and 

could not have infringed on any copyright that plaintiff may 

have in the printout. See Hebert v. wirkl„nd SUDra - 

Lane testifies that she only completed her version of 

Format 3, which was deposited with the Copyright Office, in 

April, 1982 (Tr. II, 52-53,. Her copyright application shows 

the first publication of Format 3 as May, 1982 (Tr. II, 73 , and 

Exh. 24). Either date is later than July, 1981, the date on 

which the allegedly infringing work, the IUMAS Chart of 

Accounts, was created in final form. (Beth, , 15, Tr. II, Exh. 

ID. The Chart of Accounts thus was an independent, prior 

creation and could not have infringed upon plaintiff's Format 

3 ' Pellegrino v. American G reeting Corn. , supra at 

461-62 .— / 


Lane does not c °ntend either in her 
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Moreover, the entries in the IUMAS Chart of Accounts are 
almost entirely derived from preexisting works, speifically, 
the GAAFR, the UMAS and the original Schedule A form. (Beth, 

1i K 10-11; Marchurs, II 3). Thus, the Chart of Accounts was 
developed from works that even further predated Lane's printout 
and Format 3. (_Id. ) . These unrefutable facts further 

demonstrate that the IUMAS Chart of Accounts was created prior 
to and independently of the printout or Format 3. 

2. The Schedule A Data Base Was 
Designed Prior To Creation Of 
The Printout Or Format 3. 

Lane asserts the same allegations of infringement with 
respect to the Schedule A data base and the revised Schedule A 
form. (Tr. II, 130). As an initial matter, in her deposition, 
Lane admitted that she was not certain that she had seen a copy 
of the Commonwealth's Schedule A data base. (Tr. II, 120-121, 
123-126). Lane recalled seeing a printout of Schedule A data 
for the Town of Hingham and she was "told" that the printout 
was the Schedule A data base. (Tr. II, 124). However, Lane 
could not identify a copy of the Schedule A data base when it 
was shown to her at her deposition. (Tr. II, 125-126 and Fxh. 
12 ). 

In 1979, the Department commenced a project to create a 
municipal data bank that would contain, inter alia , various 
types of current and historical financial information. (Beth, 
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; h 7 ii,s '” 3 ' 41 ' data lncluded in 

e - bank „ as information ^ fche sch ^ ie ^ fera> 

~ Partment —with Touche, Boss t0 de . ig „ 

the en tire data bank , lncludi „ g ^ f ^ ^ ^ 

. (Beth '’ 19 ' — -• .0-0. Boss competed 

6tailed D6Sign " for the ^ta bank in October, 1980. 
' ,19 ' C ° m " S '’ 51 - — Detailed Deslgn inclu ^ a 

3 lgn of the Schedule A da ta base, set forth ln Appendix R ef 
the document. (id ) mu. , 

unifo h Th - desx g n was based on a modified 

uniform chart of accounts, similar tn m u 

, ho , . similar to the chart of accounts 

then being developed by Touch® * 

f Y louche, Ross for the IUMAS proiect 

(Beth, f 19, Collins, 5 ) j t w 

*). it was expected that this design 
for the Schedule A d a f a u 9 

th . . baS6 W ° Uld «lth the format for 

e revised Schedule A form which the 
. . t l ’ lCh the D ®P«rtment planned to 

-ign based on the IUMAS Chart of Accounts. (id , 

Defendant Soberta Heinzmann was hired by the Departme , • 
Auqust 1 QR 1 . Department in 

. ' ' ^ °" e ° f her responsibilities was to 

assist personnel from Sperry Univac Corporation th 

hired to „ orporation, the consultant 

Program the municipal data bank. (Hermann, , 

=°“-s, , 7) . Heinzmann was largely responsible for _ ' 

supervising the programming of the Schedule A portion of the 
s a bank. (Id. , The Department used Appendix K from the 
e sued Design as the design for the Schedule A data base with 
exception of five data elements that were derived from the 
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original Scheme A form.ll/ (Heinzmann, , 8 , Collins, , 

The creation of the design for the data base in October 
1980 predated creation of either the printout or Format 3. 

<Tr. II, 188, 52-53,. Accordingly, the Schedule A data base 
design, as a prior, independently created wort, could not have 

infringed on Lane's works. Se« Pellearinn „ » 

--—- e< ? rino v - Arren c an Greet-in r. 

Cprp. / supra . ’ ~ 

3 ‘ Pr^cL iS I d Schedule A Form Was 
Predicated on The ICWAS Chart 

of Accounts, was Created Prior 
to The Date That Thlltate 

3 e L e d d w" tS o Had Access t0 Fo «at 

The plaintiff claims that th . state defendants in£rin9ed 
her copyrights in the Printout and Format 3 by copying 
expressions of ideas" concerning "entries for revenues and 
expenditures and similar arrangements" of these categories in 

creating the revised Schedule A form for fiscal year 1982 
("revised Schedule A fo „.,. 

1 08-09). ' 

At the outset, the strangeness of Lane's claim of 
infringement in the revised Schedule A form must be 
recognized. l n he r deposition. Lane identified the revised 

^anc^e e „^ a TF n und We Be e o? he ' '° ll0Win9: ■•Sinning 

Fund, Pensions, Ending BalancSlGenera^F^d 6 ” 1 / 876 " 11 ® Sba ring 

Sharing^undf" 'iMn^"?. 
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Schedule A form as the s ii a « fl( 3 i 

A . that h l69edly "revised Schedule 

that s h e referred to in her complaint. 

E ‘ h - 10 >- Lane testified that she first saw th 

c- u a UbC saw the revicpH 

Schedule A form "in H, a X " ed 

the summer of 1982" when >h 0 i 

it k nen She lea tned that 

it had been completed anri 

and she asked the Bureau of Account, t 

send her a copy. ( Tr n «s, A «ounts to 

• IT - 86). Initially, it is baff ,. 

Lane did not i n ,tit„t, baffl lng why 

- itute any copyright infringement act ■ 

March, 1985, almost th™ Until 

years after she first saw this 

allegedly infringing work. i„ addition r 

ition, Lane testified *-*,-,*. 

on the Bank's instructions ehe e at ' 

/ she reordered her Format •? K a 

the IDHAS Chart «' — - order to make the P 0 J " 
consistent with the revised Schedule A form {Tr. n, 

claim th F ° rmat 3 ^ the C ° Pyrighfced work that Lane 

claims the state defendants infringed n • 

Accounts * ln thS IUMAS Cha ^ of 

Accounts and the revised Schedule A M n«t 

questionable of all ie Hr Mosfc Peculiar and 

1- Why Lane would claim that the 
Commonwealth infringed nn m 

form h „ SChSdUle * for., which 

form she had included, and referred to as the „ 

tcu co as the Bureau of 

ocount's revised Schedule A i„ her hooklet, Schedule A Beta 
B— . 81 », publishedinD _ ber>i982> <ir i “ * 

PP ‘ 3 ' 4 and AttaCh — V >- I" the booklet, Lane wrote that 
a PPlied GAAP t-rt v, „ r ote that she 

^ Q bAAP to her Format ? ”rhi^ 

Ther] Schedule A data ba ' • gUarantee fche curability 

(Exh , with the revised Schedule." 

' P ‘ 4) ‘ Thls "revised Schedule " 
bookiof • oecuie, reproduced in the 

booklet, is a blank copy of thp rAS „. ^ 

py the revised Schedule A form, which 



Lane now claims alleaedlv i„f,' , 

iiegedly infringed on her Format 3 and the 

printout. (Tr. XI, 85-86 and Exh. 3, Attachment V) 

Aside from the dubious credibility of lane's claim, the 
unrefutable facts show th^f 

revised schedule A form was 
eated completely independently of Lane's worts. The 

Department recognized that the Schedule A form which 

. _ 0rm ' which was based 

on the original UMAS did not Pns hi 0 

enable municipalities to report 
tnexr revenues and exDeniiifny*^^ • 

ln accordance with GAAP 

'-h , 4 , 20) . The pepartment decided, therefore, early i„ 

- o revise the Schedule A form based on the uniform Chart 

- Accounts m the IUMAS. (Beth, i- 20) Thp n 
„„ .. ' The Department had a 

era ive arrangement with the Governments Division of the 
Bureau of the Census ("Census Bureau"), since 1975. (See 
Affidavit Of dames d. Hogan, Public Finance Analyst, Census 
’ 6 ). under this arrangement the Census Bureau 
Photocopied Massachusetts Schedule A forms, thereby eliminating 
e need for the Census Bureau examiners to collect the same 

th * •*««•. allocation under 

federal revenue sharing laws. ,Id.,. dames X. Hogan, a Public 

-hence Analyst with the Census Bureau had worked directly with 
epartment on this endeavor (id.). 0n behalf of the 
Department, early in 1981 Harvey Beth made an agreement with 
ogan Whereby Hogan would prepare a revised Schedule A form to 
used on an experimental basis by certain towns in 
Massachusetts for the 1,83 fiscal year. (Beth, , 20; H ocan. 
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II 7). Beth informed Hogan that the Department wanted the 
revised form to be based on the IOMAS Chart of Accounts (Beth, 
* 20, Hogan, 17). By mid-June, 1981, Beth had forwarded to 
Hogan, a copy of the Chart of Accounts, which was then in 
nearly final form. (Beth, * 21, Bogan, f 9).28/ 

Hogan prepared the revised Schedule A form based on the 
Chart of Accounts as well as on two other comparable forms that 
he had prepared for Indiana and Michigan (Hogan, , 10). During 
hie work on revising the Schedule A form, Hogan had no 
knowledge of Format 3, the printout, or any other works 
produced by Joan F. Lane. (Id.). Furthermore, Hogan avers 
that at no time during his work on revising the form, did 
Harvey Beth or Edward Collins mention Joan Lane to him, or 

suggest that he use any works of Lane or Lane s Co. (Id. at 
It 13) . 

Hogan completed a draft of the revised Schedule A form in 
late 1981 or early 1982 (id. at i 11). Beth suggested that 
some minor revisions be made, which consisted of adding or 
deleting some object of expenditure categories and types of 
enterprise funds. (Hogan, n n, Beth, * 24). The revised 
Schedule A form was completed in July, 1982 and sent out to a 
limited number of municipalities that fall. (Hogan, if 12, Beth 


had alS ° fcra nsmitted to Hogan, a copy of "Appendix tr 
of the Conceptual Design and the Detailed De=ion nf 
Municipal Data Bank. (Hogan, , 9; Beth* V!!)? ** 
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’ 25) * Beth avers that during his work on • • 

y zs worK on revising the 

Schedule A form, he in no way utilized To* r 

y utilized Joan Lane’s printout, 

ormat 3 or any other work produced by the plaintiff (Beth 
11 28 ) . n ' 

the examinati °- ° f —-^e * form and 

ccounts reveals that the former followed the 
a tt e rd „ tfaith£ullyinthetitiesused(or th#entrtM 

nc tl n, revenues and expenditures. ( Beth, , Arthurs, 

: a , 0 „ ««„, fro „ the idmas categories ^ ^ 

incorporating certain Massachusetts statutes that provide for 

generation of revenues or expenditures for specific D 
municipalities. (Id )«/ q Gertie purposes by 

(Id.)_ Because the Chart of Accounts 

predated creation of either tho 

either the printout or Format 3, it 

cr fc Y ° n thS Chart ° f Accounts is else an independently 

*°rk. lee Scot^jPara ^ Pictures m T , r 

Supp. at 519-20. it ic ' ‘ 

is inconsequential that the state 

defendants, as Lane riaime u j 

aims, had possession of a copy of the 

Printout in October, mi, when the unrefuted ^ ^ 

h ; eViSed SCh6dUle * fro. a preexisting „ort 

Predated creation of Lane's printout. 


11 / Only two items on the 

not derive from either the Chart £® vised Schedule A form did 
Massachusetts statutes descJihln °k Accounts or the specific 
I 4) * The first item, -|ffe^? d a ab0Ve * (Befch ' 1 23, Marchurs 
Fund" Ce " WaS misl * b eli«d , 1 ? and Fu ^ d for "Electric? 
„as incorrectly included in the for^ "(BetS 0 ^ 
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In addition, the revised Schedule A form „ as completed 

prior to the date when the state defendants had access to a 

copy of Format 3, whirh 

wnicn was some time aftpr . 

r= atter Dec ember, 1982 wb* n 

gave Beth a c t J ~ n 

a co Py of her booklet which contained a copy of 
Formats. (Tr. II, 21 5 , 2I6 , Bet 

„ 1 H emzmann, « 12 

Collins, , 10). By Lane , s oun 

. A ny and th ^ averments of 

er complaint, the booklet was nnt- 

was not even published until 

December, 1982 (Tr. n oie 

L ' Xi ' *14, 216? « 27) rru.,„ , 

revised Schedule A form ‘ C3USe the 

r h a ^ C ™ PleteS Culy, 1982, prior to 

date that the defendants had access to Format a 
, , . ess t0 Format 3, the state 

defendants could not have infringed on r , ' 

Format 3 i„ creatine th " a " e * C ° PYCight in 

B 9 he re ' ,ised Schedule A form, see Jason v 

526 F. supp. at 777, aff^ „ 8 p . 2d 96? 1 
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unenforceable under atate law Under the CbnviJlU c JW ff ¥>t law, but was 

be nmde m wrilin* °f ?**!?* 

•»ve rights to the defendant mJZTlUl EHZlH **” «•»' tranafer of nonerdu 

req uireme nt, of the New York statute of fa^hthit^ ?«• ?* mtMy th * 

performed within one yaarontamakh^ , ** uo * *™‘* contract be in writing if it is not to be 

Back reference ! 4130. 

May 13. I IM3. which conditionally granted 
defend ant " motion to amend its answer to 

^dd.| L L i* f ?'”- of M* " U,ut * ®f fnuds 
•nd denied defendants motion for a sum 


"wry judgment is modified on 'the law 
wthout costa, and the defendant’s motion 
lor summary judgment dismissing the com- 
P*«»nt m granted, and otherwise affirmed. 

bi S 5ff: l . T T r P , ?* rt 7eMi«M« ‘be motion 
defendant to amend its answer to smart 
the defense of the statute of frauds. The 
Jkflw 1 of the motion for summary judgment 
hmed upon the statute of frauds defeS 
however, was error. No matter how th^ 
r^»ve positions of the parties concern 

mg the substance and scope of the oral sgree- 

ment are charactemedtbere is no real 
d^ute as to the legal effect of that agree 
menl, such as would bar a grant of the 
motion for summary judgment. 

The complaint herein alleges that plain 
tiff sold the right to defendant to reproduce 

Copyright Law Report* 


'solely on fabric*' (and on wall 
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ThatSpecial Term implicitly understood 
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UNITED STATES DISTRICT COURT 
DISTRICT OF MASSACHUSETTS 




Comment Letter 


JOAN F. LANE d/b/a 
LANE & CO. 


Plaintiff, 


v. 


THE FIRST NATIONAL BANK 
OF BOSTON, et al. 

Defendants. 


'RM 87-5 

No. 


CIVIL ACTION 
NO. 85-0520-T 


MEMORANDUM IN SUPPORT OF STATE DEFENDANTS' 
MOTION FOR AMENDMENT OF COURT'S ORDER AND 
FOR C ERTIFICATION PURSUANT TO 28 U.S.C. 61292(b) 

INTRODUCTION 


This memorandum is submitted in support of the motion for 
certification under 28 U.S.C. 51292(b), brought by the 
Commonwealth of Massachusetts' Department of Revenue and the 
three nominal defendants, Harvey J. Beth, Edward J. Collins, 
Jr., and Roberta L. Heinzmann ("the state defendants"). The 
state defendants submit that the issue of whether the Eleventh 
Amendment to the United States Constitution bars the present 
action against them under the Copyright Act is a "controlling 
question of law", concerning which there is "substantial ground 
for difference of opinion", and that an immediate appeal of 
this question from this Court's denial of summary judgment "may 
materially advance the ultimate termination of the 



litl9 * tt0n -" 28U - S ' C • Therefore, state d 

;;;y hi - court -- - ~ d e„ y : n ; ndants 

y 3 cgment to the state defendants by entering the 

Froposed amended order attached to their r«K 

for certification of the ' 10 "' WtUCh provid « 

, „ question concerning the Eleventh 

mendment immunity of the state defendants 


STATEMENT dr tup 

P_ri°r Pr oceeding 

-ch, 1985, the Plaintiff, Joan E. Lane, filed her 

original complaint, alleging, inter alia ■ 

t 4ii4> violations of the 

yng t Act, 17 B.s.c. » 101 et sea., against the First 

; ank ° f — — - the Commonwealth Of 

to add claims "a ^ APrll, m5 ' PUintl£f ai ” ended h « complaint 
trade secret "impropriation of 

In ” tS ' C1Vil Ci9htS Vidla “— - injunctive relief 

‘ C r 0nSe t0 ^ m °tion to dismiss the 

complaint for lac* of subject matter Jurisdiction over the 

Under 42 O.s.c. S 1983, in June 1985 ►„ 

Obtained leave to amen 'h PUiBtl “ adu ^ *" d 

amend her complaint a second time. Lane's 

second amended complaint (hereinafter "the „ , . 

ccer the complaint"), 

restated most of the factual and legal claims of her amended 

("IT' ^ T Sd 33 de£e " dantS thS DePaCt " S “ d£ Avenue 

epartment ), the Bureau of Accounts (which is within the 
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Department), and three individuals: Edward j. Collins, Jr., 
Deputy Commissioner of the Department's Division of Local 
Services, Harvey Beth, a former Bureau Chief of the Bureau of 
Accounts, and Roberta Hermann, a former management analyst i„ 

the Department's Municipal Data Management and Technical 
Assistance Bureau. 

The state defendants filed a supplemental motion to dismiss 
Plaintiff's second amended complaint, and this motion was 
denied as to the copyright claim and allowed as to the civil 
rights and pendent trade secrets claims on January 2, 1986. 

Thus, there remains against the state defendants only the claim 
of copyright infringement. 

The state defendants' motion for summary judgment was 
denied by this court on April 16, 1987.1/ one ground for 
this motion was the state defendants' assertion that the 
Eleventh Amendment barred the plaintiff from maintaining this 
action against them for copyright infringement. 

Statement of Facts 

Only an abbreviated recitation of the facts is necessary 

for purposes of this Court's consideration of the state 

defendants' motion for certification pursuant to 28 u.s c 

S1292(b).l/ 


conference!^* de " ied th8 m0ti0 " during a pretrial 

In the'state^efendants^ SLor^* £actual Clai ” s is •••= £ «th 

motion for summaryjSdlment fnfd".-" ?“ ppoct o£ Defendants' 
motion. Y J ud 9inent, filed simultaneously with this 
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Lane is in the business of coUecting public financial 
information, compiling this data onto computer tapes in various 
formats and then selling these tapes to the public. (See 
Complaint, 1 a) .1' Sometime in October 1981, Lane sold a 
tape of financial information from the Massachusetts Schedule A 
form— to the Bant „ 15,. According to Lane, the Ban* toot 
a printout from Lane's tape and, without her knowledge, gave 

the printout to persons within the Department of Revenue's 
Bureau of Accounts. (fl 15). 

Lane also claims that officials or employees of the 
Department of Revenue had access to another of Lane's works, a 
format of Schedule A data, entitled "Format 3." <„ 4 , 27)> 

Lane alleges that, during their employment with the 
Department, Harvey J. Beth, a former Director of the Bureau of 
Accounts, Edward j. Collins, Jr., a Deputy Commissioner of the 
Division of Local Services within the Department, and Roberta 
L. Heinzmann, a former management consultant within the 
Department, infringed Lane's copyrights in the printout and 
Format 3 by using these works to create certain works published 
by the Department, namely, a revised Schedule A form, a 


number r only. Ce£eCenOSS t0 the coni P la int will be by paragraph 

iFli 

during a fiscal year. Id^ S the revenue of each municipality 
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A data base and a uniform accounting sy$t _ ^ 
28-29). On the b a sis of the allegedly unlawful, conduct by 
Beth, Collins and Heinzmann, Lane seeks damages and injunctiee 
-lief against the Commonwealth, and damages against the three 
nominal defendants for oopyright infringement 


I. 


argument 

PLllNT S ?p?.fc0p? R T ?GHT T A H ?T?0N V AGA T I NsT” BARS ™ E 

DEFENDANTS SHOULD BE CEM«?eS ™ S ?« THE STATE 
PURSUANT TO 28 U.S.C. §1292(M F ° R IMMEDIATE APPEAL, 


A. 



The requirements for a United ct-.t— n . ^ . 

united States District Court's 

certification of a question of law in an interlocutory order to 

a Court of Appeals are set forth in 28 u.s.c. S1292(b). This 
statute provides in relevant part: 
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(Emphasis added), a Hi 

A distrxct c °urt may al so amend an earlier 

ordf ;r s0 as fcQ certify a question therein 

tnerem for immediate apnea? 

under 51292(b). S ee Marrp^ca „ 4 . 

~ SS ° v - Af.er ican^ca d e i<iy of 0rl - hn „. „,. 

470 U.S. 373, 378 (1985). 

Thl * haS d8S " ibed * question of Ia „. 

as one that is centra! or pivotal to the case. see In „e 

TT**' 263 F ' 2d 887 ' 888-90 ,lst ci - 

— Clements . 746 F.2d 765 n i ti ^ 

r -^a /b5, n . 1 (1st Cir. 1984). 

Jurisdictional issues havp 

ee " °"” orlly considered controlling 
questions of law for purposes of S l 2 9 2(b) 

A ' D; ' since courts are 

- reluctant to proceed with a protracted trial unless 

=Tap r p e e d ar a V heir findin9S °' JUriSdlCU °" be 

je • ^ iUUXUdd^, ^ ^ 889; ^ Eriygf ^ 

' - R - D - 382 ' 401 -° 2 (D - -t. denied, 

(1979) (jurisdictional question certified since 

reversal of district court's find-inn • 

finding of jurisdiction would 

teS “lt ln termination of the litigation). 

A "substantial ground for a difference of opinion” as to 

the question of law exists where the decisional law is 

unsettled on the legal issue involved. See Hester v. 

~ ren ~' 602 P - SUS, P- 142 °- 1422 (D. Hass. 1985); Cf. 

Palandlian y. Pah!,,,; 782 F 

, 313 ' 314 fist Cir. 1986), cert 

“ 107 " C " ^ «”"> —-ant differenced 
opinion exists as to legal issue where there is no case law to 

contradict the point of law argued by plaintiff,. Thus, a 
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"split" among federal court* 

«! courts on the particular legal 
satisfies this rm , ir „. t 91 question 

requirement of 51292(b). see st 
gu cyrus-Erie m 476 F - 522 Ston^ 

su£ra at 401 . ‘ Kls ‘ •' Driver 

The final prerequisite to certifies- 
largely self-explanatory. An app , S1292,b) ‘« 

*" ■» interlocutory order if °" ^ '“"“o" ° £ ^ 

a^ndorf, su£ra at 889 r f ’ - 21 ^'' l£-*e 
— a89 * institutional ■ 

maj0r Wctiv Of the certification • . h*'" 9 the 

court should certify the P rov ision, a district 

Clfy the question if it fin,** fcU 

be a net reduction i„ the duraf th “* 

duration or cost*? *,e * u 

should the challenged order b. liti9atl °" 

y oraer be reversed n 

S 22 ^ae. UUI, Suotl^ ^ 

Federal Courts Under 28 u.s.c. ll2M<b)f in tb * 

627 ( 1975 ). see alsn » * 3rV * L ‘ Rev - 607 / 

also Hester v c,-*.,, - , 

1 - ^ajmss , aiiEra at 1422. 



St«e defendants submit that the Issue of k 

'nth Amendment to the United states const-t 

an action against the r- titution prohibits 

gamst the Commonwealth and the „„„• , 

under the Copyright Act is » a cc t , Pendants 

concerning which there e 1 st ’ ^ 

ditf substantial ground for 

“ence of opinion," and that an "imm.d- 

Immediate appeal" from 


7 



this Court's order on sumpary judgment "may materially advance 
the ultimate termination of this litigation." 28 U.s.C 
51292(b). 

Initially, if the Court of Appeals decides that the 
commonwealth and its officials are immune from suit under the 
Copyright Act based on the Eleventh Amendment, then this court 
would have no subject matter jurisdiction to hear Lane's claims 
against the State or against the nominal defendants in their 
official capacities. Cf. Scanlon v. Atascadero c,-. 

Hospital, 473 0.8. 234, 247 (1985) (federal court has no 
jurisdiotion to entertain private actions against states absent 
language in a statute which makes unmistakeably clear congress' 
intention to subject a state to suit, or the state's waiver of 
its immunity). Since a decision adverse to the plaintiff on 
the Eleventh Amendment issue would result in a mandatory 
dismissal of her claims against the Commonwealth and the 
nominal defendants in their official capacities, the question 
of the state defendants' sovereign immunity is a "controlling" 
one in this case. See In Re Heddendorf . supra at 889 

(jurisdictional issues are generally considered controlling 
questions of law under 51292(b)). 

Undoubtedly, there is "substantial ground for difference of 
opinion" as to whether the Commonwealth and its officials are 
immune from an action under the Copyright Act, based on the 
Eleventh Amendment. The Eleventh Amendment to the United 
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States Constitution prohibits a citizen fr™ ■ 

cizen from instituting an 

action against a state in federal court.^ Hans. V. 

iSiiisiana, 134 O.S. 1 , 15-17 (1880). The Amendment has been 

interpreted to bar suits against a state official when "the 

state IS the real substantial party i„ interest," that is h 
"fho -i.,j . cnat is, when 

ludgment sought would expend itself on the public 

treasury. . ., or interfere with the public 
administration » D 

££J^crst State Schon, a 

Halderman. 465 n on , ni ^ - 

: ”- S ' m,t. u (19841 ,3^ 

372 U.S. 609, 620 ( 1963). 

actions^; tT^" ^ ^ the 

off c n n ° ffiinaI de£endantS ' tak6n " thSiC — « « 

officials or employees of the Commonwealth, violated her rights 

I 1006 ' the CWti9ht **■ u„e seeks damages and 

inactive relief directly from the Commonwealth, as a result 

Of the nominal defendants, allegedly unlawful actions, fane's 

action under the Copyright Act is therefore, uneguivocally, a 

suit against the Commonwealth. See Pennhurst, s^era. 

The United State Supreme Court- 

upreme court has carved out specific 

exceptions to the Eleventh Amendment's conferral ■ 

... . . conrerral of immunity on 

states. When Congress enacts legislation -to enforce, 
the substantive provisions of the Fourteenth Amendment”, it can 


The Eleventh Amendment provides: 


construed U to C extend W to any '^"^^^ 3 3haU " ot 

against one of the United s?ajL Sv JTt° r equUy ' <=o»»«nced 
or by citizens or sub^cts of^nyloreign^ate. 3 " 0 ^" State 
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abrogate Eleventh Amendment i m 

‘6nt immunity wi t-u* 

States * - F it2Pat r i ck v q.. U the COns ent 0 f <- 

~ v - Bitzer . 427 rr c , 

U -S. Const., Amend. XIV# §5> if ^ ' ' ' 456 (19 ?6). See 

ana consents to suit in federal W3lVeS ^ immunit y 

ceaeral court, either m 

statute or constitutional P rovi sion ^ 

——- i the — 

3Ctl ° n - ^ ^L^d^, 415 „ s ^ " 0t b " 

H0W * Ver ' both congressional ' ' 51 ' 673 

— t. the Fourteenth ^ 

1 "“ nlty by 3 Stat ' - a federal statute “ ° f 

"uneguiv ocai language" in th b6 Sho “" 

^^SSSadero^tate^osBital v s t0 SUlt - 

E ^-^tal=n, ^ra at 234 , 343 _ 4S 

Although the cm ted St a tes supreme 

the issue, several federal W 

conflicting decisions on whether theT^ ^ rend “ ed 

3 “ ate t0 sult federal court So^T 19 ^ ^ ^ 

C ° UrtS ^ ba - on ^ S£2 , thaTth d eT teS 

°° eS n0t C0 — “* of unequivocal sta^ ^ ACt 
required to overcome EXeventh Am a 3tatuto ry language 

constitute an t „, . a , Amendne " b ‘-«»lty and to 
oourt. See Woelffe, ^ St<,t ' S t0 5Uit in federal 

University of Califn, ■ -—Sineer i ng v 

Ca 1 1 forma r.^ > 

-657 P.Supp. i 2 4« f 1250 
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(C.D. Cal. 1984). Cf. Ri chard Anderson Phn^n rachg „ 

~ ' 6rSity ' 633 F - S “PP- 1154 - U59 (W.D. 1986). Sae also 
£a££ inal Industrie, Tnr , v. Anderson P», ist 

~' NO. 8 3-10 3 8-CIU-T-13 (M.D. Fla. 1985), aff^ ii Uhout 

8 U F.2d 609 , 11 th Cir.,, cert. defied, 56 ^ „ 

3217 ,1987) (copyright action against state university's 

officials was dismissed on Eleventh Amendment grounds),,V 
Mi halet corp. v state of 595 F . Supp . ^ ^ d 

«-h. 1984, remanded on other grounds, 82! F. 2d 327 , 6 th Cir. 

1987). (Copyright Act does not confer jurisdiction on federal 

court to maintain a copyright action for damages against a 
state). 

other federal courts, albeit before Atascadero was decided, 

have concluded that the Copyright Act dn*c 

t'.ytj.gnc Act does constitute an 

implied waiver 

a state s immunity to suit under the Eleventh 

Amendment. See Mills Husic. me ■■ ,,,,, . a . 

-- — btate Of Ari^na , 592 F.2d 

1278/ 1286 (9th Cir 70701 . t^u 

• Jo hnson V. anlversity o f Virginia 

606 F.Supp. 321, 324 (D. Va 19851 mu 

va. 1985). These courts have decided 

that the language in the Copyright Act which imposes liability 

open -any person- or "anyone" who violates the protected rights 

of « copyright owner is sufficiently broad to include states 

within the class of defendants subject to copyright 


this case^against the^tate'unive 3 ?" publiahed order dismissing 

of the Eleventh U 2XZZiZ y * c ‘‘i? ialt °" «>e basis 

marked "Exhibit A." attached to this memorandum and 
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suits. See Mills Music 

1909 Act). John ■—-^££1 at 1285 (citfn 

U ' ^Hl£on, supra at 324 Siting 

Ci.. . 24 (citi ”9 1976 Act) 

^ eraI courts disagre u - 
ltS E1 —=*> ^"dment iMunity £ton . hether 3 at ate retains 

Act - See. WoeIffp r the bright 

««■ — ft; ' ““*-**>««.« 

° f 0pini0n " °» the issue of „ h , t * t,n t t ; i 9r0 “" d £OC dlf£er ^« 

^ «“»«« From maintaining this El6Venth *“"*•« b a rs 
ihfringement against the state d , *" C ° mi9ht 

at J efendantS ‘ 

Finally, certification of the Eleventh A 
undoubtedly would accelerate the ter ■ ^ 

“ th * state defendants Prevailed ”’ 1 ” atl0n this “Ration 

Heddendnre, supra, a d • . °" aPP * a1- See In_Re 

exhibits plaintiffs coJrTtfT-T ^ “* EUVenth A " end " a "t 
a - a defendants would dif t h ^ ^ «• 

t^se parties. Sea Atascad ° £ ^‘-diction over 

Ia Edition, the thrtt^tlt- 3t 

Personally for damages since they pos ^ 

£PP their allege^’^ ^ 

"” U “ .‘—r a “ 

unaer the Copyright Act Z' s * _ * plaintif f 

°- s - 800, 8 i 8 (1982k -** Si£ ^2!Ui i _FitS2erald, 457 

Th “s, diai ”issal of the state defendant 

iSSUK " " - - action. ^ 

■-'' aj -- L yy if the state 

judgment"on 1 ?^ defenda nts have filed 

on this ground. flled a motion for summary 
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Q efendants were h- 

dlsmi s sed, the i iah ., 

and the three ■ Ila bUzty 0 f the r 

th . n0,rinal d ^"da„ts Kou . d Co «»on„. alt h 

tfle case. The id no Ionq er h . 

he court would " 9er be iss ues i 

— against thj J * ^ «“ 

Snk ' S liabil ity under the Co ■ ^ qaeSti °" of the 

the Printout would p ^ ri 9ht Act f 0r x f 

. c Uld ha ve to be lnf ringement of 

lnf ringement 0 f bane's P 0rmafc 3 *>"•*«, the 

thS Case ' since Lane ha W ° Ula disappea ^ as an • 

thia w °rk only aa • ^ of inff . 1SSUe 

iy against the st*f ^ infri Pgement i n 

26-30). Even Sta te defendants. (ff 

n lf fc *e Commonweals , ,f 14 ~ 1 ^ 

Patty, the triahi a 2one was dismi 

fcria ble issues WQ dismissed as a 

Commonwealth's li abiIifcv h 6 narro ^ed. The 

e mployees, would no Iong .' r ^ ^ action 0 f its 

The State Pendants would b ^ ^ aCtion ‘ 

sa„d^ 

“ the trlal ln *ctL7° Xlmately ^^ee 

' -sues to be tried, dismissal " — " 9 

80 S19nifl «ntiy reduce the ^ *““* defend a„ts would 

submitted . a ^antum of evid. 

ted ' and the number of Wt „. lde " Ce td be 

fc " al - *ceordin„ y , . f „ ora J 83 ” td caUed at the 

de fendants by the court 0 f Appeal e ° i51 ° n ^ the -tat. 

8 ° f ' and the COSts -curred i„ ^ "°" W r8dUCe the d aratio„ 

at 225 s s ati9a “°"- st^ 

El8Venth Amend ment issue oJuid ° e “ iflCatid " », the 

‘•"‘““on <* this action “ t,rl,Uy — the 

28 °- s -C. 51292(b) ' the State Pendants' sot ■ 

2<b) sh0 “ld be allowed. °" “ nder 
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CONCLUSION 


or the reasons explained in this m* 

in cnis memorandum *.u- 

should amend its previous s '' h Court 

previous order denying summary ludgmenr ■ 

e,tt “ ylBB ' ~ to ,3 o.s.c. s 2 r 

question whether the Eleventh Amendment prohibit 

from maintaining this aotion under the Cop ■ 

the state defendants, state d f ^ a9alnst 

State defendants request f-h**- ,-u 

«rtify this question by entering t„ COUrt 

“»«h is attached to their mot • ' ° Cd « 

u tnexr motion. 


Respectfully submitted. 


JAMES M. 
ATTORNEY 


SHANNON 

general 


Dated: January 29, 1988 
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51125(a); count III, brought under the theory of common law unf; 
competition, fails to allege that the defendants were "passing 
off" services as those of the plaintiff and count IV, claiming 
common law trademark infringement, fails because the plaintiff h 
not claimed that the defendants used the plaintiff's "name or 
marks". Aside from the fact that such attacks on the sufficienc 
of a complaint^ are more properly raised in a motion to dismiss, 
all of the above arguments raised by the defendants are improper 
restrictive interpretations on the causes of action alleged in t 
complaint. Additionally, since this Court granted a voluntary 
dismissal of count V of the complaint, the arguments raised in 
opposition to that count art. moot Since there certainly remain 
genuine issues of material facts and the moving defendants are n 
entitled to a judgment as a matter of law, the motion for summar 
judgment filed by the defendants, Anderson Parrish Associates, 
Inc., Steven D. Lange, and John A. Anderson, is DENIED. See Fed 
R. Civ.P. 56(c). 

The other motion for summary judgment was filed by the 
defendants, Raymond C. King and Michael H. Patterson. Although 
named in their individual capacities, the defendants contend tha 
they were working within the scope of their official capacities 
the Director of Housing and as a member of the Office of the 
Facility Planning, respectively, at the University of South 
Florida when the alleged infringement and unfair competition 
occurred. The defendants therefore conclude that they are 
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e " Cltled t0 the Protection of the El 

StatSS Cons »rotion as well 33 star eVenCh to the 

The Plaintiff opposes King a „! S ° Veteign **"<•» tty. 

> 0 * that there remain issues of „ a ' Cecson '‘> motion by c 

ourt, 0rd er . ^ ar ( 

tS contentions. Th * 85 ' for ecloses tbm * < 

ine material e cne dei 

;; Che "°“ ne ^ 1 P Of the infring"' 8 8Uegedly ""‘"‘P. r. 

* ^ *“«••». fandj acts ^ ° C toymen, 

0n ••••" °PPo.ition to motion f Und * rtake ° by Kin * ■ 
Contrary to the plai„ tiff . ° r SU °” acy J u d®»ent at 

—-arch 

-err-——r:rr thae tf 

* coat Order denied thm * * sov «*«ign immunity 

7 u ** th * -* of «.*.nt. ■ 

ndespensebl. parti.., ^ Go ''*'"or of Florida w. r , nc 

8UIC <8aln ‘ e £h ' defendants „„ n ° C a ”° Un£ “ a fl "ding tha 

--of i^unity. In (iee> £hac - ^nat th. ,tat. for pu , 

. nt * r * ata r.Pt.aented by both th “ V,ly f °-d that 

. ad * qUae,ly Protects b, those * rd a " d «>. Governor can 

defendant. Klog „ d ^ „ '•’'•••»««, «. interests of th, 

; d : fum « a£a ^ fhat ..the court'd. 16 ’ "" ^ ** *' «. e 

m “"‘" - .*». 

h ‘ Pl ‘ l0tlff *..k. to mjoln 
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311 Defendants and theft agents, servants, payees, transfer 

ees, assignees, subsequent purchasers, and aU active partic 
pation and concert with Defendants ..." f rom using t „ e 

arc itectural plans or erecting buildings substantially identic. 

ro the plans. The-plaintiff also seeks damages and an Order 

requiring destruction of the plans. Whether the University of 

outh Florida owns the contested architectural plans is not mate 

-I considering the fact that an injunction prohibiting further 

use of those plans or similar designs would undoubtedly have an 

a vers, impact upon the University•. future development regardl, 

o who is ultimately deemed "owner" of the plans. A determinant 

o the acts personally undertaken by King and Patterson, or the 

a=op. of their authority, is also unnecessary since "a state offi 

cer may be said to act ultra vire. only when he act, 'without any 
authority whatever.'" Penhur.t Star. e ^ x and „ 

fito 1W S - CC - 900 ' 908 - » ««*)■ U is undisputed tha, 
Oth King and Patterson had authority to acquire housing plans fo, 
. university. Even if eh . , cop . of King 

T ««• material to the determination of this motion for susmary 
udgment. the University's offer to indemnify them not only rati- 
•• their acts, but further supports a finding that their acts 
were within the scope of their employment. In any event, this 
Court find, that the University of South Florid, i. the real and 
substantial party in interest with regard to the suit filed 
against King snd Patterson. King and Patterson are therefore 


- 4 - 


AO 72A 






See 


afforded the protection offered by the Eleventh Amendment. 
Penhurst , 104 S.Ct. at 908 ("Eleventh Amendment bars suit again 
state officials when 'the state is the real substantial party it 
interest.'"); see also Fouche v. Jekyll Island State Park 
Authority , 713 F.2d 1518, 1520 (11th Cir. 1983) (instrumentalit> 
| of state protected by Eleventh Amendment); Byron v. University c 
j Florida, 403 F.Supp. 49 (N.D. Fla. 1975) (state university is 
instrumentality of Florida). 

The Eleventh Amendment protects against suits against the 
state or its instrianentalities filed in federal court unless the 
state has consented to such suit, see eg^, Clark v. Barnard . io^ 
U.S. 436 (1883), or Congress has abrogated Eleventh Amendment 
immunity. See Fitzpatrick v. Bitker . 427 U.S. 445 (1976). Befo 
a court will subject a state or its instrunentality to suit in a 
federal court, state consent or congressional abrogation must be 
"unequivocally expressed". Penhurst . 900 S.Ct. at 907. A reviet 
of the statutes and claims involved in this suit convinces this 
Court that the Eleventh Amendment protection has neither been 
waived nor abrogated. The defendants' additional claim of 
protection under state sovereign immunity is unnecessary for a 
ruling on this motion. See 900 S.Ct. at 907 n. 9 (state sovereig 
immunity distinct from immunity under the Eleventh Amendment). 
Since there remain no genuine issues of material facts and the 
defendants, King and Patterson, are entitled to a judgment as a 
matter of law, their motion for summary judgment is GRANTED. 
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DONE AND ORDERED in Chambers at Tampa, Horida, this jJ 
day of September, 1985. Ja ~~ 





AO 72* 
(R«v. 8/82) 






Information Handling Services 


15 nverness Way East • p 0 BoxIlM 
Englewood, Colorado 80150, U S A 
Telephone (303) 790-0600 


Michael J, Timbers 

President 


February 17, 1988 


GENERAL COUNSEL 
OF COPYRIGHT 


FEB i 9 


RECEIVED 


Com merit Letter 

RM 87-5 ** 

No. .^.L 


Office of General Counsel 
Copyright Office 
Library of Congress 
Department 100 

Washington, D.C. 20559 __ 

Dear Sir, 

published on°November*2* form “' ion re ?"<iing the Eleventh Amendme 

respond on behalf of Inl^atiofCdllnl 1 

- Sifufe 

zpSmZii iSEHaiB ?’' 1 

the terms and conditions accents,? h 3168 ' nust Pay royalties and live within 
copyrighted materials for Seir oZ 'l by the •*«» when acquiring ‘the 

have royaity and distribution^^eemenL. 0r ^ MlZat * 0nS with whom weVurrent™ 


mv-nm 


Excellence is our Standard® 





Office of Pa 

PagoT Y 17COUUSel 


<^2j eo ™Pany utili z 

sS*? 

•eZl&ZSL »“• Proiue < S e : tUai e «°« S a„rr VO,Um P^rS"f ing and 

iasa s »• ITT 

ne ver placed *> i* ^kraries* jn OUr ^°cunienf 

SSSrj and *w 

^U ipmen , - „ eeded by 

s wce s t a t e ,., ° n ot mie rotilm*<srJ specif ic 

resource tn { lbrar ies and im* . Printing 

IVhat we see tod 1 SUoh facilities ? non ~ 

hbrary network??’, b ° We ver, is the f their 

iHp»t|SSS^iSSS-SR 

propertl ? lforn »ation wofid °!? e thing, a ^? ge WbIiog raDh ^ tles to copy 

ohaS' ibut °" to ^ijgsr.sS^ -i 

^ ^ U “-"Sri 

are 

t0 «» vaj U e J n " ua / Oasis. ThllJ ° oi,e<! «°n m^ST"*’ inde ®'ng eSa™^ be 

saasi5St5SSS 


Office of General Counsel 
February 17, 1988 
Page 3 


*? curren<:y of the dooum “ ts ln **• 
duplicate sets of the IHS collections oofun h G ° Pi T- 1 ^ llt * n a wholesale manner, 
state university network Si? ^ redistributed to all units in the 

receive notice of the monthlv or hi-mnnthi eSe ^ eci P ients m ay or may not 
assure users of current information Sino^mq apdates that are necessary to 
burden with respect to the content of its !»? C6rtain produet lability 
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(updated) services must be able to know h?c ^ + the publisher of continuing 
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COMMENTS OF SESAC, INC. ON COPYRIGHT 
INFRINGEMENT AND STATES' ELEVENTH AMENDMENT IMMUNITY 

I. Introduction 

These Comments are submitted in response to the Copyright 
Office Request for Information, Docket No. RI 87-5, 52 Federal 

Register 42045, November 2, 1987. 

The first part of these Comments focuses on the issue of the 

legal interpretation of the Eleventh Amendment immunity in 
copyright infringement cases, i.e., does the Eleventh Amendment 
bar suits against States for copyright infringement? 

The second part of the Comments focuses on: 

The practical problems relative to the enforcement 
of copyright against state governments; 

The presence, if any, of unfair copyright or 
business practices vis a vis state governments 
with respect to copyright issues. 

II. Legal Interpretation of the Eleventh Amendment Immunity 
In Copyright Infringment Cases 

A. The Legal Issue and SESAC's Position 

The Eleventh Amendment affords immunity to the States from 

suits brought against them in federal court, subject to Congress 

authority to abrogate such immunity. 

The Amendment provides 

The Judicial power of the 
be construed to extend to 
commenced or prosecuted 


United States shall not 
any suit in law or equity, 
against one of the United 
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States by Citizens of another State, or by Citizens or 

Subjects of any Foreign State. 

The Amendment by its terms bars only suits against a State 
in federal court brought by citizens of another State or of a 
foreign country. Nevertheless, the Supreme Court has found, 
inherent in the nature of the Amendment, a general principle that 
States should not be brought before federal tribunals. This 
principle bars suits brought by citizens of the defendant State 
( Hans v. Lousiana , 134 U.S. 1, 10-11 ( 1890 )) or by a foreign 

government ( Principality of Monaco v. Mississippi , 292 U.S. 313, 

327-32 ( 1 934 )), even though questions of federal law are at 

issue . 

Section 501 of the Copyright Act of 1976, enacted pursuant 
to the Copyright and Patent Clause of Article 1 of the U.S. 
Constitution, makes liable " anyone who violates any of the 
exclusive rights of the copyright owner." (Emphasis added). 

Since federal courts have exclusive jurisdiction over 
copyright matters (28 U.S.C. Section 1338 (a)), the question is 

squarely presented: Does the Eleventh Amendment remove States 

and their agencies from the set of parties who are subject to 
suit for copyright infringement? 

This has become a serious issue due to a recent spate of 

federal district court decisions that answer the question 
affirmatively. BY Engineering v. University of California, Los 
Angeles , 6 5 7 F.Supp 1 2 4 6 (C.D. Cal. 1 98 7 ); Richard Anderson 

Photography v. Radford Univ > , 633 F.Supp. 1154 (W.D. V a. 1986); 

Cardinal Industries v . King , No. 83-1038 -CIV-T-13 (M.D. Fla., 
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y/b/65), a f f d 811 F. 2d 609 ( 1 1 th Cir. 1987 ), cert. den. 108 


S.Ct. 88 (1987); Woelffer v. Happy States of America, Inc. , 626 

F.Supp 499 (N.D. Ill 1985). If these cases are correct. States 
are virtually free to use any copyrighted material they wish 
without compensating the owner. [1] 

All of the above cited cases purport to base their 
conclusioti that the Eleventh Amendment bars copyright actions 
against the States on the 1985 Supreme Court case of Atascadero 

_ Hospital v. Scanlon , 4 73 U.S. 234, 105 S.Ct. 3142, 87 

L.Ed.2d 171, a case involving the Eleventh Amendment but having 
nothing to do with copyright law. 

It is the position of SESAC that these cases are wrongly 
decided, and that Congress has validly abrogated the Eleventh 
Amendment with respect to actions arising under the copyright 
law. More specifically, SESAC contends (i) that these cases are 
erroneous as they misconstrue Atascadero , and (ii) that to 
enforce these decisions would result in violating the due process 
clause of the Fourteenth Am endment, inasmuch as copyright owners 
would lose a legally protected property right without being 
afforded due process, i.e., the right to sue for money damages 
for copyright infringement. 

B. The Law Prior to Atascadero 

Prior to Atascadero just four cases addressed the issue of 
whether Congress abrogated the Eleventh Amendment with respect to 
copyright infringement suits. Mills Music, Inc. v, Arizona, 591 





(9th Cir. 1979 ) and Jo hnso n v. Univ, of Vi r ,„ 6 „ 

„ ecs amenable to private copyright lnfringement actions . 

“I 1 aC “° n in — W8S br °“ 8ht "»<■« Copyright Act of 1,0, 

which subjected to liability "any person" .ho infringed another', 
copyright. Xhe Hill, court [mj t „. t ^ 

laguange authorized 

ea suit against the States for „ ■ , 

oi-ai.es tor copyright 

infringement and that it was n 

the Copyright and Patent Clause of 

the Constitution which granted Congress the power to so abrogate 
the States, immnuity. After adopting this reasoning, the 

COU “ $i " Ply ' ent °" ‘° find “• definition in the 1, 76 A ct of 

infringer as "anyone who violates any of the exclusive rights of 

the copyright owner” more ,• „ „ n 

•ore inclusive -than the "any person" 

languange of the 1909 Act 

Act. Thus, the State could be co.pell-d to 

p.y damages for infringement of plaintiffs copyright. 

One of the cases finding that the Eleventh Amendment had 
abrogated in copyright cases, Wihtol v. c^w. 309 F 2 d 

”1 <S‘h Cir. 1,«, simply held without discussion that the 
Eleventh Amendment barred an action against a local school 

district, as an instrumentality of the State. In Hihaleb Corn 

V ' Michigan . 595 F.Supp 903 fr n „■ u 

pp. 903 (E.D. Mich. 1984), affd 814 F. 2 d 

290 ( 6 th Cir.), cert, den. , log S.Ct. 503 (1987) th 

UJ the court found 

that the congressionali 

y created rights in the Copyright Act must 

yield to the Eleventh Amendment. The Mihal i, 

ihe Mihalek court did not, 

however, address the issue of whether m 

ngress was empowered to 

abrogate the Eleventh Amendment. 
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■> “pursuant to a val i A p x p r „ c 

vaiia exercise of power." Green v 

~ - - ° - - 106 S.Ct. 423, 425-26 (1 985 ). 

Just as the Commerce Clouse empowers Congress to treat, 
causes of action against the States, so too does the Copyrigh 
and Patent Clause authorize such 1 eg 1 is1 ati„„ . Congress i, 
specifically empowered in Article I, Section clause 8, tc 

secure "for limited Times to Authors and Inventors the exclusive 

Right to their respective Wr-ir-inao „ ^ n . 

r writings and Discoveries , " This 

languange vests in Congress the exclusive power to regulate the 

copyright and patent fields.[2] The Supreme Court has recognized 


that, 


When Congress grants an exclusive rioht or mononnlv 

its effects are pervasive, no citizen or s r * r 
escape its reach. 01 State ma Y 

— dStei " ”• £iii£0££i£. 412 U.S. 546, 560, 93 S.Ct. 2303, 37 


L ' Ed - 163 (1973 >- l Emphasis supplied,. Thus. throug, 

ratification of of the Copyright and Patent Clause, the States 

left Congest free to subject them to liability for copyright 
infringement. 


E. The Copyright Act Abrogates the Eleventh Amendment 


1. Congress* Intent 


B V E 


ngineering v. Uni 


v e r s x t 


.i f o r n i a . Los 


’ !- u p r a , is another recen; 


case finding that the Co 


Act does not abrogate the Eleventh Amendment. 


pyrig ht 


however, the ba 


sis for the cour 


s decision did 


Uni ike Rad ford 


not concern th t 






source of Congressional power to abrogate the Eleventh Amendment 
Rather, the BV court focused on whether Congress had provided in 
the Copyright Act a sufficiently clear statement of its intent to 
abrogate the States' immunity. The court found that it had not. 
BY arrived at this conclusion based on the following languange 
from Atascadero , 

[we] affirm that Congress may abrogate the States’ 
constitutionally secured immunity from suit in federal 
court only by making its intention unmistakablably 
clear in the languange of the statute. The fundamental 
nature of the intersts implicated by the Eleventh 
Amendment dicates this conclusion. (Emphasis added) 

BY , 65 7 F.Supp at 124 9, citing Atascadero . The BV court found 

that under this languange the Copyright Act failed to abrogate 
the Eleventh Amendment since the Act does not specifically 
mention that copyright owners can sue States. In support of this 
conclusion the BV court stated that the Copyright Act, Section 
501 (a), "merely says that: '(a) Anyone who violates any of the 
exclusive rights of the copyright owner ... is an infringer of 

the copyright.'" Id. at 1250. 

The BV case was wrongly decided as it completely failed to 
consider provisions of the Copyright Act in which Congress did 

make its intention to abrogate the Eleventh Amendment 
"unmistakably clear.” In at least seven sections of the Act, 
Congress' intent to include States in the class of infringers is 

expressly stated. 

The statutory scheme of the Copyright Act, is first to grant 
exclusive rights, 17 U.S.C. sect. 106, then to place limits on 
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those rights and to except certain entities and uses from 
infringement claims under specific circumstances, 17 U.S.C. sect. 

e t seq, , and lastly to provide that anyone who violates an 
unqualified exclusive right is an infringer, 17 U.S.C. sect. 501. 
Congress demonstrated its clear intention to include States among 
potential infringers in three different ways. First, Congress 
made narrow, detailed exemptions for agencies so closely 
associated with states without distinguishing between state and 
non-state agencies which engage in similar functions, that it 
would be irrational to concl ude that it intended to imm un i ze 
states. Second, Congress made explicit references to 
governmental bodies in carving out exemptions and only a tortured 
construction would exclude states from the parameters of those 
bodies. Finally, in one specific instance, Congress specifically 
excluded states themselves from liability while maintaining 
liability for state educational institutions , 

The fair use provision of the Copyright Act, 17 U.S.C. Sec. 

107, is an example of Congressional intent to subject states to 
liability for copyright infringement. Under Section 107, the use 
of a copyrighted work for certain purposes, may be permissible 

a t. t e r consideration of four factors, one of which is whether the 

use is for commercial or nonprofit educational purposes. In the 
course of implementing their public education programs, it goes 
without saying that states are heavy users of copyrighted works 
• i ' n teaching and ciassroom activities. But, Congress did not 

distinguish between state and other nonprofit educational 
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reasonable 


institutions, It follows therefore that, under any 
construction of the Copyright Act, Congress intended to include 
states in the class of users who would be infringers absent the 
fair use exemption pertaining to teaching and classroom 

Another example of Congressional intent to include states as 
potential infringers by making narrow exemptions for them, is 17 
U.S.C* Sec. 108 which allows reproduction of copyrighted works by 
libraries and archives. Following its statutory scheme, Congress 
granted copyright owners the exclusive right to make 
reproductions of their works, but then limited that exclusive 
right so that library and archive reproduction would not be an 
infringement under certain circumstances. A large number of 
libraries and archives in the United States are maintained by 
states or state agencies. Congress could have had no intent 
other than to include state libraries and archives within the 
exemption provided for by Section 108. The expression of that 
intent is inconsistent with a Congressional intent to relieve 
States from any liability for copyright infringement. 

Section 110(1), 17 U.S.C. sect. 110(1), like Sections 107 
and 108 illustrates Congress’s concern with the use of 
copyrighted materials in educational activities. Under Section 
110(1), it is not an infringement for teachers and students in an 
nonprofit educational institution to display or to perform a work 
m the course of face-to-face teaching activities. Again, no 
distinction is made between state and non-state institutions 
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indicating a clear Congressional intention that 


state 


would be liable for section 110(1) 


, but 


for the exemption there provided* 

By placing detailed limits on Section 106’s exclusive rights 
for the activities of a class of copyright users which is largely 
comprised of state agencies and by providing for specific 
exemptions for employees working in the course of their 
employment, Congress’s intent that States would be infringers if 
they made or distributed copies or performed or displayed a work 
outside of the scope of these sections was overwhelmingly 
indicated in the language of the statute itself. 

Congress also demonstrated its intent to include states in 
the class of users who, without specific exception, would be 
liable for copyright infringement, by exempting governmental 
bodies from certain kinds of infringement claims. For example, 
under Section 110(2)(A) of the Copyright Act, the tr ansmis sion of 
a performance or display of a work is not an infringement if it 
is part of "the systematic instructional activities of a 
governmental body or a nonprofit educational institution; and... 
(C) the transmission is made primarily for (i) reception in 
classrooms,.., or (iii) reception by officers or employees of 
governmental bodies as a part of their official duties or 



employment," 17 U.S.C, sect. 110(2) (A) e t s e q . This section 
makes no distinction among federal, state, county, municipal, 
, governmental bodies and surely includes state governmental 
bodies. The inclusion of them in this exemption from liability 





for copyright infringement is inconsistent with any claim that 
Congress did not expressly intend that states would otherwise be 
subject to such liability. 

Congressional intent to subject states to all sanctions 
provided by the copyright law is further shown in Section 110(6) 
of the Copyright Act which provides that the "performance of a 
nondramatic musical work by a governmental body or a nonprofit 
agricultural or horticultural organization in the course of an 
annual agricultural or hor tic ult ur al fair or exhibition conducted 
by such body or organization" is not an infringement of 
copyright. Several conclusions are evident from this section. 
First, the performance of nondramatic musical works by a 
governmental body in other circumstances would be an 
infringement. Second, any other use of a copyrighted work by a 
governmental body or nonprofit agricultural or horticultural 
organization at an agricultural or horticultural fair or 
exhibition would be an infringement. Third, the performance of a 
nondramatic musical work by a governmental body or nonprofit 
agricultural or horticultural organization at an agricultural or 
horticultural fair or exhibition not conducted by the 
governmental body would be an infringement. 

Another example of Congressiona1 exemption of governmental 
bodies involves secondary transmissions or primary transmissions 
embodying a performance or display of a work by governmental 
bodies. See 17 U.S.C. Sec. 111. Section 111(2) allows the 
secondary transmission of a primary transmission of copyrighted 
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works under the same conditions and for the same purposes as the 
Section 110(2) performances or displays (systematic instructional 
activities of a governmental body) . In addition, Congress 
exempted the secondary transmission of a primary transmission by 
a governmental body where there is no commercial purpose or 
charge to the recipients, except charges necessary to cover 
costs. 17 U.S.C. sect. 111(a)(4). SESAC submits that these 
provisions show a clear Congressional intent that state 
governmental bodies would be liable for secondary transmissions 
under all other circumstances. 

The governmental body exemption is also contained in the 
provision for ephemeral recordings. 17 U.S.C. Sec. 112. Under 
Section 112, it is not an infringement for governmental bodies 
and nonprofit educational broadcasters to make a limited number 
of copies of copyrighted works and to use ephemeral recordings 
for transmission. Like Section 110(6), Section 112(b) exempts 
governmental bodies and educational broadcasters from both direct 
and vicarious liability. 

Finally, in 17 U.S.C. Sec. 118, Congress granted public 
broadcasters a compulsory license to perform and reproduce 
copyrighted works. Congress, did not there distinguish between 
public broadcasters which are private nonprofit corporations and 
state owned and operated public broadcasters such as the 
Mississippi Educational Television System. Section 118(d)(3) 
allows all public broadcasters to perform or display works in 
accordance with Section 110 and to make reproductions for use 


during a limited time by a governmental body or nonprofit 
institution of a transmission program simultaneously with its 
transmission* Further, this section provides that the public 
broadcasting entity will not be liable for infringement if it 
advised the governmental body of its duty to destroy the program 
and if the governmental body fails to so destroy * This section 
concludes by stating that if the governmental body fails to 
destroy the programs, then "it (the body) shall be deemed to have 
infringed.” (Emphasis added). This language is a clear, 
unequivocal expression of Congressional intent to hold yet 
another kind of state entity liable for copyright infringement. 

Similar Congressional intent is shown in the manufacturing 
clause of the Copyright Act, 17 U.S.C. Sec, 601 et. seq. Both 
Section 601 and Section 602 exempt states for uses other than 
educational uses from the manufacturing clause importation 
prohibitions. Although the manufacturing clause, by its own 
terms, expired June 30, 1986, 17 U.S.C. sect. 601(a), it is 
nonetheless relevant because it is Congress’ s most direct 
reference to state liability under the Copyright Act. Section 
601 exempts states from infringement liability for importing 

English language works manufactured outside the United States; 

Section 602 applies to works acquired outside the United States. 

It is significant that Congress had distinguished between state 
educational and noneducational uses and declared that when a 
state, for educational purposes, imported works covered -by the 

manufacturing clause, it would have been an infringer. But when 
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right to sue a State for money damages for copyright 
in f r i ng em em t . 

The Fourteenth Amendment prohibits the loss of property 
without due process of law* Copyright is a property right 
granted by Congress to creators pursuant to Congress* Article 1 
powers. Depriving copyright owners of the right to sue States 
for money damages when States take their propery without 
compensation would strip them of their due process protection 
guaranteed under the Fourteenth Amendment. 

F. Notwithstanding Congressional Intent, the States have 

Waived their Eleventh Amendment Immunity for the 
Purposes of Copyright Infringement Ac tions 

It is well e s t ablished that States may waive their immunity 
by participating in a federally regulated activity. Se e Pa rd en 
v . Terminal Ry> Of Alabama State Docks Dept, , 3 7 7 U . S . 184 
( 1 96 4 ). In P a r d e n , employees of a state-owned railroad sued 
Alabama under the Federal Employer ' s Liability Ac t , 45 U.S.C. 

sect. 51 , 60 (1982) . The Court held that the State* s o per a t ion 

of a railroad in inter state commerce, an ac tivity regulated by 
Congress was beyond the boundaries of traditional state 
functions . Alabama* s engaging in the federally regulated 
activity operated as a waiver of immunity. Pa r d en , 377 U.S. a t 
196. By contrast, in such cases as Atascadero State Hospital v. 
Scanlon , supra and Employees v . Dept. Of Public Health and 
Wei fare, 411 U.S. 279 ( 1 973 ) , the state action inv ol v ed one of 
its most traditional functions , accepting , administering and 
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distributing benefits from federal programs. Bankruptcy is 

another area where a state's participation in a federally 
regulated activity may constitute waiver . See Connec tic ut 
Performing Arts Foundation, Inc, v. Br o wn , 47 B.R. 911 (D. Conn. 
1985 ). In Co nn e c tic ut , the state made a claim against the estate 
of a debtor in bankruptcy and in areas held that by "engaging in 
an activity that is subject to the bankruptcy power, it is proper 
for Congress to find that the state has waived its immunity.” Id. 
at 916. 

Richard Anderson Photography v. Radford Univ , supra , held 
that a state's use of copyrighted materials was not a waiver of 
its Eleventh Amendment immunity. Under the Rad ford reasoning, 
for waiver to exist, the State must have had a choice to act or 
not to act by a freely made decision to participate in a 
federally regulated activity. The court noted that that 

decision usually involved state participation in federally funded 
programs whereby acceptance of the benefit was conditioned upon 
waiver of immunity. The court found however that a State 1 s use 
of copyrighted materials was not a decision which the state was 
able to make freely. Id. at 1159. 

SESAC submits that Radford * s conclusion is just plain wrong. 
Virginia did have a choice to use or not to use copyrighted 
materials. Simply because a state decides that copyrighted 
materials are better suited to its needs for one reason or 
another does not mean that the state does not have a choice to 
use them. States remain free to create their own materials or to 
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commission materials, just as states remain free not to 
participate in federal benefits programs and to create or fashion 
their own programs suited to their individual needs. States 
could therefore reject the use of copyrighted materials. By 
freely choosing to use copyrighted materials and thus entering an 
activity regulated by Congress, states have freely chosen to 
waive immunity. 

The Rad fo rd court recognized that in Parden , 377 U.S. 184, 

another indication of waiver existed in Alabama's decision to 
operate a railroad (not a traditional state function), and the 
Ander son court even attempted to decide the case under that 
theory. But, Radford 's conclusion that a State's use of 
copyrighted materials is a traditional state function is in 
error. A State's exercises its traditional state functions when 
it participates in or administers federally funded benefits 
programs or acts pursuant to its police power or taxing 
authority. In Radford , however, the state university did not act 
pursuant to its traditional state functions, but rather, by 
creating a marketing brochure, engaged in public relations. The 
state itself recognized that this was not a traditional state 
function because it saw the need to solicit the services of an 
outside photographer, rather than to create the work itself. The 
And er son court's conclusion that the mere use of property by a 
state agency is "per force" engagement in a traditional state 
function is overreaching. The performance or recording of music, 
the printing of books, the programming of computer software are 
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not traditional state functions 


but activities normally 


performed by the private sector. The ultimate failure of the 
Radford rationale is its complete failure to recognize that 
copyright is not a federally funded benefit t nor is the use of 
works protected by it a traditional state function. 

Radford asserts that state university involve daily 
decision in many areas regulated by Congress, including 
copyright, that this is a basic and f undamental state f unc tion, 
and, as such, a decision to use copyrighted materials does not 
waive state immunity. 633 F. Supp . at 1160. The f allacy of this 

premise is shown by the following analogy. 

The enactment and dissemination of laws of one kind or 
another is clearly a traditional state function as to which a 
state does not have a choice. (Of course a state has a choice in 
deciding just what laws will be enacted and ho w they will be 
worded, but it would be just unrealistic to say that a state 
could decide to enac t no laws.) To disseminate the laws , it is 
necessary to print them. However, in order to print the laws, 
raw mate rials and labor are necessary. No court would rule that 
because t he printing and dissemation of laws is a traditional 
state func tion, t he State does no t have to pay for the ink, the 
paper, the printing and the labor necessary to print the laws. 
Yet, this is what Radford wo uld suggest. According to Radford , 
since the operation of a university is a traditional state 
function and since to operate a university states must use 
copyrig h ted materials, that use itself is al so a state f unc tion 
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and the State does not have to pay for the use of those 


materials* Taken to its ultimate conclusion, Radford would 
require that when states have need of a textbook, for example, 
the State could purchase one copy of the textbook and copy as 
many additional copies as it chose* While the State would pay 
for paper , prin ting and binding, it would no t pa y for the us e of 
the copyrighted materials which constitute the very essence of 
the finished product! 

In addition to engaging in a federally regulated activity 
outside the scope of traditional state functions, states have 
waived their immunity in other ways* First, in purchasing mass 
quantities of copyrighted textbooks and other materials, states 
have recognized the application of the copyright law to their 
activities* States have also availed themselves of copyright 
protection by complying with the registration, deposit and notice 
requirements of the copyright act* A State that has sought and 
received these benefits cannot then cloak itself in immunity. 

Similarly, a State's having brought a copyright infringement 
suit should act as a waiver of immunity. This rationale comports 
with Rad fora 1 s thesis that a State must have a choice to act or 
not to act. If a State chooses to act ( i . e * , in Rad ford 1 s view, 
to receive the benefits), then it has consented to the removal of 
its immunity. 

Significantly, at least eight state attorneys general have 
concluded that States are not immune from infringement liability. 
See 107 Op. Atty 1 Gen. Alas. ( 1 98 3 ), 366 Inf. Op. At t ? y Gen. 
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Alas. 404 (1982); 187 Slip Op. Att’y Gen. Ariz. 106 (1986); 65 
Op. Att'y Gen. Cal. 106 (1982); 64 Op. Att'y Gen. Cal 186 (1981); 
82 Op. Att’y Gen. Fla. 148 (1982); Slip Op. Att'y Gen. Kan. 202 

(1981); 84 Slip Op. Att'y Gen. La. 436 (1985); 82 Slip. Op. Att'y 

Gen. La 662 (1982); Slip Op. Att'y Gen. S.C. (1977); 82 Slip Op. 

Att'y Gen. Ut. 03 (1982). 

Finally, State s have tr aditionally recognized the right s 
of copyright owners by entering into licenses, paying royalties 
and otherwise compensating copyright owners. Clearly by 
voluntarily entering into and periodically renewing such 
agreements, the states have intended to and actually waived their 
Eleventh Amendment immunity. 

G. If the States Were Immune from Copyright Infringement 
Liability the Economic Consequences to Copyright Owners 
would be Devastating 

If, the States adopted the view that the Eleventh Amendment 
bars actions for money damages for copyright infringement, the 
negative financial effects on copyright owners would be 
disastrous. A variety of copyrighted materials - music, motion 
pictures, textbooks, literture, dramatic plays, computer 
software, visual art, etc. are used by State universities and 
colleges, as well as other state agencies, throughout the 
country. Compensation for such use represents an important 
source of revenues for a diverse group of copyright owners. 

Without the legal capability of sueing for money damages for 
copyright infringement, the States would be in a strong position 




to negotiate unreasonably low fees for such use or not to pay at 
all. That a palintiff may avail himself of injunctive relief 

against an infringing State or its agencies in no way constitutes 
adequate protection of his or her copyrights. Many copyrighted 
materials obtain only brief periods of commercial success. For 
example, a hit song may go to n umb e r one a nd t hen drop off the 
charts within weeks or even days. A record company that secured 
an order preventing a state agency or college from further 

unauthorized exploitation of such song would have little to 
celebrate if it had already dropped from the charts. The 
revenues that it would have otherwise receieved, and shared with 
the recording artist a nd c om poser pursuant to the company* s 
agreements with those creators , would be gone forever . 

H. Recommendation 

Even though the Copyright Act clearly abrogates the States* 
immunity from copyright infringement actions. Congress should 
amend the Co pyright Ac t to make this even more explicit in order 

eradicate the confusion caused by cases such a s BY and Radford 
and to avoid an y further erroneous decisions , 

III. PRACTICAL PROBLEMS ASSOCIATED WITH STATE USES OF COPYRIGHTS 

In accordance with the Copyright Office’s request for 
information on the practical problems associated with state use 

m 

of copyright, SESAC has the following comments. Since the 


SESAC has 


enactment of the Copyright Act of 1976, 17 U.S.C., 

licensed the public performance of copyrighted musical works at 
state colleges and universities, stadia, auditoriums and other 
venues. The licenses grant a non-exclusive right to publicly 
perform music in the SESAC repertory, set forth a fee structure, 
limit the grant to specific facilities and performances and 
specify other times. SESAC licenses hundreds of State 
universities, colleges, stadia and other venues in all fifty 
states. In nearly a decade of licensing under the 1976 Copyright 

Act, never has any state agency raised the claim Eleventh 
Amendment immunity as a reason for not entering a SESAC 
performance license. 


Footnotes 


1. The Supreme Court has ruled that the Eleventh Amendment 

does not bar suits to prohibit future illegal conduct by state 
officials ( Ex parte Young . 209 U.S. 123, 159-60 (1908)), and 

therefore it may be argued that copyright owners may seek 
injunctive relief to prevent future acts of copyright 
infringement. However, it many instances that would be tantamount 
to closing the barn door after the horse has run off since the 
state may have already completed its use of the copyrighted 
materials. For further discussion of this point, see Section II 
H of these Comments 

2. This is not to say that Congress must act in such a way 
as to preclude any state involvement these fields. For example, 
the Copyright Act of 1909 did not abolish common law copyright, 
as to which the law of the state involved had to be examined. 
However, the Copyright Act of 1976 did abolish common law 
copyright and and pursuant to established authority Congress has 
preempted the entire copyright field. 
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federal question jurisdict' " eant Slther t0 inc:l ude 

3“nsdiction (between non-riti 

suing a state) or to ™ u citizens or aliens 

applicable to pending court c^seT^rAt A ’" end ' ! ' ent retros P—ive 
dissent b y dustice Brennan., ™ ^ — 

-id produce the preposterous possible^1 

C ° n9r C ° Uld *«v^ for diversity citize 
unconsenting states for state 1 ” S “ itS against 

b —i„ F . n natterS ' lihe that 

"construe" it . gurisdicti , “““ " C ° Urt ' S “ itial - t 

jurisdictional power i r +-k 

judicial construction, w hat differed do 

has said, for Congress cann t ^ ^ ” hat Congres: 

judicial power. (Harh „ ° “»=«t«t io „ alIy li>iw 

L . Ed . 60]o <1303, , Cranch 136 _ i77 ^ 




The ^g^Zh Union on TT f .. 

congressional Fourtee n, ^ ^ distin 9 uis h 

Fourteenth Amendment and article r 

inconsistent with the supreme Court-s sugg t 

power to abrogate state sovereign i . U “ t C ° ngreSS 

provisions of the Fourteenth A lty Under the enforces, 

teenth Amendment i s *. ■ 

impermissible in other contexts." (Atasr „ “ 0nally 

quoting Fitasa trick V a_SE2 ' 473 U ' s - at 243 

— ■” - - ... 
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throws the baby out with the bath 

Ocltn Welt git when i f ’p-, * i 

any historical context th * revie ' 

The fundamental diqfinnf- • 

Eleventh and civil Ma , distinction between « 

il War Amendments i s tho ■ 

direction anrt • _ ebvwus opposite 

and intended purpose of each The f 

libit federal jurisdirf ' Sr S °" gllt to 

jurisdiction over the staho uh-i 

*een found to expand it As Af ^ latter has 

Xt - As Atascadero attests: 

"The 'constitutionally mandated balance of power- bet 
States and the Federal m, between t 

aral Government was adopted by the From 
to ensure the protection of -our „ a 
tias , r fundamental liber- 


"Congress- power to abrogate a state- ■ 
that in center . s lninun ity means 

^“^^^^OSMlStances the usual 

balanse between the states and th 

not obtain. . . „ „„ nment does 


added.) 


(Atascariprn 473 y « 

' U.s. 242, emphasi: 


The HcVey-fTn-i or, o-f 7 TT _, 

ationale makes the eyronf• 

broadly permitting abrogation under congressional ^ rUle '’ 
authority, the -usuai constitutionai baiance- wouldT^ ' 
obtain. By denying the distinct' n ° l ° nger 

a£ 2 S 3 ^ i 22 -^a I eliminates ourH^i CiVl1 "" a " endmentS 

——v i::i: r::.:r 
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The Third Cirrm't- 

'-xrcuit suggests »irph Q 

and the hi « h «>»-hoia , or its rebut ; al . prMu " ption ° f 
sovereignty that underlies ^ ^ <* 

—e ignty ls not simply a gest ” end " ent -" BUt 

° iarit - “ - ^ limi t atlon upon ;; 7" a def — - 

«ard compensatory damages from ^ ^ tc 

-thing. It is a comltment ^ * ' treasury, or it is 

fiscal integrity and self a t government to the 

y ana self-determination of tk . 

lust as sure as (and as » sovereign state, 

the corollary, the state is „ . 

the supremacy of the federal . commitment to 

common commitment forms th „ substantiate* law. Tt 

xorms the bond between tho ♦. 

ual sovereign system of an W ° thSt allows a 

enaoted under article x auth^rT^ FSderal SUbStantiat -e law 
conduct. However (as de ^ ^ ” andates Prospective state 

—1 supremacy does no ^ ^ <* 

sovereign immunity from^- abr ° 9atioa « state 

abrogation under articieT^ "’° netary damage cla i»c. Such 

sovereign to subject, and m ^ SUb ° rdinates the state fro: 

unitary nation. such ^ Unlon towards a 

° u cn a move i c 

principle of mutual sovereignty of With the ^-amenta! 

principle, in turn, rests u ^ *** 

' rest s upon our fa •;+->, • 

govern our pluralistic society No ^ ° f rSaSOn to 

momentary national wisdom m ° ^ COnpe111 - the 

wxsaom may be if 

^ith, or the intolerance a bre ' h ^ 3 breach ^ 

e a br each reflects. 


26 


1 


circuit in union oil tt h 

natural consequence of its , 0 • ^ "“"strates the 

statutory enactment to abr ^ ^ a PPU- 

standard state ? By that 

exist. see e r nStltUti0nal — * —* simply does r 
melman v. ,Tra>-^-,_ 

-Berdan, su^ra 415 u q r 

6621 ( ~—-e relief beoause ^ 

el “ «** — —tional “ 

sS^Se lg a " nneCeSSary to As sure Suprema cy of Fe dei 


BVE an d amici raise nm- 

° f fedSral SUbst -tive law to in £er thTt ^ 

^ Whited b y the plenary substant VerSi9 ” ^ 

-tide 1 . The argument gMs too lva auth °rity of 

enactment does not . s °vere lgn substanti 

0t waiver of sovereian i 

sovereign immunity i s Dret; - ramunity; indeed, 

7 1S P res umed unless excr^d 

supremacy assures our irrevocabl Federa - 

irrevocable commitment +■« - ^ 

substantive authority. Its vindication • 
abrogation of sovereign immunity. The 

pup^, 209 ° C ““ established in £ 

. J 1°^ L.Ed. 7i4i 

private citizen suits to chan Permitting 

0 chal lenge the const! 

conduct by a S f-v- a ltut ionality 0 f 

7 State °fficial provides a n D 

Glance between federal su 

federal supremacy and state soverTZTT 

reign immunity. 



As stated by the Supreme Court in r 

(1985) 474 us 54 ro -hOCC-l /■ Man soup; 

' U.S. 64 [88 L.Ed.2d 371, 377 ]: 

BOth Pr ° SpeCtive and retrospective relief i„ Dl ■ 
Eleventh Amendment concerns but the ■ 

' Cut the availability of 
I Prospective relief of i-h Y - 

the sort awarded in Ex Dart v 
gives life to thp c Y ° Ung 

” aCy ClaUSe ’ Re "*dies designed to 
a continuing violation of federal , 

v . .. aeral law are necessary to 

vindicate the federal interest in 

est m assurinq the timv 

^at law. (Citations omitted , But su P«macy o: 

deterrence interests ■ BUt c ~atory or 

dictat arS lnSUfflCient to overcome the 

ctates of the Eleventh Amendment." 

That interpretation has been adopted by this court (Prir 

(Sth Cir. 1985 , ,64 F 2d R „ <£Ci£ ^ 

SStoo rv. u.s n„ r r , r A . 23 ' 629; Waoniimi 

■- of Aannnif. 1 rr rq . h 

1033-1034.) ’ 1985) 768 F.2d 103C 


in Welch, the majoritv nn• • 

¥ °Pinion rejects Fho ^• 

claim that sover^mn • J r the dlss ent's 

sovereign immunity is "pernicious" in 1(s , . 

citizens without redre... leaving privat, 


"Relief often may be obtained through suits a • 

StatS rather than the state itself ' 

injunctive or other Dr . ' ° r thr ough 

other prospective remedies. . Ths , „„ 

are not liable in rn-h ' ‘ State: 

n other circumstances is c, n 

13 is a necessary 
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2 


consequence of their role in =, 

m a system of dual soverei, 

' *" simra, at 406.) 

The argument that cf a f n 

state sovereign immunity provides no 

private citisen cop yright owners fi 

dlis acknowledge the 
availability of injunctive relief h , 

. " - ot ably, that mjunctiv 

Hef is not available against the federal a 
0-S.C. 1498.) Thus ref, f sovereignty. - 

federal • ' ^ ^ ^ federal republic commi 

sovereign conduct cannot be enjoined, but it nay 1 

- lect to monetary damage claims,- while Btat . conduct 


When state sovereign immunity limits federal juc . 

power under article ttt „ 3UC 

. . ' Precluding congressional abrogate 

article I, the federal republic n >- • “ 

federal supremaoy are both Kept, ^ 

I£ “-“ 

1278, this" supra, 

S court relied upon £a^er 3 _v A _ £grniina1 p 

“ 377 

analysis of congressional abrogation and constructive state 
overeign immunity. In MiU^i,, congressional intern 
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thTit^tut ^ MtUrS C ° ngreSSi0nal a «h 0r it y and the scope 
ne statutorily defined class of rW . 

^ rationale, the court di t 

distinguished between "expansive 

constitutional grants of authority such as th 
and specific grants such as the . 

consequent burden on state t ^ ^ ^ " 

• ln determining 

congressional intent to include 

xncxuae states within 

defendants permitted by the statute. 

Relying upon Atascade^, supra, the district 
concluded Mils Music was no , COUrt bel 

no longer controlling c nhcfl 

the district courts a . . 9 ‘ Subse 9 u ent to 

court s decision, the Supreme Court • 

decision, where it stated: 1SSU£d ltS 


Although our later decisions do not expressly 
overrule Parden th=„ , iy 

' 7 1SaVe n ° doubb that Parden's 

scussion of congressional intent to negate Sleuth 
mendment immunity is no longar ggod ^ 

—' to the — that —- ^ 

th ' ; UPra ' " inCMSiStent ^ - tequirement 
hat abrogation of seventh Amendment immunity by 

Congress must be expressed in unmistakably clear 

language, it is overruled." (We i ch 

su£ra, at 399.) 

Nonetheless, BVE and ami • 

amici contend the ataaqadaap^ t0st gf 
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unmistakable statutory express;,, 

on . xpression is not applicable to a 

n,reSS1 °” al « — article i authority. 

Hill. m„ J V I!" d " S " alternatiTO that parallels th 

suggesting a "less specific showing" of 

zrr jr appiias to “ 1 — —: 

rationale, “ C ° nStltUti ™ al ^inciple, or of 

sessional allri IIT^ ^ — “ 

specificity mandated by the ^ 

y he Supreme Court. indeed, BVE's nrnn 
is contrarv tn +-k„ b s P ro Pos 

rary to the conclusion of the Third Circuit in „ ■ 

U. supra, where the court , UU2n_oii 

ne court concluded that areata «, • . 

should be required of an articl t greater spec i flcity 

p S en actment, compared to a 

Fourteenth Amendment enactment. 

As an alternative bvf • ■ 

r ' BVE and am ici suggest the 197 * 

copyright Act meets the 

tne Q- tasca ^ qro-Wpi c h test =»«,* 

immunity. Their conclusion prin 

«»t the language of sect! ^ 

u aye or sections 602 (a) m * 

601 /w\ , _ ( 'i' and former 

°l(h)(3) (referring to the -United stat* „ 

nirea States" and "states-n . 

as sections 110 ( 2 ) (, Q . as We H 

‘ 05), (8), 111(a)(4), ll 2(b) , 

113(d)(3) (excluding certain conduct of , oov '' ^ 

a claim of infringement) infer a con • Srnmental bodies " from 

sovereign states to infr' ^sional intent to subject 

(whi h infringement actions under section 501 (a) 

(which provides , - L ( a ) 

' Any ° ne Wh ° « the exclusive rights 
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of a 


copyright owner • • . is an infringer of the copyright-)- 
that the statutory scheme including f£ > ' 

state substantive law exclusive f a P—Ption 

partial „ ■ fEderal C ° urt Jurisdiction and 

P rtral waiver of federal immunity, further infe 
intent t„ er infers congressiona: 

to abrogate state sovereign immunity. 

Atas a BVE/S ar9 “” entS “* unconv i nc ing and fail to meet the 
Atascadero-wmah standard. The cited r e 

„„e . lted sta P ut ory provisions do no 

equivocally express an intention to abrogate state • 
whlMo .. gate state immunity. 

ey preclude a finding of infringement against 

governmental bodies" in soecifir- 

reflect P 1<= circumstances, they may merely 

“ excs P tioa f°r cities, municipalities or oth 

ir-axxuies, or other public 

institutions which do not en.oy state immunity, .tarnate^y, th 6 

officials ^ t0 PrSClUde injuncti ^ relief against state 

and its ’ reC ° 9niZln9 the SUPrSMCy <* federal substantive law 

intent """ ^ " °' without an 

ention to abrogate immunity generaliy. Additionally. BVE , S 

argument iinnl i oc , . Y * s 

implies abrogation of the United static • 

- limited waiter expressed in 28 United statl IdT ^ 

finding function and limiting monetary relief 

5 y or department has been given authority to settle or 
compromise the damage claim,. mdeed, such a spac . 

immunity statutory waiver implies the h 31 

implies the absence of intent to 

abr g ata state imunity . 

be T 6> 792 F ' 2<S 3720 StatUt ° rY ln f e ronce that states might 
' ^ Pr ° ViSi0nS - p »ate from those creating the 
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cause o f action is generally insufficient to demonstrate 

congressional intent to abrogate state sovereign immu > 
(Smlovees v ^ . overeign immunity. 

c _ iJ =—suora. in ri o 

[36 L.Ed.2d 251].) - * 279 


guestion of sov^eT^ SChe " e Pr ° VldeS "° greater ci «ity to t 

Copyright Ac " ^ - t ha 1 976 

^ht Act, under the 1 909 co Pyr i ght Act , a bifurcated 

Pyright substantive law system existed. Ths 1976 . 

sought to unify substantive copyright , 9 A< 

substantive copyright 1 "* ™ e stat * 

copyright law. But that, in itself „ 

a congressional intent to ah ’ ° eS n0t reflec 

intent to abrogate the state's . 

protected immunity. The state's ability to e t • na “ y 

copyright law is not at 1 ** abl:iSh substa ntiv 

not at issue. Even when the state a-a 

substantive copyright law (as an adjunct tQ ^ ^ 

-Pytight Act, it did not thereby wLve its ^ ^ 

BVE'S argument fails to disf • ° v oreign immunity. 

—- - .i:r:;r:r r“’" - 

Protected sovereign immunity. (Ho elfer v C ° nStltUtlOTa1 ^ 

(N.D. ill. 198S) — 3 ^JfcStat^ 

Music and concluded that the l 97s coHT 3 ^ ° VerrUled 
state sovereign immunity).) ^ Act did not abrogate 
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V * CONCLUSION 


| in his dissent, JTust i c o 

uscice Brennan suggests state soverei 

lenity "lacks a textural anchor, a firm historical foundation, 
clear rationale." (Atascadero 473 u.s. at 257, Justice 
rennan dissent.) The University respectfully suggests: a 
"textural anchor" is contained in the Constitution's Preamble 
where the first stated objective is "to for* a tore perfect unio- 
(union between sovereign states,, S/ the "historical foundation" 
xs the short five-year experience under the Articles of 
Confederation; and the "rationale" is the two hundred year 
experimental commitment to the rule of reason for governing the 
affairs of sovereign states in their first federal union. That 
commitment to a pluralistic society of sovereign states governed 
by the rule of reason, assures the rule's application to its 
diverse populace of individuals. 


The question is not what a pedantic analysis shows 
about the historical evolution of intra-sovereign immunity 
rather, assume immunity hadn't existed, what then would have bee; 
the structure of the compact designed two hundred years ago? A 
federal republic of dual sovereignties committed to inter- 

sovereign immunity and federal supremacy, or a unitary nation of 

subordinate states? The Uni V Pr C1 >u 

ne University contends we are a federal 

6 / Adler, at 13 . 
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““j-wu, dna 


concluded 
from BVE ’: 


itibpecttuUy 


^uDmits the district 




it lacked jurisdiction, in that the University is 
3 COpyri< ? ht infringement monetary damage claim. 


Dated: December 


23 , 1987 


Respectfully submitted, 


JAMES E. HOLST 
GEORGE L. MARCHAND 
ALLEN B. WAGNER 
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CASES 


The undersigned, counsel of record for 
defendant/appellee The Regents Qf ^ ^ 

unaware of any caqp +■>, +. . ^ alxfornia, 

Rule 28 -, 6 . 1S deSmed ~ to Circuit 


Allen - 

The n Rjgen?f S? f tt?T^ AppeUee 
California h ® Univ «sity of 



9E f ^Eey "Air, 


i the undersigned c = v. T 

y a - say - I am a citizen of Tr 

3 (States, over 18 years of S United 

4 I curor ' a9e ' emPlOYed ln Alameda =°>»t y 

ni a > in whrch county the wi thi„- rae ntion=d Palli 

5 and not a party tn ~ d 1 g occurre 

j P V '-° the abject cause. Hv b„-,o 

a i 5 qo riTn-t * ^ ^iness ndcir , ess is 

6 ~>yu Universitv Rs i i ^ 

7 attached: 9472 °- 1 »«v.d the 

8 of rdi,„ • , 

9 1 - 

'0 ~~ ‘ “ ~--- - 

, r ~~ ■— --- 

by placing a coDy thereof in = ■— 

2 I .. 111 3 se P ara te envelope for each 

2 addressee named hereafter a ddrp« ^ 

, L Pressed to each such addressee 

3 jrespectively as follows: 

| see attached service list 


Each envelope was then sealed o 
,, sealed and, with the postal 

ereon fully prepaid, deposited in the United States ■ 

at Berkeley, California, on n , 3 maii ^ ^ 

i -°ecember_23-,-_193Z_ 

I * declare under penal tv of no • 

penalty of perjury that the fom™- 
I true and correct- „ £or egoing 


j true and correct- n 

I ' ■Decemhec-21,- 


California. 


1? 87, Berkeley, 


W< L 


BARBARA L. HAGMEYER 


\//'/C 









GENERAL COUNSEL 


MAR 2 $ iSSS 


F 


\L1 
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Vision 

7 17-783-5737 

Dorothy Schader r« - 

Copyright Offi Ce ’ neraI Counsel -- 

Department ?$« " C0 " ,me " , ^ 

Washington, DC 205=9 | RM 

I_ No. fjfy [ I 

««• y °" "«“•« information reUf 

1 contacted Mr. Cliff , . ^ ^ C ° Pyri S h 

t0 in-te. in state* ““ ° f L ° ^ * fee for ouJ^ lsgal 

contract with p pris °ns. Mr wh *ch are rir “ 1C 

inmate. He inH- lmS ’ Inc - which incT I iSh CUrr ently has ted C ° show 

- - £v- =S b ? - ^er 

i oonl ” ent ' ” W 

r e ^rtrr e „t 

,*?“« *t.d l1 b ° r “ in8 

. a.* bur t b r ed ^-^bu C / r ro “ in c ^ « 1 « ft? ■«. . 

^ ^foramtion „ iu be Qf ^ °""«W 

ass 


Sinc« 


rely, 



sory st; v , “ k> Ad»i< 

Conti„ u f' rT “ e * *>d 

8 ^cation Seotion 






